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To: USPTO, Docket No.: PTO-P-2018-0033: This statement may help to comment on USPTO’s Berkheimer PE-guideline (by 20.08.2018)

A Fresh Look at the USPTO’s PE-Guidance — by Andrei lancu before the AEIX78],

Sigram Schindler
TU Berlin & TELES Patent Rights International GmbH
www.fstp-expert-system.com

While the ANNEX repeats a very short comment on the Berkheimer PE-guideline, this comment is fundamen-
tal. But most of its shortcomings couldn’t have been avoided by the drafters as they had to use the — until very
recentlyl’l — mandatory BRI"). Thereby this use of the BRI (or any other interpreter) clearly shows that this
interpretation ‘under-interprets’ the specification of Alice’s Solomonic PE-analysis, as it ignores/pseudo-/de-defi-
nesZd ‘interpretation-outcome-determinative’ notions (comprised by this PE-analysis specificationZb)).
At the AEI meeting in DC on 21.06.2018, Andrei lancu addressed these flaws of the PE-guidance by outlining
the need to adjust it to the frameworke), for eliminating the PE-atrocities caused by it.

This ignoring/pseudo-/de-defining in the USPTO’s §101-/PE-guidance is unquestionably clarified under #1 of
the below list of existing vast deviations of the USPTO'’s (& CAFC’s) PE-understanding from what is required
by the US Constitution and Supreme Court. #2 reminds, without much comment, of the CAFC’s occasi-
onal difficulties to decide SPL-cases as the Supreme Court by its framewok required, whereby the USPTO
closely watches the CAFC’s decisions. The #3 and #4 touched by Andrei lancu are equally briefly dealt
with, only. All 4 problems with the PE-guidance disappear, if #1 is resolved as by the framework required.

#1: Under-Interpretation A look back at the USPTO's various PE-guidelines and workshops shows that they
caused by their very vague information the — under incentivation aspects — disastrous PE-misery of the US NPS,
especially in the pharmaceutical/DNA areal#'sl, Yet, the AIPLA strongly feels[371 that there is solely a
missing/mysterious “clou” for understanding what the Supreme Court's PE-criterion is, in reality. Since Kuhn
such “clous” are known as the kemels of scientific paradigm shifts®3, also called ‘Shannon-events'#22415in2d)] —
by the way, beautifully fitting to Andrei lancu’s amazing historic views at the US inventivity473478],

1 - even after knowing what the Supreme Court eexpected also from the USPTO and the CAFC as to proceduralizing the declarative
(i.e. non-procedural) opinions of the Supreme Court's unanimous framework decisions in KSR/Bilski/Mayo/Myriad/Biosig/Alice
and ethought about the BRI. This knowledge is evidenced under a)-d) in historical sequence.

In paradigm-shifting such confusion is a ‘natural phenomenon’ — as initially known from ‘emerging technology claimed inventions,
ETCIs' - by Planck sarcastically commented as only by nature terminable, by Shannon (??) pragmatically called ‘paradigm phobia’.

a) The Supreme Court rejected several CAFC decisions, any indicating that the Supreme Court requires to take into account the
new quality of inventions based on emerging technologies (ETs), hence requiring the corresponding refinement of patent
precedent, in particular recognizing the existence of the upcoming erisks that these increasingly embody by their inventions’
hitherto unknown degrees of preemptivity (which today have become evident for anybody by the emergence of ‘gene editing’
techniques — by the way with all likelihood coming up pretty soon, in one of their versions, before the CAFC and the Supreme
Court) in conjunction with the eexceptional creative/inventive concepts (i.e. abstract ideas, natural phenomena, ...). The
combination of both comprises a plethora of socioeconomic threats for the SPL, for the today’s best reduction of which the
framework’s Alice decision provides a Solomonic analysis — by the patent community first confused and by now unfortunately
grossly erroneously interpreted (see #1 above).

b)Justice Breyerl®!: “Different judges can have different interpretations. All you're getting is mine, ok? | think it's easy to say that
Archimedes can't just go to a boat builder and say, apply my idea [i.e. the natural phenomenon of a boats’ water displacement] ....
Everybody agrees with that. But now we try to take that word “apply” and give content to it. And what | suspect, in my opinion,
Mayo did and Bilski and the other cases, is to sketch an outer shell [i.e. framework] of the content, hoping that the experts, you

and the other lawyers and the CAFC, could fill in a little better than we had done the content of that shell...”  nighiights added]
c) Justice Ginsberg!®'.127] (as to the BRI's untenabiity): “It cannot be sufficient that a court can [always] ascribe some meaning to a patent's
claims ... post hoc”, as the Constitution authorized “...to inventors the exclusive right to their discoveries, .." highlights added]

d) Chief Justice Roberts?™! (as to the coexistence of the BRIVUSPTO and the BRICAFCIEE]): “ _it's a very extraordinary animal in legal
culture to have two different proceedings addressing the same question that lead to different results. .... I'm sorry. It just seems
to me that's a bizarre way to decide a legal question.”. [highlights added]

e) The notion of ‘framework’ is in Alice defined as the notion/capability2<) distinguishing patent(application)s that claim abstract
ideas and laws of nature (modeled2®) by exceptional = "PE concepts) from those that claim PE applications of those "PE concepts.
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The PE-clou of the FSTP-Test is — as it is pretty intricate — postponed to*. Here it is only explained that
and how all these PE-guidelines under-interpret(ed) the Alice decision’s PE-analysis specification.

There are two different qualities of reasons for the PE-guidelines” under-interpretation of the Alice decision’s PE-an-
alysis?a) e The trivial under-interpretationfes354 in2d)l that simply ignores/pseudo-/de-defines at least one key notion
of the PE-analysis®), below explained under A), and ethe principal/academic under-interpretation of the PE-analy-
sis, outined under B) thereafterieg433ntbll — hoth basically comprising alreadly this filigree of the PE-problem.b)

A): The crucial notions® used in Alice’s PE-analysis (specification) — crucial as being ignored or
pseudo-defined or de-defined by the PE-guidanced) — are required by the Supreme Court to be
correctly interpretable/interpreted®, otherwise it would not have used them (frequently).

Some of these not commonly known and hence by the PE-guidance ‘under-interpreted’ key no-
tions of the PE-analysis are: “concept’ (5 X used alone in the PE-analysis specification on p.7,
ignored), “preemptivity” (very often used in most framework-opinions of the Supreme Court,
ignored), “transform the nature of the claim” (1 X used in the PE-analysis specification on p.7,
ignored), “the patent .... amounts to significantly more than a patent ...” (1 X used in the
PE-analysis specification on p.7, ignoredd), ‘sufficient to ensure ..." (1 X used in the PE-analy-
sis specification on p.7, ignoredd), .... With that many (allegedly) missing or misguiding sophisti-
cated meanings in the PE-analysis specification it seems hard to guess its correct filigree mea-
ning. In* will be shown that it is easy, once the above “clou” is known.

B): The fragmentary statement in A) may be completed as follows: By the Supreme Court’s frame-
work an ETCI's PE-criterion comprises 5 requirements: An ETCI is granted PE iff 1.) at minimal
invasivity into the pre-framework SPL is guaranteed that the ETCI is ‘limited preemptive’
(Bilski/ Mayo/Myriad/Alice), 2.) construable by its ‘inventive concepts’ that are  3.) modeled
by metarational and rational (alias atomic alias elementary) notionsl415ftn3.d)
(Mayo/Myriad/Alice) and that are 4.) derived by screening the ETCI's whole specification for
finding them (Markman/Mayo/Biosig/Alice), such as 5.) by Biosig required.

While the ANNEX states that the 3 Berkheimer notions are highly metaphysical, A) shows that the
‘2-step PE-test’ of the PE-guidelines grossly fails to correctly interpret Alice’s PE-analysis, while B)
reports the same (not elaborated on, here, but in many FSTP-publication dealing ), but by means of
vastly other notions. This latter redundancy dramatically increases the probability that both, A) and B),
are correct. More precisely: B) is by the FSTP-Test mathematically proven to be correct.

23) Inits PE-analysis specification (in Alice) the Supreme Court clearly specifies the PE-problem, i.e. all its constituents & their basic interrelations. It
thus definitely does not specify a solution of a not yet specified PE-problem!!! This is the fundamental misunderstanding of the USPTO & CAFC,
induced to them by the BRI'a — encouraging them to under-interpret this PE-problem specification, here even by brute force.

The FSTP-Project grasped the PE-problem so by the Supreme Court specified — the latter thereby obeying its Constitutional
socioeconomic responsibility in an absolutely evident way — and developed the FSTP-Test. It decides for any ‘claimed invention, CI',
whether it has the properties necessary and sufficient for meeting 35 USC §§ 101/102/103/112, i.e. for solving especially the PE-problem.

For enabling mathematically proving that this statement is correct, the FSTP-Project upfront showed by cutting edge Knowledge
Representation! that all the notions®) of 35 USC §§ 101/102/103/112 (in its Supreme Court reinterpretation by its framework) and all
‘Substantive Patent Law, SPL’ precedents are rationalizable and mathematizable, also the Supreme Court's framework decisions. On
this mathematical basis it is easy to show mathematically that the FSTP-Test is indeed correctisee the Ref-List]

b) Both under-interpretations by the PE-guidelines are evidently encouraged by the BRI — which by the PE-guidelines is denoted as
indispensable — to interpret the wording of the Alice’s PE-analysis in the USPTO-developed way, not as required by the Supreme Court.

.) A ‘term’ or ‘item’ is an arbitrary ‘identifier’ alias ‘name’/‘acronym’/reference’/..../wording’. A pair <'term’/..., its ‘meaning’> is
called ‘notion’/ 'synonym’, denoted by its name. A notion’s meaning, assigned to its term/name/...;wording, is called the latter's
‘semantics’ — and semantics for a specific need, the latter's ‘pragmatics’, whereby the process of this meaning/pragmatics
assigning and its notion are called ‘interpreting’/interpretation’. The notion of making/creating new meanings/semantics/prag-
matics and/or their terms is called ‘semiotics’. Due to the in the FSTP-Project used notion of All2470, ftn1.b)], the necessary & suffi-
cient requirement for ‘modeling’ an at least metarational natural language word is: For it there is no other meaning (under no
condition) than the metarational one — by the ‘person of pertinent ordinary skill and creativity, pposc’ to be confirmed.

.d) reciting a term or a notion or a meaning — as done inthe famous figure explaining the USPTO'’s ‘2-step PE-test in 2106 Patent Subject
Matter Eligibility — does not define it or an item close to it. If the contrary is assumed, or the references are false, or the statement is
evidently contradictory in itself, the resp. item/term/... is considered as by the interpreter ‘ignored' ::= pseudo-/de-defined.
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#2: Supreme Court Rejections The above elaborations might be considered as based on the FSTP-
Project’s more complicated interpretation of the PE-analysis provided by the Alice decision than
intended by the Supreme Court. That this assumption is wrong is clearly indicated by the Supreme
Court's frequent & unusual public calls to attention, in its framework opinions and respective
remands. These calls asked - in the face of the mighty emergence of ETCls — for eexcluding
issuing ‘non-robust’ patents on ETCls, for eexcluding especially granting patents on ‘totally pre-
emptive’ ETCIs? (as these will cause the blockage of granting a patent on other ETCls or the
devaluation of such patents already issued), for eexcluding undue restrictions on ETCIs’ PE due to
such exclusions, for eother courts to determine their ETCI decisions in the light of these calls, and
for ecooperation in searching such approaches to the PE-problem solution'-?). Finally — after all these
Supreme Court calls were in vain — the latter provided in its Alice decision its analysis of the PE-problem as a
guidance to finding a procedure/algorithm that determines for any ETCI whether it is PE or "PE.

That this guidance has not been immediately understood by the patent community is not unusual:
Paradigm refinements of the in#¥! outlined depth and subtlety — similar to cultural evolutionary steps
— have historically taken human generations[33l. Compared to such periods of time, the duration of
3-4 years for achieving this absolutely reliable understanding of the SPL-framework refinement
required by the Supreme Court (even fully scientized/mathematized), is next to nothing. Insofar the
SPL-scientification leads to the clou alias Shannon event of# — although it is not trivial.

#3: Earlier Consistency/Predictability = Current Reliability/Robustness

Without using the Supreme Court's framework based SPL refinement it is impossible to guarantee consistency
and predictability in SPL precedents alias reliability and robustness of granted US patents — as by investors and
inventors into patent business urgently needed — while using it properly does guarantee these advantages.

In addition to the fundamental Constitutional necessity to proceed in SPL-precedents as by the
Supreme Court required, there is also the scientific desire to enable SPL-precedents/-reasoning about
ETCIs to be predictable/consistent/reliable/robust (i.e. absolutely powerfull453) — which in turn prove to
be at least as important for everyday patent business as the fundamental aspects of SPL. This is the
reason, why the Supreme Court’s framework decisions are considered to be Solomonic.

#4: Recognizing the Clou

Any clou may be worded in different ways. The following one renders its basic idea trivial - seemingly.

Virtually all ET claimed inventions comprise an abstract idea or natural phenomenon — due to the nature
of ETs to be always ‘model’-based, as only partially understood3-a). Such an ETCI® must not be granted
a patent, as by definition of these exceptional creative concepts the scope(ETCI?) may grow autono-
mously. l.e., legally it then is monopolizing by its unlimited preemptivity all these applications and thus
threatens to potentially put the entire US NPS into jeopardy by socioeconomic reasons.

The only way out from this PE-dilemma is to limit all ETCIs’ PE to their limited preemptivity. The
Supreme Court provided in its Alice decision by its PE-analysis an extremely smart cognition how to
achieve this limitation of the preemptivity at minimal invasitivity into the pre-framework SPL, i.e. which
excludes practically no known application of ETCI? from PE.

The Supreme Court’s idea to start eliminating the PE-dilemma by first creating/developing its analysis is by
especially three reasons really Solomonic. It namely enables ederiving from this PE-analysis a PE-test
(the so-called FSTP-Test) being necessary and sufficient for any ETCI to satisfy the framework-based
SPL, which comprises rationalizing and even mathematizing the framework-based SPL, vastly
eautomating any ETCI's such SPL-testing, and hence edrafting any ETCI such that it is absolute robust.

3.a) This non-understanding alias non-rationalizability applies as to the set of ETCI®'s present and its future potential applications.
This phenomenon holds especially for DNA-based ETCls, e.g. ‘gene editing’.
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IN TOTAL: In line with the Supreme Court’s responsibility by the US Constitution for interpreting the 35
USC §§ 101, 102, 103, 112 and with Andrei lancu’s multiple explicitly concurring statements, this author
suggests to replace in the USPTO’s current PE-guideline all obscure notions (identified in A)) by the
corresponding notions based on the Supreme Court’s framework decisions. The rest follows by itself.

ANNEX:
Excerpt from [470] Republished on 11.06.2018

The USPTO'’s recent Berkheimer PE-Guideline quite openly concedes that the USPTO may issue further PE-guidance in the future. The
below very short Section Il suffices to explain that this is indeed necessary as this version does not guide toward a PE-problem’s solution —
stated by Andrei lancu, too — but teaches away from it.

The USPTOQ'’s Berkheimer PE-Guideline Talks the US Patent Community onto a Wrong Track

Sigram Schindler
TU Berlin & TELES Patent Rights International GmbH
www.fstp-expert-system.com

Il. Why the USPTQ’s Berkheimer PE-Guideline Talks the US Patent Community onto a Wrong Track.

Andrei lancu quoted the best example for why this guideline does not guide to certainty as to resolving the
PE-problem: This guideline namely depends on unquestionably determining whether an ETCI at issue is
a ‘well-understood, routine, conventional activity’. And he correctly stated that this unquestionability is
often not establishable (evidently the case, if something with this ETCI is not well-understood, e.g. an inC).b)

His statement clearly implies critique. This alleged ‘well-understood, routine, conventional activity’-crite-
rion has at least 3 absolutely untenable deficiencies — for a PE-guideline and a PE-court decision, at least:

o |tis a vague legal concept, as it is unclear whether its 3 notions are to be ‘anded’ or ‘ored’.

o Whatever such concatenation between them one would define, it still remains a vague legal concept, as
the meaning of any of its 3 terms is indefinite (as long as they are not rationalizedl?70ftn4.n3)),

o |tis for many ETCIs’ PE not a necessary condition (see DDR, TLI) or it is necessary but not sufficient for
PE, as it still may contradict the Supreme Court’s “not-totally-preemptive” requirement, rendering it "PE®).

In total: eln its basic intention, this guideline is absolutely finec), but ein its lack of notional scrutiny (just
presented) there is no alternative to stating that it is still heavily confusing and/or misleadingd).

4a Atthe USPTO/PPAC- and AIPLA-meetings in Alexandria & Seattle on 03. & 15.-17.05.2018. SPL = Substantive Patent Law.

.b By contrast, the Supreme Court provided in its Alice decision a solely uniquely interpretable (under scrutiny(2%l) specification of
its PE-analysisl300:332,354,355401,434441,454.459] |t js correctly and completely interpreted by the FSTP-Test (see ANNEX_2), being a neces-
sary & sufficient condition for ETCIs’ being PE — which is by its execution easily/clearly/unquestionably decidable in its lines 1)-7).

.c —as it tries as hard as it cand to stop the widely spread malpractice among examiners as well as judges of inflationarily qualifying
an ETCI or one of its inventive concepts as ‘well-understood, routine, conventional activity’ without providing any legitimation for
this findingtea4411, as clearly required by the Supreme Court and now also by the USPTO (besides its errors) —

.d This guideline is not shy — for indoctrinating that this ‘well-understood, routine, conventional activity-criterion is of universal PE-problem-sol-
ving capacity(???) — to stereotypically repeat this string of vague terms more than 30 times on only 4 pages. It thus concedes the non-
understandability of this string’s meaning, yet does not state this truth — as Andrei lancu did. It hence is incapable of providing any PE-prob-
lem-solving guidance (as just shown by the quoted reasons), thus dragging its readers onto a wrong track — already proving to be disasfrousi4%],

With the emergence of ETCIs, i.e. long before any §101-guideline, the §101-problem started fooling/discouraging many excellent inventors
and investors — the two most important parties in patent business — through the unpredictability of ETCIs’ SPL precedents, i.e. their felt inconsistence,
more recently amplified by the outrageous BRE™{2a), |t thus increased the 101-chaos to a by now really disastrous extent 27ofn2c]
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The FSTP-Project’s Reference List  (Version of 17.07.2018)

Most of the FSTP-Project papers below are written in preparation of the textbookl'é2 - i.e. are not fully self-explanatory independent of their predecessors.
WARNING: Some of the final entries in the FSTP-Project’s Reference List are here slightly incorrect - the author is begging your pardon for any inconvenience!
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