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§ 2300.01 Introduction [R-2]

Title Il of the Patent Law Amendments Act of
1984 (Public Law 98-622) combined the Patent and
Trademark Office Board of Appeals and Board of
Patent Interferences into a new board, the Board of
Patent Appeals and Interferences (Board), and amend-
ed 35 U.S.C. 135(a) to provide that in an interference
the jurisdiction of the new Board would extend not
only to priority of invention, but also to questions of
patentability. These provisions took effect on Febru-
ary 8, 1985. On the next working day, February 11,
1988, the former interference rules, 37 CFR 1.201 to
1.288, were replaced with a new set of rules, 37 CFR
1.601 to 1.688. With a few exceptions, the new rules
apply to all interferences declared on or after the date
of their adoption; interferences declared prior to that
date will continue to be governed by the old rules
covered in Chapter 1100.
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published in the Federal Rigister on December"IZ
1984:{« wﬁ&%ﬁ) ands mmm;@m»m

January 29, 1985 (1050 O.G. 385), included not only
the text of the rules, but also a discussion of the rules

and analysis of the comments recetved wluch seérve
as the “leglslatwe history” of the ¥ it
who is or may ‘become  ifivoli
under the new rules would be.
this notice closely, ; ~

Attention is also directed to.,the correctlon nottce
published in the Federal Register on May 31,°1985(50
F.R. 23122) and in the Official Gazette on’ “October
22, 1985 (1059 O.G. 27).

It is believed that the statutory chang&e, and the
new rules, will result in a more rapid determination of
the rights of the parties, and avoid the lengthy pro-
ceedings which have characterized some interferences

in the past. Since the Board has been given jurisdic-
tlon to decide patentability, it will no longer be neces-
sary to decide whether or not an issue is “ancillary to
pnonty" the Board can now decide ail patentability
issues in the interference, if properly raised by the
parties, without the necessity for dissoclving the inter-
ference and pursuing patentability questions ex parte
(in which case a reversal of the ex parte rejection
would require reinstatement of the interference). Each
interference under the new rules is mgn&d to an ex-
aminer-in-chief, who is expected to exercise such con-
trol over the interference that it will not normally be
pending before the Board more than two years (37
CFR 1.610). 37 CFR 1.616 provides that appropriate
sanctions may be imposed by an examiner-in-chief
against a party who fails to comply with the interfer-
ence rules or an order of the examiner-in-chief or
Board. The ultimate sanction, entry of adverse judg-
ment against the party, may be imposed by the Board
in an extreme case.

The interference practice is based on 35 U.S.C. 135,
as amended by P.L. 98-622

35 U.S.C. 135. Interferences. (a) Whenever an application is made
for a patent which, in the opinion of the Commissioner, would
interfere with any pending applicstion, or with any unexpired
patent, an interference may be declered and the Commissioner shall
give niotice of such declaration to the applicants, or applicant and
patentee, a5 the case oy be. The Board of Patent Appeals and
Interferences shall determine questions of priosity of the inventions
and may determine questions of patentability. Any final decision, if
adverse to the claim of en applicant, shall constitute the final refus-
al by the Patent and Tredemark Office of the claims involved, and
tm%mmmmrmymesmmwlhemmz who is ad-
judged the prior inveater, A find judgment adverse to & patentee
fmmwhwhmappealoromefrwwwhmbaenarcanbeukenor
had shalf econstitute cancellation of the clasims involved fa the
patent, and notice of such canceligtion shall be endorsed on copies
of the patent disteibuted afler such cancellation by the Patent and
Trademark Office.

(b) A claim which is the same as, of for the same or substantially
the same subject matter as, 8 claim of an issued patent may not be
made in any application unless such a claim is made prior to one
year from the date on which the patent was granted,

(c) Any sgreement or understanding betwees parties (o an inter-
ference, mc!udmg any collateral agreements referred to therein,
made in connection with or in contemplation of the termination of
the interference, shall be in writing and a true copy thereof filed in

_-only to Govemment agmcws 'on written request, or any pcmm ‘on
a showing of good cause. Failure to file the copy of such agree-

Patenit and“Tndemark Office. before the termmatlon ot‘ the in-
88, between the sud"partnes to'the agreement of under- -

ment or understanding shall render permanently, uncnfomeab&e such

agreement or undcrstmdwg and any patent.of such
in the interference or any patent: subsequently.issy
cation of such parties so involved. i
er, on & showmg of good cause. for: ;
prescribed, permit the filing of the agreemem ot,tunderstmdmg
during the:six-month period subsequent to;the termination of the in-
terference as between the pumm to the agreement -OF: undexsumd

ing.

The - Commissioner shall nge nouce to the pm:a or thcu' attor-
neys of record, arusomblenmepnortowdtermmwmofme
filing requirement of this section. If the Comunissioner ‘gives such
notice at & later time, irrespective of the right to!file such agree-
ment or understanding within the six-month period on & showing of
good cause, the parties may file such :agreement or: mderstandmg
within sizty days of the receipt of such notice, - y

Any discretionary action of the Commissioner under tlus subsec-
tion shall be rcvwwable muder gection 10 of the Admtmstrm‘we Pro-
cedure Act.

(d) Parties to a patent interference, w:thm such time as may be
specified by the Commiissioner by regulation, may determine such
contest ‘or any aspect thereof by arbitration. Such arbitration shall
be governed by the: provisions of title 9 to the extent such title is
not inconsistent with this section. The pm'ties shall ‘give notice of
any arbitration awesd to' the Commissioner; and such award shall,
as between the parties to the arbitration; be dispositive of the issues
to which it relstes. The arbitration sward shall be unenforcesble
until such notice is given. Nothing in this subsection shall preclude
the Commissioner from determining patentabmty of the invention
involved in the interference.

The Patent and Trademark Ofﬁce (PTO) conducts
interference proceedings to determine who as be-
tween two or more applicanfs for patent or one or
more applicants and one or more patentees is the first
inventor of a patentable invention. Prior to February
11, 1985, the determination was made by a Board of
Patent Interferences. The Patent Law Amendments
Act of 1984, Public Law 98-622, §§201-202 com-
bined the Board of Appeals and the Board of Patent
Interferences into a single Board of Patent Appeals
and Interferences (Board) and authorized the Board
to consider priority and patentability in interference
cases.

In view of the discretion given the Board under 35
U.S.C. 135(a), as amended by Public Law 98-662
(“The Board . . . . may determine questions of pat-
entability . . . .”), the rules set forth in this chapter
will apply to all interferences declared on or after
February 11, 1985, except in special circumstances,
such as: (1) interferences which are declared as a
result of a motion made in another interference which
was pending before the Board before February 11,
1985, (e.g., an interference declared as a result of a
motion under 37 CFR 1.231 to declare an additional
interference); (2) an interference related to another in-
terference declared prior to February 11, 1985 (e.g.,
an interference involving a method of using a com-
pound where an interference involving the same par-
ties and the compound was declared prior to Febru-
ary 11, 1985); and (3) an interference reinstituted after
having been dissolved under the old rules (37 CFR
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*"mmed at an wﬂy date,a d"
amining patem apphcatmns whlch bccome mvolved in
interferences is simplified. =~

‘The new rules for mterferences are set forth herein
in §§ 1.601 through 1.688. The new rules replace en-
tirely the prmmxs interference rules (37 CFR 1.201
through 1.288). A “six hundred” number series is used
for the new rules. The use of a six hundred number
series for the new rules will permit interested individ-
vals to research published decisions (e.g., F.2d,
USPQ) or computerized legal research services (e.g.,
LEXIS) citing the new rules.

An index of the headings of §§ 1.601-1.688 and a
table correlating 37 CFR §§ 1.201 through 1.288
(former rules) to §§ 1.601 thmugh 1.688 (revised
rules) appears below.

Rule Correlation Table

Former Rule Revised Rule
1.201(s} 1.601(5)
1.201(%) 1.601G)
1.201(c) 1.602
1.202 none
1.203(a) 1.60%
£.203(b) 1.605(a)
1.203(c} 1.605(b)
new 1.604 (a)
1.203(cdy 1.604(b)
1.204(a) none
1.204¢b) 1.608(a)
1.204(c) 1.608(b)
1.205(z) 1.606
1.205(b) 1.607(a), (c)
1.205(c} 1.607(3)
new £.608 (2)
1.206(a) 1.607(b)
1.207(a) 1.609
new 1.610
1.367(by 1.61%
1,208 1.613(by
1.211 1.614
1.212 1.615
new 1.616
1.228 1.617
new 1.618
1.215(s) 1.621(2)
1.215(b) 1.625(b)
1.215(c) 1.629%(c)
1.216(a) 1.622(s), (b)
1.216{a} (1)-(6) 1.623(a)
1.216(b) 1.623(c), 1.624(c) 1.625(c)
1.286¢c) 1.666

1.2172)
1.217(b)
1.218
1.219
1.222
1.223

1.225 ’
1226

1227,

- 1231

1.237
1.238
1.242
1.243

1.244
1.245
1.246
1.247
1.248
new
1.251
1.252
1.253
1.254
1.255
1.256
1.257 (8)
1.257 ()
1.258
1.259
DEW
1.262
1.263

1.264
new

1.265
1.266
1.267
1.268

1.271
new
1.27%(a)
1.272(b)
1.272(c)
1.273a)

new
1.273(b)
1.274
1.275
1.276

1.277
1.278
1.279
1.28%

1.282

1.283

1.285

1.286

1.287(a) 1)), (i)
1.287(a)(1 )(ii)
1.287(a}2), (3)

1.287(b)
i.287(c)
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1.624(a), 1.625(a) .-
1.623(a)
1.621(a)
1.627
1.628
1.629
1,630 ..

1. 640(d), (e), and 1. 651(c)(4)'

1,612~
+1.631,
. 1.632

1,633, 1'634

1.641
1.642

. 1.643

1.635, 1.636, 1.637(b) 1.638
" through 1.640
1.644

. 1.645(a)

1.645(b)
1.646
1.646
1.647
1.651
1.652
1.653

" 1.656

1.656(c)
1.654
1.657
1.658(c)
1.655
1.659
1.660
1.662(a)
1.622(c)

1672(e), ()
1.673(a), (c), (d),

1.673(e)
16730
1.674
1.678
1.676

1.677
1.678
1.679
1.645(s)

1.682
1.683
1.685%
eliminated
1.673(b)
1.673(a)
eliminated

1.687(b)
1.687(c)



Revnsed Rule o

. 237(d)(l)

1 673(c)
1.287(d)2) 1.616
1.287(¢) . 1.687(d)
1.288 e 1.688

2300 G2 Outlme of Interference Procedure [R-Z]

‘The followmg statement appears in a secmm-by—
section” analysis subiitted for the Record by Repre-
sentative Kastenmeier during discussion of H.R. 6286
(Pub. L. 98-622) on the floor of the House (130 Cong.
Rec. H10528, columnns 2 and 3):

“It is expected that interferences will become
simpler, more expediticus, and less costly. Under
the bill, all issues of patentability and priority
which arise in an interference can be decided in a
single proceeding rather than in a series of com-
plicated inter partes and ex parte proceedings.”

Under the revised rules, interferences are decided
by the Board. The Boars has jurisdiction to determine
(1) priority of invention, (2) patentability of any claim
corresponding to a count both as to applicants and
patentees, (3) any issue of interference-in-fact as to
any count, and (4) any other issue necessary to re-
solve the interference. The rules permit an interfer-
ence to be declared on the basis of a single count de-
fining one patentable invention in interferences in-
volving patents as well as applications. The Board
also has jurisdiction to determine whether counts are
patentably distinct.

When an interference is declared, an examiner-in-
chief is assigned to handle the interlocutory stages of
the interference. An examiner having full signatory
authority determines when one or more applications
or one or more applications and a patent claim the
same patentable invention. When the examiner makes
such determination, the examiner will forward any in-
volved applications or patents to the Board. The ex-
aminer wili designate, at the time the involved appli-
cations or patents are sent to the Board, the claims of
any application and patent which correspond to each
count. The examiner-in-chief can subsequently desig-
nate additional claims to correspond to a count. The
examiner-in-chief assigned tc handle the interference
will issue a notice to the parties declaring the interfer-
ence.

The object of the interference will be to resolve all
controversies as to all interfering subject matter de-
fined by one or more counts. A final decision in the
interference will determine who, if anyone, is entitled
to claims which correspond to a count. Any decision
adverse to an applicant by the Board will constitute a
final refusal by the PTO to that applicant of the
claims involved. Any decision adverse to a patentee
constitutes cancellation from the patent of the claims
involved.

- permit better, C ¢
) ference proceedmgs The rules provxde that times, be

. ‘The exammer-m-chlef shoqu be'.famxlxar w1th th" hxs-

tory of the interference and will . be, accmsxble to
. counsel for the parties. For ,
chief, where. appropriate, may conduct te!ephome con-

ement o trol over, inter-

xample, an examiner-in-

ference calls to obtain agreement of the. [parties on. the
setting of schedules. The rules also pemut the examin-
er-in-chief to hold heanngs in the PTO or by confer-
ence telephone call in order to expedite or settle inter-
locutory issues in interferences, Any hearing can be
transcribed by a court reporter under such conditions
as an examiner-in-chief or the Board deems appropri-
ate. The examiner-in-chief, where appropriate, will be
available by phone to rule_ on ‘the admissibility of evi-
dence in the event parties encounter unusual pmblems
during the taking of depositions. The examiner-in-
chief will also be available to rule on requests for pro-
duction of documents which take place during cross-
examination. Oral orders given by phone will be fol-
lowed by written orders.

At the time an interference is declared, the examin-
er-in-chief will set a time for filing preliminary mo-
tions. The preliminary motions can include:

(1) A motion for judgment on the ground that a
claim corresponding to the count is not patentable to
an opponent under 35 U.S.C. §§ 102, 103, 112, or any
other provision of law.

(2) A motion for judgment on the ground that
there is no interference-in-fact between the claims of
the opponents in the interference.

(3) A motion to add or to substitute new counts,
to amend a claim corresponding to a count, to desig-
nate an application or patent claim to correspond to a
count, to designate an application or patent claim as
not corresponding to a count, or to require an appli-
cant to present a claim to be designated to correspond
to a count.

(4) A motion to substitute another application for
the application involved in the interference or to add
an applicaticn for reissue to the interference.

(5) A motion to declare another interference.

(6) A motion to be accorded the benefit of an
earlier application or to attack the benefit of an earlier
application which has been accorded to an opponent.

Other motions are permitted as necessary, such as a
motion to amend the count and/or a claim corre-
sponding to the count in response to a preliminary
motion for judgment.

Oppositions to motions are permitted if filed within
a time set by the examiner-in-chief. Replies are also
authorized. Papers which are not authorized by the
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<whotmay: consult -with an'examineron: questions” of
+ patentability which have not previously:been decided
by’ the examiner. The’ éxaminer-in-chief may: ‘grant a
mction, deny a motion, defer consideration:on-the
merits of a-motion: to final liearing, or take such other
action with respect to a motion as may: bé appropri-
. ate, e.g., dismiss-an entifely inappropriate motion. ..

At the time preliminary motions- are decided, -the
preliminary statements will be opened. If a- decision
on a motion or an inspection of the preliminary state-
ment results in: entry of an order to show cause why a
judgment should not be entered, the.party against
whom judgment might be entered can request a hear-
ing before the examiner-in-chief and two additional
examiners-in-chief. The decision will govern further
proceedings. If adverse, the decision will constitute a
final agency action. If favorable, the interference will
proceed before the examiner-in-chief.

After preliminary motions are decided and assum-
ing judgment does not result, a period may be set for
the parties to file motions for additional discovery.
The scope of the additional dlscovery would be the
same as under current practice.

When a time period is set for filing discovery mo-
tions, or after discovery has closed, the examiner-in-
chief will set a period for taking testimony. Any party
wishing to take the testimony of a witness can elect to
have the testimony of the witness taken by deposition
or presented by affidavit. A transcript of an ex parte
deposition can be used as an affidavit. If an affidavit is
presented, the opposing party may then cross-examine
on oral deposition. Any redirect will take place at the
deposition. The party calling the witness is responsi-
ble for securing a court reporter and filing the tran-
scnpt and record associated with cross-examination of
its witness.

In the event a party needs testimony from a third-
party who will not appear unless a subpoena is issued,
mcludmg a hostile witness, direct and cross-examina-
tion testimony may be taken on oral deposition. The
rules provnde that prior authorization of a examiner-
in-chief is required before a party can take testimony
by issuance of a subpoena under 35 U.S.C. § 24. The
revised rule thus adopts the policy of Sheehan v.
Doyle, 513 F.2d 895, 898, 185 USPQ 489, 492 (lIst
Cir.), cert. denied, 423 U.S. 874 (1975), and Sheehan v.
Doyle, 529 F.2d 38, 40, 188 USPQ 545, 546 (1st Cir.),
cert, denied, 429 U.S. 870 (1976), rehearing denfed, 429
U.S. 987 (1976), and rejects the policy announced in
Brown v. Braddick, 595 F.2d 961, 967, 203 USPQ 95,
101-102 (5th Cir. 1979). Testimony obtained in other
proceedings, e.g., another interference or an infringe-
ment action, may be used if otherwise admissible.

Under the rules, the Federal Rules of Evidence are
made applicable to interferences, except for those por-
tions which relate to criminal actions, juries, and

(6) Rule 404(a) (l) and (2) [ [
.-+ (T);The 'word “charge” in Rule 405(b)
- (8) The language ‘or: cnmmal” and provzso (n) in

g Rule 410. -

9 Rule 412

(10) Rule 606. '

(11) The language “whether by afi accused“ and
“other” in the last sentence of Rule 607.

(12) The provisions of the first sentence of Rule
611(c) relating to leading questions on direct examina-
tion do not apply to statements made in an affidavit
authorized to be filed under the rules.

(13) The language “Except as otherwise provided
in criminal proceedings by section 3500 of title 18,
United States Code” and “except that in criminal
cases when the prosecution elects not to comply, the
order shall be one striking the testimony or, if the
court in its discretion determines that the interests of
justice so require, declarmg a mistrial” in Rule 612.

(14) Rule 614.

(15) Rule 706.

(16) The language ‘“excluding, however, in crimi-
nal cases matters observed by police officers and
other law enforcement personnel” and “and against
the Government in criminal cases” in Rule 803(8).

(17) The language “but not including, when of-
fered by the Government in a criminal prosecution
for purposes other than impeachment, judgments
against persons other than the second” in Rule
803(22).

(18) The language “prosecution for homicide or
in a” in Rule 804(b)(2).

(19) The language *“A statement tending to
expose the declarant to criminal liability and offered
to exculipate the accused is not admissible unless cor-
roborating circumstances clearly indicate the trust-
worthiness of the statement” in Rule 804(b)(3).

(20) Rule 1101 (a), (b), (d)(3), and (e).

The examiner-in-chief will set a period for filing the
record and briefs. Oral hearings normally will be held
before a panel consisting of the examiner-in-chief as-
signed to the interference and two other examiners-in-
chief. The panel will render a final decision in the in-
terference. Requests for reconsideration are permitted.

in rendering its decision, the Board will consider
only that evidence which can be made available to
the public under §1.11(a). Accordingly, the Board
will not consider evidence which is submitted under a
protective order issued by a court if release of that
evidence under § 1.11(a) would be inconsistent with
the terms of the court's order.
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A ﬁual dccxsmn oi the Board is. xgvnqw
st ‘Court of Appeals for the’ F’edetal
\appropnate US dtstnct court. A

) entabnhty, pnonty :
- orders, suchas denials "

Except as noted above,'t ‘ are ‘appli-
cable to all interferences declared ‘on"of after Febru-
" ary 11, 1985: Interfererices declaréd ‘prior to Febwary
11, 1985, continue to be governed by the: prior riiles
(37 CFR §§ 1.201-1.288 (July ‘1, 1984)) and ‘will be de-
cided by personnel. of ‘the . Board: of Patent. Appeals
and Interferences.. Actions ' previously " taken: by a
patent interference examiner or examiners of interfer-
ences will be taken by an examiner-in-chief,

An anticipated time schedule for a two-pany inter-
ference follows: :

Time from legt s &
Eveat in Interference event in the m
Interference declared (1.611)
Filing of preliminary statements (1.621) 3 months 3 mooths
m:t preliminary motions (1.633).
Wsj tuons m’ pulumwy mo- % month 3% mounths
to opwmm [{ X 638(b)) ... % moath 4% months
preliminary ! month 5% moaths
umxt». eﬁmmry sme- .
ments (1. 63!), set. (imes for
tions t'?ir %mcovery (1.687(c) mtl
i(a)}.
tm? 5 of dzscovery (1.635, 1month 6% months
! l(z), 1. 667(;’))
opgomwn to motion for dis- % moath 7 woaths
covcry (l 38(:))
Filing repl ition (o motion for % month 7% moaths
dmcwcrv (l 6. Mb%)”
BDecision oa motion BEOVETY covvrrvenns % month 8% months
Time for complisnce with any discov- % moath 9 months
ery.
Sunior n{gmy testimony (case-inchief;
Tmmny 2 months 11 moaths
Senlor party crom-esemination of 1 month 12 months
affiants if needed.
Semior party (estimony (case-in-chief
and case-in-rebuttal, 1.672(b)::
Testimony 1% months 13% moaths
Junior party cross-essminstion of I month 14% months
5 affiants if needd( N
wunios testimony (cese-in-sebuttal]
Te% % month 16 months
pmy crou-enamination of % monik 16% months
affiants if needed.
BW of record (1.633(c)) 18 months
for junior pacty (1.656) 9 months
Brief for senior pasty (1.656) 20 months
Reply brief for jenior pasty (1.656) 20% months
Fi kanng (1.654). 21% months
Becision (1.658) 23% months

230101 Preliminaries to az Interference [R~2]

An interference is often an expensive and time-con-
seming proceeding. Yet, it is necessary to determine
priority when two applicants, or an applicant and a
patentee, are claiming the same patentable subject
matter and their filing dates are close together that
there is a reasonable possibility that the first to file is
not the first inventor. The fact that an application is a
reissue application does not preclude it from being in-
volved in an interference.

The greatest care must therefore be exercised both
in the search for interfering applications and in deter-
mining whether an interference should be declared.

ference in any given case is affected by sO many fac-
tors.-that a-discussion- of -them  here (is-impracticable.
1+ Some: circumstances: which. rerider;an dnierference un-
' -necessary -are. hereinafter. noted;: but: each .instance
; must be; careﬁaﬂy conmdeted 1f sérious: ertors are to be
- av01ded

MANUAL OF PATENT EXAMINING PROCEDURE

Iheqmnon of thea "p.ropnet;v,; of; uutxitmg ;

n detm'mmmg whcther an mterference i neces-

Jsary a claim should: be given the broadest mterpreta-

tion ‘which it reasonably will: support beanng m mmd
the following general priniciples: = -

- (a) The interpretation should not be stramed

- (b) Express limitations in‘the claim should not be
ignored nor should limitations be read therein. =

(c) Before a claim {unless it is a patented claim) is
considered as the basis' for’ the count of ‘an interfer-
ence the claim should be allowable and in good form.
No pending claim which' is indefinite, ambiguous or
otherwise defective shou]d be the: ba51s for a count of
an interference. -

(d) A claim copled from a patent if a.mblguous,
should be’ mterpreted in the ltght of the patent in
which it originated.

(e) Since an mterference between cases ‘having a
common assignee is not normally instituted, all cases
must be submitted to the Assignment Divigion for a
title report.

() If doubts exist as to whether there is an inter-
ference, an interference should not be declared.

2301.01(s) Im Different Groups [R=2]

An interference between applications assigned to
different groups is declared by the group where the
controlling interfering claim would be classified. Ap-
propriate transfer of one of the applications is made.
After termination of the interference, further transfer
may be necessary depending upon the outcome.

2301.01(b) The Interference Search [R-2]

T he search for interfering applications must not be
limited to the class or subclass in which the applica-
tion is classified, but must be extended to all classes,
in or out of the examining group, which it has been
necessary to search in the examination of the applica-
tion. See § 1302.08.

Moreover, the possibility of the existence of inter-
fering applications should be kept in mind throughout
the prosecution, Where the examiner at any time finds
that two or more applications are claiming the same
invention and the examiner does not deem it expedi-
ent to institute interference proceedings at that time,
the examiner should make a record of the possible in-
terference as on the face of the file wrapper in the
space reserved for class and subclass designation.
Such notations, however, if made on the file wrapper
or drawings, must not be such as to give any hint to
the applicants, who may inspect their own applica-
tions at any time, of the date or identity of a sup-
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pi.contammg complete data 'concemmg bossxbn? interfer-
.and line of:this book. should be re-

‘ ,pnmary exammer must. decnde the qumtlon An exam
iner-in-chief may, however, be.consulted for. advxce.
The group director should be consulted if it is be-
lieved that the circumstances justify an interference
between applications neither of which is ready for al-
lowance. :

230102 Definitions [R-2]

37 CFR 1.601 Scope of vules, definitions. This subpart governs the
proceduse inm patent interferences in the Petent and Trademark
Office. This subpart shell be construed to secure the just, spesdy,
and inexpensive determination of every interference. For the mean-
ing of terms in the Federal Rule of Evidence as applied to interfer-
ences, see §1.671(c). Unless otherwise clear from the conmtesxt, the
following definitions apply to this subpart:

(s) “Additionsl discovery” is discovery to which a party may be
entitled under § 1.687 in addition to discovery to which the party is
entitled es & matter of right under § 1.673(a) and (b).

[15)] Amdsvn"munsm’sdavn,decmuonmdcrﬂée or statu-
wrydechrmou under 28 U.S.C. §1746. A transcript of an ex parte

may be used as an affidavie, -

{c} “Board™ means the Board of Patent Appeals and Interfer.

ences.

@~ -in-chief” means that portion of a party’s case where the
parey has the burden of going forward with evidence.

(¢} “Case-in-rebuttal” means that portion of a party’s case where

the party presents evidence in rebuttal to the case-in-chief of an-
other party.
6 A “count” defines the interfering subject matter between (1)
two or more applications or (2) one or more applicetions and one
or more patents, When there is more than one count, each count
shall define s separate patentable invention. Any claim of an appli-
cation or patent which corresponds to a count is a claim involved
in the interference within the meaning of 35 U.S.C. § 135(2). A
claim of a patent or application which is identical to a cousnt is said
to ““correspond exactly” to the count. A claim of & patent or appli-
cation which is not identical to 2 count, but which defines the same
patentable invention as the count, is said to “cosrespond substantial-
fy” to the count. When a count is broader in scope than afl claims
which correspond to the count, the count is a “phantom count.” A
phantom count is not patentable to any pasty.

(g) The “effective filing date” of an application or & patent is the
filing date of an easlier application accorded to the application or
patent under 35 U.S.C. §§ 119, 120, or 365.

(k) I the case of en spplication, “filing date” means the filing
date sssigned 1o the spplication. In the case of & patent, “filing
date” means the filing date emigned to the application which ssued
5 the patent.

(i) An “interference” is o proceeding instituted in the Patent and
Trademark Office before the Board to determine any question of
patentability and priority of invention between two or more parties
claiming the same patenteble invention. An intesference may be de-
claged between two or more pending applmwm naming different
inventors when, in the opinion of an examiner, the applications con-

tain claims for the same patentable invention. An interference may
Be declared between one or more pending applications end one or
more unexpired patents naming different inventors whes, in the
optmcm of an examiner, any application and any unegpired patent
contain cleims for the same patemable invention,

() An “interference-in-fuct” exists when at least one claim of &
party which corresponds to & count and at least one claim of an

of ¥ record whso is- primarily- respom:

and is the

cant ofr. patentee mvolved in. an mterfercnce Wherc ac(s of a party
“are normally performed by an attorney or' agent, “party" may be

construed to mean the attorney or agent. Aan “inventor” is the indi-

. _,vxdual nemed as.inventor in an appllcauon involved: in an: interfer-
ence or the' md:wdual name 'hs::nvenwr in a pMent mvolved in an

interference. '
{m)-A  ‘“semior party" is- the . party. with. earliest effective filing

date as to.all counts or, if there is no party with the earliest effec-

tive filing date as to all counts, the party with t.be earllest filing
date. A “junior puty" is any otnher party.

(n) Invention “A” is the “same patentable mvemwn" as an inven-
tion “B” when invention “A” is the same as (35 U.S.C. §102) or is
obvious (35 U.8.C. §103) in view of invention “B" assuming inven-
tion “B"” is prior art with respect to inveation “A”. Invention “A"
is & “separate patentable invention™ with respect to invention “B”
when invention “A" is new (35 U.S.C. § 102) and non-obvious (35
U.S.C. §103) in view of invention “B” assuming invention “B” is
prior art with respect to invention “A".

(o) “Sworn" means sworn or affirmed.

(p) “United States” means the United States of America, its terri-

tories and possessions.

Under §1.601, the rules shall be construed to
secure the just, speedy, and inexpensivé determination
of interferences. Section 1.601 defines various terms
used in Subpart E of the Rules of Practice including
“additional discovery,” “affidavit,” “case-in-chief,”
“case-in-rebuttal,” “count,” “effective filing date,”
“filing date,” “interference,” “interference-in-fact,”
“junior party,” “lead” attorney, “party,” ‘“phantom
count,” “same patentable invention,” “separate patent-
able invention," “‘senior party,” “sworn,” and “United
States.” “Affidavits” include declarations under 35
U.S.C. §25 amd 37 CFR § 1.68 as well as statutory
declarations under 28 U.S.C. §1746. The definition
“United States” is the same as the definition of United
States in 35 U.S.C. § 100(c).

The definition of “interference” permits an interfer-
ence between one or more applications aud one or
more patents. Thus, the revised rules follow the
policy of Wilson v. Yakel, 1876 C.D. 245 (Comm’r.
Par, 1876) and, to the extent inconsistent therewith,
do not follow the policy announced in Touval v. New-
combe, 194 USPQ 509 (Comm’r. Pat. 1976). Howev-
er, in view of the statutory requirement for the pres-
ence of at least one application in an interference, if
an applicant were to concede priority or otherwise be
terminated from an interference involving only one
application and more than one patent, the interference
would have to be terminated for lack of subject
matter jurisdiction unless one or more of the patentees
filed an application for reissue which could be added
to the interference under § 1.633(h).

A “count” defines interfering subject matter. An in-
terference may have two counts only if the second
count defines a “separate patentable invention” from
the first count. The reason the second count must
define a separate patentable invention is to permit the
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"IO o lawfu.ly issue . separate patents to dxﬂ'erent

partles inan. mterference whken a. smgle party does:not -
frptevall as to. all ‘counts. A- “separate-patemb e mven-‘ '
. i €1 o

*'with respect to invention (B) when mvenuon (A)

- is ‘new--(35:. USC .§ 102) .and: non-obvious: (35
U.S.C. §103) in view-of invention (B) mummg
invention’ (B) is prior art’ Wlth_ respect to mven-
‘tion (A). . B

§ 2302 of Apphcaﬁons md Patents
Involved in an Interference [R-2] _

37 CFR 1.602 Inmterest in applications end patents involved in an
interference. (8) Unless good csuge is shown, an interference shall
not be declared or continued beiween (1) applications cwned by 2
single party or (2) applications and an unexpired patent owned by a
single party.

(b) The parties, within 20 days after an interference is declared,
shall notify the Board of any and all right, title, and interest in any
application or patent fmvolved or relied upon in the interference
unless that right, title, and interest is set forth in the notice declar-
ing the interference.

(c) If & change of amy right, title, and interest in any application
or patent involved or relied upon in the interference occurs after
aotice is given declaring the interference snd before the time ex-
pires for seeking judicisl review of final decision of the Boerd, the
pasties shall notify the Boerd of the change withis 20 days of the
change.

Section 1.602(a) continues the previous PTO prac-
tice (37 CFR § 1.201(c)) of not declaring or continu-
ing an interference between (1) two or more applica-
tions owned by the same party or (2) an application
and a patent owned by a single party unless good
cause is shown. A corporation and its wholly-owned
subsidiary are considered a “single party’* swithin the
meaning of § 1.602(a). Under prior rules, when a
patent and an application involved in an interference
became commonly owned, the interference was not
“dissoclved.” Rather, the PTO required that the inter-
ference be terminated with a judgment. Chillas v.
Weisberg, 1928 C.D. 24 (Comm’r. Pat. 1928); Malone
v. Toth, 202 USPQ 397 (Comm’r. Pat. 1978); and
Morehouse v. Armbruster, 209 USPQ 514 (Comm’r.
Pat. 1980). Under the revised rules, all interferences,
including those involving only applications, will be
terminated with a judgment. As noted in Chillas v.
Weisberg, supra at 25 “the common owner can allow a
Jjudgment agaum the junior party to be rendered by
default or it can file a concession of priority from one
party to the other.” Paragraphs (b) and (c) of § 1.602
continue the previous PTO practice (37 CFR
§ 1.201(c)) of requiring a pasty to notify the PTO of
any real party in interest not apparent on the face of
the notice declaring the interference (see § 1.611) or
of any change in the real party in interest after the in-
terference is declared. The PTO needs to know the
identity of any real party in interest to properly en-
force § 1.602(a) and to enable an examiner-in-chief to
determine whether refusal is necessary or appropriate.
A mew requirement in paragraph (b) and (c), of
£§1.602, not present in 37 CFR § 1.201(c), is a 20-day
time period for advising the PTO of the identity of,
or any change in, the real party in interest.

but ‘of common: owncfship*clmm '
matte' or subject: matter tha is! not‘patentably dxﬁ'er-
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Where-:_apptecanam y.,diﬂ‘erent mVent:ve enntles

‘the 'sdinie " subject

I Interference therebetween normally not insti-

: tuted since there is no’ coiiflict 6f interest. Elnmnatlon
~of ‘conflicting claims from all excépt’orie casé should

usually be ‘requiréd,37°CFR '1.78(c). The ¢ommmon as-
signee must’ déterminé ‘the ‘application in which the

’conﬂlctmg claiins ‘are ‘properly’ placed Treatment by

rejection is set forth in § 804.03."

IL Where an’ interferenice with ‘a_third: party is
found “to exist, the commonly-owned appllcatxon
having the earliest effective filing date will be _placed
in intereference with the third party. The common as-
signee may move during the interference under 37
CFR 1.633(d) to substitute the other commonly-
owned application, if desired.

§ 2303 Interference Between Applientiom [R-2]

1.603 Interference between applwanam subject matter of the inter-
Jerence. Before an interference is declared between two or more ap-
plications, the examiner must be of the opinion that there is inter-
fering subject matter claimed in the appheeuom which is petentable
to each applicant subject to 2 judgment in the interference. The
interfering subject matter shall be defined by one or more counts.
Each count shall define a2 separate patentable invention. Each appli-
cation must contsin, or be amended to contain, at least one claim
which corresponds to each count. All clsims in the spplications
which define the same patentable invention as a count shall be des-
ignated to correspond to the count.

Where two or more applications ere found to be
claiming the same patentable invention they may be
put in interference, dependent on the status of the re-
spective applications and the difference between their
filing dates. One of the applications should be in con-
ditions for allowance. Unususl circumstances may jus-
tify an exception to this if the approval of the group
director is obtained.

Interferences will not be declared between pending
applications if there is a difference of more than 3
months in the effective filing dates of the oldest and
next oldest applications, in the case of inventions of a
simple character, or a difference of more than 6
mouths in the effective filing dates of the applications
in other cases, except in exception situations, as deter-
mined and approved by the group director. One such
exceptional situation would be where one application
has the earliest effective filing date based on foreign
priority and the other application has the earliest ef-
fective United States filing date. If an interference is
declared, all applications having the same interfering
subject matter should be included.

Before taking any steps looking to the formation of
an interference, it is essential that the examiner make
certain that each of the prospective parties is claiming
the same patentable invention (as defined in 37 CFR
1.601(n)) and that at least one claim of each party cor-
responds to each count of the interference and is
clearly readable upon the disclosure of that party and
allowable in its application.
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tion or elsewhere in thc dlsclosure or. m the cla:ms, is
. an essential in every instance.

‘When the subject matter found to. be allowable in
one application is disclosed and claimed in another
application, but the claims therein to such subject
matter are either nonelected or subject to election, the
question of interference should be considered. The re-
quirement of 37 CFR 1.601(i) that the conflicting ap-
plications shall contain claims for the same patentable
invention should be interpreted as meaning generally
that the conflicting claimed subject matter is suffi-
ciently supported in each application and is patentable
to each applicant over the prior art. The statutory re-
quirement of first inventorship is of transcendent im-
portance and every effort should be made to avoid
the improvident isssance of a patent when there is an
adverse claimant.

Following are illustrative situations where the ex-
aminer should take action toward instituting interfer-
ence:

A. Application filed with claims to divisible in-
ventions I and II. Before action requiring restriction is
made, examiner discovers another case having al-
lowed claims to invention I.

The situation is not altered by the fact that a re-
quirement for restriction had actually been made but
hed not been responded to. Nor is the situation mate-
rially different if an election of noninterfering subject
matter had been made without traverse but no action
given on the merits of the elected invention.

B. Application filed with claims to divisible in-
ventions I and I and in response to a requirement for
restriction, applicant traverses the same and elects in-
vention 1. Examiner gives an action on the merits of L.
Esxaminer subsequently finds an application to another
containing allowed claims to invention II and which
is ready for issue.

The situvation is not altered by the fact that the elec-
tion is made without traverse and the nonelected
claims possibly cancelled.

C. Aﬁ:phcauon filed with generic claims and
claimed species a, b, ¢, d, and e. Generic claims re-
jected and election of a single species required. Appli-
cant efects speczes a, but continues to urge allowabil-
ity of generic claims. Examiner finds another applica-
tion claiming species b which is ready for issue.

The allowability of generic claims in the first case
is not a condition precedent to setting up interference.

D. Application filed with generic claims and
claims to five species and other species disclosed but
not specifically claimed. Examiner finds another appli-
cation the disclosure and claims of which are restrict-

mmrfétéiice~ ‘

The pmsecueion of genenc..rclalms:rxsa taken: as: mdnc-

»-ative-of- an: ‘intention to .cover-all: specnes dlsclosed
. which come:under: thé generic claim;

“In all-the above situations, the applicant has shown

“ian intention to-claim the subject matter which i actu-
- ally being clajiried in’ ‘another’ apphcatxon ‘These are to
Cbe dlstmgmahed from'’ situations where ‘a distinct in-
“ivention is claimed ‘in one’ application but merely:dis-
- closed isi- anothier -application ‘without evidence of an

‘intent to claim the same. The question of interference
~should not be'considered in the latter instance. How-
- ever, if the application disclosing but not claiming the

invention is senior, and the junior application is ready
for issue, the maiter should be discussed with the
group director to determine the action to be taken.

§2304 'Applicant Requests Interference Between
Applications [R-2]

37 CFR 1.604 Reguest for interference between applications by an
applicant. (8) An applicant mey seek to have an interference de-
clared with an application of another by (1) suggesting a proposed
count and presenting a claim corresponding to the proposed count,
(2) identifying the other applicetion and, if known, a claim'in the
other application which corresponds to the proposed coun!. and (3)
explaining why an interference should be daclared.

{b) When an spplicant presents a cleim known to the applmm to
define the same patentable invention clasimed in a pending applica-
tion of anothier, the applicant shall identify that pending application,
unless the claim i3 presented in response to & suggestion by the ex-
aminer. The examiner shall rotify the Commissioner of any instance
where it sppears an applicant may have failed to comply with the
provisions of this paragraph.

§230[% 2?mminer Suggests Claim ¢o Applicant

37 CFR 1.605 Suggestion of claim to applicant by examiner. (a)
The examiner may suggest that an applicant present a claim in an
application for the purpose of an interference with another applica-
tion or & patent. The applicant to whom the claim is suggested shall
amend the application by presenting the suggested claim within a
time specified by the examiner, not less than one month. Failure or
refusal of an applicant to timely present the suggested claim shall
be taken without further action as a disclaitner by the applicant of
the invention defined by the suggested claim. At the time the sug-
gested claim is presented, the applicant may also (1) call the exam-
ines’s attention to other claims already in the application or which
are presented with the suggested claim and (2) explain why the
other claims would be more appropriate to be included in any inter-
ference which may be declared.

(b) The suggestion of a claim by the exeminer for the purpose of
an iaterference will not stay the period for response to any out-
standing Office action. When a suggested clgim is timely presented,
ex parte proceedings in the application will be stayed pendmg a de-
termination of whether an interference will be declared,

Although the sub_lect of suggesting claims is treated
in detail at this point in the discussion of a prospec-
tive interference between apphcatlons, essentially the
same practice here outlined is also applicable to a pro-
spective interference with a patent.

If the applications contain cl-ims covering the
entire interfering subject matter the examiner pro-
ceeds under 37 CFR 1.609 to form the interference;
otherwise, proper claims must be suggested to some
or all of the parties.
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sentmg a clmm suggested by the exgminer: for. pur-
poses .of a1 :.mterference ‘would stayex: parte proceed-

Al ion-in:which:the-claim:is‘presenited
ﬂendmg a detemunatlon by:the; examiner of whether

.. interference ;. will : be ... declared.. -Also: ;under
§ l 605(&), when an examiner suggests 2 claim, the; -ap-
phcant will be: requ:red to copy-verbatim the suggest-
.-ed claim. At the.time the suggested claim.is. copied,
~however, the applicant. may. also (1).call the examin-
er’s attention to other claims-already -in the applica-
tion or which are presented with the copied claim and
(2) explain why the other claims would be more ap-
propriate to be included in any interference which
may be declared. -

It should be noted at this point that if an appllcant
presents & claim which corresponds exactly or sub-
stantially to a claim in another application or patent
without suggestion by the examiner, 37 CFR 1.604(b)
and 1.607(c) require him or her to identify the other
application or patent. See § 2308.

The question of what claim or claims to suggest in
the interfering applications is one of great importance,
and failure to suggest such claims as will define clear-
ly the matter in issue leads to confusion and to pro-
longation of the contest.

Before deciding what claim or claims to suggest to
an applicant, the examiner should decide what the
count or counts of the prospective interference will
be, keeping in mind that the count must be patentable
over the prior art and define the parties’ common in-
vention (sce §2309 regarding the formulation of
counts). The claim suggested to the applicant need
not be identical to the prospective count, but rather
should be the broadest claim within the scope of the
prospective count which the applicant’s disclosure
will support, and which is otherwise patentable to the
applicant.

A response to the examiner’s suggestion of a claim
is not complete unless it includes an amendment
adding the exact claim suggested to the application.
Even though the applicant may consider the suggest-
ed claim unpatentable, too narrow, or otherwise un-
suitable, it must be presented; otherwise, the invention
defined by the suggested claim is considered to be dis-
claimed. The applicant must make known any such
objections to the examiner, and may at the same time
present other claims, or call the examiner’s attention
to other claims already in the application, and explain
why those claims would be more appropriately in-
cluded in the interference.

if, in copying a suggested claim, an error is intro-
duced by the applicant, the examiner should correct
the applicant’s claim to correspond to the suggested
claim.

Wotification of the fact that the parties have the
same attorney should be given to both parties at the
time claims are suggested event though claims are
suggemed to only one party. See also § 2313.01. Nota-
tion of the persons to whom this letter is mailed

should be made on all copies.

MANUAL oF PATEN’I‘ Mmmc pnocsnuns g

’ Th ! followin : seﬁtence"ns usually added to the
g B heé attorney or
of dlfferent owner-

of ‘different ownetshxp '
" same'-‘patentable ' invent
" above-ideéntified’ application. ™
“The’ atténtion of the Cominissioner is not called to
the fact that two conflicting partles ‘have the same at-
tomey until an actual interference is'set up and then it
is done by" noglfymg the exammer-m-cluef as explamed
in §2308.01.
Form Paragraphs 11.0% and 11.05 may be used to
suggest claims for purposes of mterference to appli-
cants, -

Form Puagr.ph 12.04
SUGGESTION OF CLAIM

The following allowable claim is suggested for the purpose of an
interference: )

i

The suggesied claim must be copied exactly, al!hough other claims
may be propowd under 37 CFR 1.605(s).

APPLICANT SHOULD MAKE THE SUGGESTED CLAIM
WITHIN ONE MONTH FROM THE DATE OF THIS
LETTER. FAILURE TO DO SO WILL BE CONSIDERED A
DISCLAIMER OF THE SUBJECT MATTER OF THIS
CLAIM UNDER THE PROVISIONS OF 37 CFR 1.605(a). THE
PROVISIONS OF 37 CFR 1.136(z) DO NOT APPLY TO THIS
TiME PERIOD.

Claim (2] considered unpatentable over the above suggested claim.

Examiner Note:

1. In bracket 1, insert the suggested claim.

2. In bracket 2, list a/l claime pending in the spplication not
considered to be patentably distinct from the suggested claim.

3. Only one claim sbould be suggested unless claims to & sep-
arate patentably distinct invention sre present. 37 CFR 1.601(n).
To suggest an additional cleim to a separate distinct invention,
form paragraph 11.05 should follow this paragraph.

4. If the Office action addresses other issues, such as & rejec-
tion of other claims, peragraph 11.06 should be included at the
end of the action.

Form Paragreph 1105
SUGGESTION OF ADDITIONAL CLAIM FOR A DISTINCT
INVENTION

The following claim is considered allowsble and directed to 8 sepa-
rate patentable invention from the claim suggested shove:

(1]

The additionally suggested claim must be copied esactly, although
other clgims may be proposed under 37 CFR 1.605(s).

APPLICANT MUST ALSO MAKE THIS ADDITIONALLY
SUGGESTED CLAIM WITHIN ONE MONTH FROM THE
DATE OF THIS LETTER. FAILURE TO DO SO WILL BE
CONSIDERED A DISCLAIMER OF THE SUBJECT OF THIS
CLAIM UNDER THE PROVISIONS OF 37 CPR 1.605(). THE
PROVISIONS OF 37 CFR 1.136(s) DO NOT APPLY TO THIS
TIME PERIOD.

Claim [2] considered unpatentable over this additionslly susgesled
cleim.
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: SUGGESTION OF CLAIMS—-PROSECUTION SUSPENDED

Applicant need not respond to the reammng issmes § tlus action if
a suggested claim is copied for the purposé: of & “interference
. within the: time liznit:specified above. 37 CFR b M)

Thmpuagmphshouldbeusedattbecndofmy()fﬁceactxon
where claims are suggested using eithér paragreph 11.04 or 11.08
and where additional issves (e.g., a rejection of other claims) are
eddressed in the action that will be sespended sbon!d applicant
copy the suggested claim.

230501 Action To Be Made at Time of Suggest-
ing Claims [R-2]

At the same time that the clau'ns are suggested an
action is made on each of the applications that are up
for action by the examiner, whether they be new or
amended cases. In this way possible motions undei 37
CFR 1.633 (c) and (d) may be forestalled. That is, the
action on the new or amended case may bring to light
patentable claims that should be included as corre-
sponding to the count of, or as forming the basis for
an additional count of the interference, and, on the
other hand, the rejection of unpatentable claims will
serve to indicate to the opposing parties the position
of the examiner with respect to such claims.

When an examiner suggests that am applicant
present a claim for interference, the ezaminer should
state which of the claims already in the case are, in
his or her opinion, unpatentable over the claim sug-
gested. This statement does not constitute a formal re-
jection of the claims, but if the applicant presents the
suggested claim but disagrees with the examiner’s
statement, the applicant should so state on the record,
not later than the time the claim is presented. In re
Bandel, 348 F.2d 563, 146 USPQ 389 (CCPA 1965). If
the applicant does not present the suggested claim by
the expiration of the period fixed for its presentation,
the examiner should then reject those claims which
were previously stated as being unpatentable over the
suggested claim on the basis that the failure to present
constituted a concession that the subject matter of
those claims is the prior invention of another in this
country under 35 U.S.C. 102(g) and thus prior art to
the applicant under § 103. In re Oguie, 517 F.2d 1382,
186 USPQ 227 (CCPA 1975). If the applicant does
present the suggested claim, when the interference is
declared, the claims stated to be unpatentable over
the suggested claim will be designated as correspond-
ing to the count.

230802 Time Limit Set for Presenting Suggested
Clgims [R-2]

Where claims are suggested for interference, a lim-

ited period determined by the examiner, not less than

one month, is set for reply. See § 710.02(c).
Should any one of the applicants fail to present the
claim or claims suggested within the time specified,

) “pate )
o are rejected ‘O the ground that the -appl
lanmed the mvennon “to: ‘whxeh they?-j‘

“tothat” apphca_ it

g ejectnbns in the apphcatlon
Even if claims are suggested in ‘an apphcatlon near

- the end of the period for résponse running against the

case, and the time limit for presenting ‘the claims ex-

tends beyond the end of the period, such claims will

be admitted if filed within the time limit even. though
outside the period for response to the rejection (usual-
ly a three month shortened statutory penod) and even
though no amendment was filed responsive to the
Office action outstandmg against the case at the time
of suggesting the claims. No portion of the case is
abandoned provided the apphcant presents the sug-
gested claims within 'the time specified. However, if

* the suggested claims are not thus presented within the

specified time, the case ‘becomes abandoned in the ab-
sence of a responsive amendment filed within the

‘period for response to the rejectnon 37 CFR 1.605(b).

230504 Suggestion of Claims, Apphcatmn in
Issue or in Inferference [R-2]

An application will not be withdrawn from issue
for the purpose of suggesting claims for an interfer-
ence. When an application pending before the examin-
er contains one or more claims defining an invention
to which claims may be presented in a case in issue,
the examiner may write a letter suggesting such
claims to the applicant whose case is in issue, stating
that if such claims be presented within a certain speci-
fied time the case wiil be withdrawn from issue, the
amendment entered and the interference declared.
Such letters must be submitted to the group director.
If the suggested claims are not presented in the appli-
cation in issue, it may be necessary to withdraw it
from issue for the purpose of rejecting other claims
on the implied disclaimer resulting from the failure to
present the suggested claims.

When the examiner suggests one or more claims for
the purpose of interference with a case in issue to an
applicant whose case is pending before him or her,
the case in issue will not be withdrawn for the pur-
pose of interference unless the suggested claims shall
be presented in the pending application within the
time specified by the examiner. The letter suggesting
claims should be submitted to the group director for
approval.

In either of the above cases the Publishing Division
should be notified when the claims are suggested, so
that in case the issue fee is paid during the time in
which the suggested claims may be presented, proper
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’exammcr may pencxl in the blank space labeled, “Date
_paid” in the lower right-hand corner of the file wrap-
“per the initialled ‘request: “Defer for intérference.”
‘The issue fee is not applled to such an. apphcanou

until the followmg procedure is camed out. o

When notified that the issue fee has been received,
the examiner shall prepare a memo to the Publishing
Division requesting that issue of the patent be de-
ferred for a period of three months due to a possible
interference. This allows a period of two months to
complete any action needed. At the end of this two
month period, the application must either be released
to the Publishing Division or be withdrawn from
issue.

When an application is found claiming an‘ invention
for which claims are to be suggested to other applica-
tions already involved in integference, to form another
interference, the primary examiner borrows the last
named applications from the Service Branch of the
Board of Patent Appeals and Interferences. In case
the application is to be added to an existing interfer-
ence, the primary examiner need only send the appli-
cation and Form PTO-830 (illustrated in § 2309.02),
properly filled out as to the additional application and
identifying the interference, to the examiner-in-chief
in charge of the interference who will determine the
action to be taken. Also see § 2342,

Form Parsgragh 11.67
SUGGESTION OF CLAIMS-APPLICATION IN ISSUE

This application has been withdrawn from issue for consideration
of & potential interference based on the claims suggested in this
action.

Exeminer Note:

1. If a conflicting application is in issue, it should be with-
deawn using paragraphs 10.01 or 10.02 prior to suggesting claims
for interference.

3. Either paragraph 11.04 or 11.08 must be used in conjunc-
tion with this peragraph.

Form Peragroph 1106
REQUIRBEMEKT TO COPY PATENT CLAIM

The following cleim number (1] from U.S. patent no. (2] is suggest-
ed (o applicant under 35 U.8.C. 135(s) for the purpose of an inter-
ference:

2]

The suggested claim must be copied exactly, although other claims
may be proposed under 37 CFR 1.605(s).

;{-;untnl the- c!aumare "presented or-the: time:limiit ‘ex-
plres This avoids any possnble issuance of: thc applm—

U MANUAL OF PA’EENT“EXAMINING PROCEDURE

o ;APPLICANT MUST copv THE PATENT CLAIM. WITHIN
 ONE MONTH FROM THE DATE OF THIS LETTER. THE

EXTENSION: OF TIME 'PROVISIONS'OF!§1:136(a) DO NOT

= APPEY: TO THIS TIME: PERIOD: FAILURE TO°COPY 'THE
‘CLAIM WILL BE TAKEN'AS A CONCESSION THAT ‘'THE

SUBJECT MATTER OF THIS CLAIM IS THE PRIOR IN-
VENTION OF ANOTHER UNDER 35-U.S.C. 10Z(g)"AND

.THUS ALSO PRIOR ART UNDER 3 35 U.S.C. 103, In re Oguie,
o 186USPQ 227(CCPA 1975

1. In bncket i, umert the number from the patent cf 1he sug-
gested claim.

2. In bracket 2, insert a copy of the patent ‘lainm.

3. Only one claim from the patent should be suggested for in-
terference uniess other claims.to a separate patentably distinct in-
vention are claimed in the patent and can be made by the appli-
cant. To suggest an additional. claim, paragraph 11,09 should
follow this paragraph.

4. If the Office action addresses other lssuu, such as.a re_|ec-
tion ‘of ‘Othet’ claims, paragraph 11 06 should be mcluded at the
end of the Office action.

Form Paragraph 11.09 '

COPYING ADDITIONAL PATENT CLAIM FOR A DlS
TINCT INVENTION

Claim number {1] from U.S. patent no. {2] is suggested under 35
U.5.C. 135(a) in addition to claim {3} of the patent, suggestd above.
The inventions defined by these patent claims are considered to be
“sepasate patentable inventions” under 37 CFR 1.601(n) that could
form the basis for plurel counts in an interference. .

The suggested patent claim, reproduced below, must be copied ex-
actly, although other claims may be proposed under 37 CFR
1.605(a):

{4

APPLICANT MUST COPY THE ADDITIONAL PATENT
CLAIM WITHIN ONE MONTH FROM THE DATE OF THIS
LETTER. THE EXTENSION OF TIME PROVISIONS OF 37
CFR 1.136(z) DO NOT APPLY TO THIS TIME PERIOD.
FAILURE TO COPY THIS ADDITIONAL CLAIM WILL BE
TAKEN AS A CONCESSION THAT THE SUBJECT
MATTER OF THIS CLAIM IS THE PRIOR INVENTION OF
ANOTHER UNDER 35 U.S.C. 102(g).

Ezaminer Note:

1. In bracket 1 insert the number of the patent claim that is
patentably distinct from the claim specified in paragraph 11.08.

2. This persgraph must follow paragraph 11.08 and should
only be used in those rare instances where both the patent and
the application claim distinct, interfering inventions.

Form Pearsgraph 11.11

FAILURE TO APPLY TERMS OF COPIED CLAIM TO THE
DISCLOSURE

Claim [1] of this spplication has been copied from U.S. patent [2)
for the purpose of an interference.

Applicant hes failled 1o specifically apply the terms of the copied
claim 1o the disclosure of the epplication, as required under 37
CFR 1.607(a)(3).

APPLICANT IS REQUIRED TO CORRECT THIS DEFI-
CIENCY WITHIN ONE MONTH FROM THE DATE OF
THIS LETTER. THE EXTENSION OF TIME PROVISIONS
OF 37 CFR 1136{ay DO NOT APPLY TO THIS TIME
PERIOD,

Form Paragraph 11.18
FOREIGN PRIORITY NOT SUBSTANTIATED

2300-12




+ Should:

» tmnslatm af thc forelgn appllcauo :

This paragraph may be used when claims are suggested to ap-
»1:vplicant’ fron ‘eithér an applicition 'or s patent: and aplecant has a
o Claivoy for -piotity not subsunnated by ‘2 sworn translation:

= 2306 Inter[fnerelllce Betweeu an Applleation and a
: -2

37 CPR 1.606 Inte;férence benmn ‘an apphcatm ana' a patent,
Subject maiter of the interference.. Before an interference is declared
between zn spplicstion and: sn unexpired patent, an examiner- must
determmeﬂmthetexsmterfenngswbjectmnerchxmed in the ap-
plication and the patent which is patentable to the applicant subject
to a judgmesnt in the interference. The interfering subject matter
will be defined by one or more counts. Each count shall define a
separste patentzble invention. Any epplication must contain, of be
amended to comtain, at. least one claim which cosresponds to each
count. All claims in the application and patent which define the
same patentable invention as a count shall be designated to corre-
spond to the count. At the time an interference i initially declared
(§ 1.611), 2 count shall not be narrower in scope than any patent
cleim which corresponds to the count any amy single patent claim
will be presumed, subject to a motion under § 1.633(c), not to con-

tain separate patentable inventions.

" An interference may be declared between an appli-
‘cation and a patent if the application and patent are
claiming the same patentable invention, and at least
one of the applicant’s claims to that invention are pat-
entsble to the applicant. Since at least one of the ap-
plicant’s claims must be patentable, an interference be-
tween an application and a patent cannot be declared

ifs

i. The patent is a statutory bar against the appli-
cation under 35 U.S.C. 102(b);

2. The applicant’s claims are not supporied by
the application disclosure, or otherwice do not
comply with 35 U.S.C. 112;

3. The applicant was not claiming the same or
substantially the same invention as claimed in the
patent within one year after the date on which the
patent was issued (35 U.S.C. 135(b));

4. The patent is a reference against the applica-
tion under 35 U.S.C. 102(e), unless the applicant has
filed a showing under 37 CFR 1.608. See § 2307 con-
cerning the rejection of claims in an application
which correspond to claims of 2 patent.

Since the claims of a patent may not be altered
(except by reissue or reexamination), the applicant
must claim the same patentable invention as is claimed
in one or more claims of a patent in order to provoke
an interference with the patent. The fact that the
patent may disclose subject matter claimed by the ap-
plicant is not a basis for interference if the patent does
not claim that subject matter.

The practice followed prior to the adoption of 37
CFR 1.606, wherein each patent claim formed the
basis for a separate count of the interference, no
longer applies. Under present practice, the counts of
the interference are formulated in essentlally the same
manner regardliess of whether a patent is involved. As
stated in 37 CFR 1.606, each count “shall define a
separate patentable invention.” Therefore, instead of

'patehtee ‘which’ clmm‘eaeh invention | demgnated ‘as
"fcorreepqndmg to° the connt for’ tbat mventton “See

L A mterference between ‘an

dwre {10 oniain i the - bemﬁt of fmezgn pnomy"- Shavi
- under 35 U.S.C. 119 prior to declmuon of an mlerﬁ.rence. @' sworn. - :

appllcatlon and ‘a
patent may arise in one of the followmg ways:

1. During examination’ of ‘an application, the ex-
aminer may. determine that the application contains
one or more allowable clauns which are drawn to the
same invention as claimed in a8 patent In that event,
the examiner may proceed to initiate the interference
as described i in § 2305. .

2. The examiner may discover a patent which
claims an invention which is disclosed by the appli-
cant and to which the applicant could present patent-
able claims. In that event, the examiner may suggest
to the applicant a claim which would define the same

.invention and would be patentable to the applicant.

See §2305.

3. The applicant . may provoke an interference
with a patent by presenting a proposed count and a
claim corresponding thereto.

- The requirement that the claims of the application
and of the patent define the same patentable invention
in order for an interference to exist does not mean
that the application claim or claims must necessarily
be identical to the correspondmg claim or claims of
the patent. All that is required under present practice
is that a claim of the application be drawn to the same
patentable invention as a claim of the patent. An ap-
plication claim is considered to be drawn to the same
patentable invention as a patent claim if it recites sub-
ject matter which is the same as (35 U.S.C. 102), or
obvious in view of (35 U.S.C. 103), the subject matter
recited in the patent claim. 37 CFR 1.601(n). The test
is analogous to that applied for double patenting, i.e.,
if the applicant’s claim would have been subject to a
double patenting rejection of the “same invention” or
“obviousness” type (see § 804) if the patent and appli-
cation were by the same inventive entity, then the ap-
plication and patent claim are directed to the same in-
vention. In all cases the examiner should keep in mind
the fundamental principle that the issuance of two
patents for inventions which are either identical to or
not patentably distinct from each other must be avoid-
ed. Aelony v. Arni, 547 F.2d 566, 192 USPQ 486
(CCPA 1977).

37 CFR 1.601(i) includes the possibility that an in-
terference may include more than one unexpired
patent. The PTO does not have jurisdiction to deter-
mine interferences involving only patents, since 35
U.S.C. 291 grants that jurisdiction to the courts.
However, if the examiner discovers two or more pat-
ents which are claiming the same invention as an ap-
plication, an interference may be instituted between
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ence, between an. apphcat:on and:a patej Aax forward

ed. To this end the examiner, before initiating an. in-
terference .involving..a patent, should. refer both the
application and, the patented file to the Ass:gnment
Division for notatnon as to, owncrshlp :

PATENT IN DIFFERENT Gnoup

When an apphcant 'seeks to provoke an mterfereum
with a patent classified in another group, the proprie-
ty of dec]anng the interference is decided by and the
interference is initiated by the group’ ‘where the patent
is classified. In such a case, it may be necessary to
transfer the application, including the drawings, tem-
porarily to the group which will initiate the interfer-

ence.

Under § 1.606, at the time an interference is de-
clared a rebuttable presumption will exist that any
patent claim designated to correspond to a count does
not embrace - separate - patentable  inventions. More-
over, at the time the interferenc.c is declared, no count
will be narrower in scope than the broadcast patent
claim designated to correspond to that count. The
presumption is rebuttable and may be challenged and
overcome by a motion under § 1.633(c).

2307 Applicant Requests Interference With s
Patent [R-2]

37 CER 1.607 Reqguess by applicans for intesference with patent. (a)
An applicant may seek to have an interference declared between an
apphication and an unespired patent by (1) presenting a proposed
count and 2 claim corresponding to the proposed count and, if any
claim of the patent or application does not correspond exsctly to
the proposed count, explaining why an interference should be de-
clared, (2) identifying the patent and imdicating which claim in the
application and which claim or claims of the patent cossespond to
the proposed count, and (3) applying the terms of the application
claims cosresponding to the count to the disclosure of the applica-
tion.

(b3 When an applicant seeks an interference with a pstent, ezami-
nation of the application, including any appeal to the Board, shall
be comducted with spectal dispatch within the Patent and Trade-
mark Office. The examiner shall determine whether there is inter-
fering subject matter clazimed in the application and the patent
which is patentable to the applicant subject 10 2 degmem in an in-
terference. If the examiner determioes thet there is any interfering
subject matter, and intesfesence will be declared. If the examiner
determines that there is no interfering subject matter, the examiner
shall state the reasons why an interference is not being declared
and otherwise sct on the application.

(¢) When an applicant presents a claim which corresponds exsct-
ly or substantially to & claim of & patent, the spplicant shall identify
the patent and the number of the patent claim, unless the claim is
presented in response 1o a suggestion by the examiner. The examin-
er shall notify the Commimioner of any instance where an applicant
fails to identify the patent,

(dy A notice that an applicant is wekmg to provoke an interfer-
ence with a patent will be placed in the file of the patent and a
copy of the notice will be sent to the patentee. The ldenmy of the
applicant will not be disclosed unless an interference is declared. If
g final decision fs made not to declare an interference, a notice to

o . MANUAL OF m‘r&x‘r Exmmmc mocsmms

of a patent whesi ‘not: suggested ‘by the Office’ does-not
sconstitute, a: response ,to. the -last, Office. action;unless
the last Office action relied solel
,the rejection of all the clalms re_)ected in that action.

on the patent for

‘Under 37.CFR 1.615, upon. declaratxoa of aninter-

ference, ex:: parie: prosecutlon ‘of -an-. appllcatlon ‘in-
_volved'in the interfereiice ‘i suspended and "any out-
'standing Office actions are considered as’ withdrawn

by operation of the rule. Ex parte Peterson, 49 USPQ
119 (Com'r. 1941). Upon. termination. of the interfer-
ence, the examiner will reinstate the action treated as
withdrawn by operation of 37 CFR 1.615 and set a
statutory period for response.

2307.02 Rejection of Claims Correepondmg to
Patent Claims [R-2]

REJECTION NOT APPLICABLE TO PATENT

When claims cortespondmg to claims of a patent
are presented, the application is taken up. at once and
the examiner may reject such claims in the application
if the ground of rejection would not also be applica-
ble to the patent. Examples of such grounds of rejec-
tion are insufficient disclosure in the application, a ref-
erence whose date is junior to that of the patent, or
because the claims are barred to applicant by the
second paragraph of 35 U.S.C. 135, which reads: “(b)
A claim which is the same as, or for the same or sub-
stantially the same subject matter as, a claim of an
issued patent may not be made in any application
unless such a claim is made prior to one year from the
date on which the patent was granted.” See Ex parte
Fine, 217 USPQ 76 (Bd. App. 1981). The anniversary
date of the issuance of a patent is “prior to one year
from the date on which the patent was granted”,
Switzer v. Sockman, 333 F.2d 935, 142 USPQ 226
(CCPA 1964).

Tt should be noted that an applicant is permitted to
copy a patent claim outside the year period if he has
been claiming substantially the same subject matter
within the year limit. See Thompson v. Hamilton, 152
F.2d 994, 6% USPQ 161 (CCPA 1946); In re Frey, 182
F.72d 184, 86 USPQ 99 (CCPA 1950); Andrews v.
Wickenden, 194 F.2d 729, 93 USPQ 27 (CCPA 1952);
In re Tanke, 213 F.2d 551, 102 USPQ 93 (CCPA
1954); Emerson v. Beach, 215 F.2d 290, 103 USPQ 45
(CCPA 1958); Rieser v. Williams, 255 F.2d 419, 118
USPQ 96 (CCPA 1958); Stalego v. Heymes, 263 F.2d
334, 120 USPQ 473 (CCPA 1959);, Corbett v. Chis-
holm, 568 F.2d 759, 196 USPQ 337 (CCPA 1977).

As long as one of the presented claims is patentable
to the applicant and is claiming the same invention as
at least one claim of the patent, an interference should
be declared.
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4 FRI 607(13) reqmres that, “Wheq 3:: apphcant

" seeks an interference with-a patent; examination.of the

applwatlon, mcludmg any appea] to the Boam, ahall
conducted.w) teh.y the ‘Pt

“bie 1o the’ paterifee the examiner sets‘a’
reply, not less than' thirty days, and “all’ subseq
“tions; incliding ‘action ‘of - the Board ofi’ appeal,*{‘are
‘special. Failure to tespond or ‘appeal,“as’ ‘the case may
- be, within the time fixed; will, in the absence of a sat-
isfactory showing, be deemed a dlsclalmer of the in-

. vention: claimed. .

“While the time limit for an appeal from the ﬁnal re-
jection of a claim corresponding to a patent claim is
usually set under the provisions of 37 CFR 1.607(b),
where the remainder of the case is ready for final
action, it may be advisable to set a shortened statuto-
ry period for the entire case in accordance with 37
CFR 1.134.

The distinction between a limited time for reply
under 37 CFR 1.607(b) and a shortened statutory
period under 37 CFR 1.134 should not be lost sight
of. The penalty resulting from failure to reply within
the time limit under 37 CFR 1.607(b) is loss of the
claim or claims involved, on the doctrine of disclaim-
er, and this is appealable; while failure to respond
within the set statutory period (37 CFR :1.134) results
in abandonment of the entire application. T"-at is not
appealable.

The rejection of claims presented for interference
with a patent sometimes creates a situation where two
different periods for response are running against the
application—one, the statutory period dating from the
last full action on the case; the other, the limited
period set for the response to the rejection (either first
or final) of the presented claims. This condition
should be avoided where possible as by setting a
shortened period for the entire case, but where un-
avoidable, it should be emphasized in the examiner’s
letter.

In this connection it is to be noted that a reply to 2
rejection or an appeal from the final rejection of the
presented claims will not stay the running of the regu-
lar statutory period if there is an unanswered Office
sction in the case at the time of reply or appeal, nor
does such reply or appeal relieve the examiner from
the duty of acting on the case if it is up for action,
when reached in its regular order.

Where an Office action sets a time limit for re-
sponse to or appeal from that action or a portion
thereof, the examiner should note at the end of the
letter the date when the time limit period ends and
also the date when the statutory period ends. See

§ 710.04.

REJECTION APPLICABLE TO PATENT AND
APPLICATION

If the ground of rejection is applicable to both the
claims in the application and the claims in the patent,
any letter including the rejection must have the ap-
proval of the group director. See § 1003, item 10.

‘ ::INTERFERENCE

N correspond to ‘the patent clalms, even 1f it wou}d also

be applicable to the patent. If such a reference is dis-
covered while “an ' interférence ' involving a patent is

-pending; the examiner should-call' the reference to the
: attention of the ‘examiner-in-chief iin charge: of the"in-
terference, for possnble actlon undet 37 CFR l 641

" Form Paragraph 1112

REJECTION: OF CLAIM CORRESPOND!NG TO PROPOSED

- COUNT - : ;
" Claim {1} of this application has been copied by the apphcant from

U.S. patent No. [2]. This claim is not patentable to the applicant

_ because [3].

An interference cannot be initiated since a prerequisite for interfer-
ence under 37 CFR 1.606 is that the claim be patentable to the ap-
plicant subject to 2 judgment in the interference.

Ezeminer Note:
This paragraph must be preceded by a rejection of the claim.

Form Paregeaph 11.13
CLAIMS NOT COPIED WITHIN ONE YEAR

Claxm [1] rejected under 35 USC 135(b) as not being made prior
to one year from the date on which U.S patent [2] was granted.

Ferm Paragraph 11.14 ‘
COPIED CLAIMS DRAWN TO DIFFERENT INVENTION

Claim {1] of this application is asserted by spplicant to correspond
to claims of U.S. patent [2].
The examiner does not consider this claim to be directed to the

same invention as that of U.S. patent [3] because [4]. Accordingly,
an interference cannot be initiated based upon this claim.

§ 2307.03 Presentation of Claims for Interfer-
ence With a Patent, After Prosecution of Ap-
plication is Closed [R-2]

An amendment presenting a claim to provoke an in-
terference in an application not in issue is usually ad-
mitted and promptly acted on. However, if the case
had been closed to further prosecution as by fin»! re-
jection or allowance of all of the clzims, or by appeal,
such amendment is not entered as a matter of right.

An interference may result when an applicant pre-
sents claims to provoke an interference with a patent
which provided the basis for final rejection. Where
this occurs, if the rejection in question has been ap-
pealed, the Board of Patent Appeals and Interferences
should be notified of the withdrawal of this rejection
so that the appeal may be dismissed as to the involved
claims.

Where the prosecution of the application is closed
and the presented claims relate to an invention dis-
tinct from that claimed in the application, entry of the
amendment may be denied (Ex parte Shohan, 1941
C.D. 1 (Comr. 1940)). Admission of the amendment
may very properly be denied in a closed application,
if prima facie, the claims are not supported by appli-
cant’s disclosure. An applicant may not have recourse
to presenting a claim corresponding to a patent claim
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. AFTER NOTICE OF ALLOWANCE

which :includes-one: or. more
~claims prcsented 1o provoke am: interference ‘with. a

patent ‘is' received after the. Notice  of ‘Allowance and

the examiner finds one or more of the claims _patent-

able to the applicant and an interference 16 éxist; the
. examiner should prepare a letter, requesting . that the
application be withdrawn from issue for the purpose
of interference. This letter, which should designate
the claims to be involved, together with the file and
the proposed amendment, should be sent to the group
director.

When an amendment which includes one or more
claims presented to provoke an interference with a
patent is received after Notice of Allowance, and the
examiner finds basis for refusing the interference on
any ground, the examiner should make an oral report
to the supervisory primary examiner of the reasons
for refusing the reqguested interference. Notification to
applicant is made on Form PTOL-271 if the entire
amendment or a portion of the amendment (including
all the presented claims) is refused. Form Paragraph
11.01 should be employed to express the adverse rec-
ommendation as to the entry of the presented claims.

§ 2307.64 Presentation of Claims For Interfer-
ence With a Patent Involved in 2 Reexamina-
tion Proceeding [R-2]

An interference will not be declared with a patent
which is involved in a reexamination proceeding
except upon specific authorization from the Office of
the Assistant Commissioner for Patents. When an
amendment is filed in a pending application presenting
claims for the purpose of interference with a patent
involved in a reexamination proceeding, the owner of
the patent must be notified (see 37 CFR 1.607(d). The
applicant must identify the patent under reexamina-
tion with which interference is sought. The claims
may be rejected on any applicable ground, including,
if appropriate, the prior art cited in the reexamination
proceeding. Prosecution of the application should
continue as far as possible, but if the application is
placed in condition for allowance and still contains
claims which interfere with the patent under reexam-
ination, further action om the application should be
suspended until the reexamination proceeding is termi-
nated. See also § 2284.

Form Paragraph 11,15,
PATENT CLAIMS UNDERGOING REEXAMINATION

This application contsins claims which conflict with the claims of
U.S patent No. [1], now involved in a reexsmination proceeding.

Prosecution in this applicstion is SUSPENDED UNTIL TERMI-
NATION OF THE REEXAMINATION PROCEEDING.

Applicant should inguire as to the status of this spplication six
months from the date of this letter.

Examiner Note:

. MANUAL OF PATENT EXAMINING PROCEDURE

" exactly. or. gub-
applicant shall

::_"xdenufy ‘the" patent and ithe .number..of . the. patent
" claim, unless the: claim:is presented in: responsc to a
-suggestion by the examiner.”’ X

This requu'ement of 37 CFR 1607(c) applm ‘t0

--claims presented in an appl:catlon at' the time of filing

as well ag to claims presented in an’ amendment to a
pending application.  If  an " applicant, attomey, or
agent presents a claim corresponding exactly or sub-
stantially to a patent claim without complying with 37
CFR 1.607(c) the examiner may be led into making an
action different from what would have been made
had the examiner been in possession of all the facts.
Therefore, failure to comply with 37 CFR 1.607,
when presenting a claim correspondmg to a patent
claim, may result in the issuance of a requirement for
information as to why an identification of the source
of the claim was not made

The examiner should require the apphcant to supply a
full identification of the copied patent claims by using
Form Paragraph 11.10.

Form Paragraph 11.10,
FAILURE TO IDENTIFY SOURCE OF PATENT CLAIMS

Claim ( ) of this application has apparently been copied from a 11.S.
patent without being suggested by the examiner. The patent
number and the number of the copied clzim have not been properly
identified. 37 CFR 1.607(c).

Applicant is required to identify the patent and ciaim numbers and
supply information explaining why a complete identification of the
copied patent claim(s) has not been presented. Following appli-
cant’s response to this requirement or the abandonment thereof, the
application will be forwarded by the examiner to the Office of the
Assistant Commissioner for Patents for appropriate review as noted
under 37 CFR 1.607(c).

APPLICANT 1S REQUIRED TO RESPOND TO THIS RE-
QUIREMENT WITHIN ONE MONTH FROM THE DATE OF
THIS LETTER TO AVOID ANY QUESTION OF ABANDON-
MENT.

Ezsminer Note:

The primary examiner must refrain from commenting as 1o the
reasons for applicant’s failure to disclose the U.S. patent identifi-
cation.

After the applicant’s response or abandonment of the
application, the examiner is required to “notify the
Commissioner of any instance where an applicant fails
to identify the patent” under 37 CFR 1.607(c). The
examiner’s notification should be in the form of a
memorandum directed to the Office of the Assistant
Commissioner for Patents. The memorandum must be
accompanied by the application and a copy of the
patent from which the claim(s) was copied.
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'soon as an. apphcant attempts to provoke an mterfer-
“ence with the patent so that the patentee can preserve
the invention records from the moment the notice is
received until the time, in some instances many years
later, when the interference is ultimately declared be-
tween the patentee and the applicant.

' Form Paragraphs 11.19 and 11.20 should be used to

notify the patentee.

Form Peragraph 11.19
WOTICE TO PATEWTEE, INTERFERENCE SOUGHT

You are hereby notified under 37 CFR 1.607(d) that an applicant is
secking to provoke an interference with your patent No. [1].

The Menmy of the applicant will not be disclosed unless an mter-
fevence is declared.

If g final decision is made not to déélaré an mterfereﬁce, 2 notice to
that effect will be placed in the patent file and will be sent to the
patentee.

If an interference is declared, notice thereof will be made under 37
CFR 1.611.

Form Pazagroph 11.20

NOTICE TO PATENTEE,
CLARED

Wotice was communicated to you under 37 CFR 1.607(d) on [I]
that an spplicant was seeking to provoke an interference with your
U.8. patent No. [2].

A fingl determination of this issue has resulted in a decision not to
declere an interference.

No isquiries regasding the identity of the applicant will be enter-
tained.

INTERFERENCE NOT DE-

Ezaminer Note:

Tn bracket 1, insert the date of mailing of the earlier notice that
claims had been copied from that patent.

It is anticipated that patentees may make inquiries
as to the status of the applicaticn after the first notifi-
cation has been received. Since the group having re-
sponsibility for the application will be indicated on
the letter and the letter will not contain any informa-
tion pertaining to that application, it will be necessary
for each patent examining group to establish and
maintain some type of permanent record. The type of
permanent record is left to the discretion of the group
director. This permanent record must be independent
of the application file and the patented file in order to
provide adequate information for patentee inquiries
relative to non-receipt of either a second notice or a
notice of declaration of interference either before or
after either is mailed from the Patent and Trademark
Office. Additionally, the permanent record must asso-

'graph .1419) 18 prepared @ person ‘in ithe: group
ion over the. appllqatxon attemptmg to

f ﬁnal decm n' 1s made that no mterference will be de-

‘ clared, a pnmaty exam ner wxll prepare and sign a 37
'CFR 1.607(d)’ notxce (Form paragraph 11.20).
" The ‘original of thls notice is entered of record in
the patented ﬁle, one copy is sent to_ the | patentee, and
another entry is made in the permanent record for 37
CFR 1.607(d) notices. If an interference is to be insti-
tuted, the declaration of interference notice will be
sent by an exammer-m-chlef and no additional form
will be sent by the exammer o

ALTHOUGH THE PERMANENT RECORD
FOR SECTION 1.607(d) NOTICES INCLUDES
IDENTIFICATION BOTH OF THE PATENT
'AND = APPLICATION; - THE '~ PATENTEE
CANNOT AND SHOULD NOT BEGI-VEN ANY
INFORMATION. CONCERNING THE PARTY
OR APPLICATION ATTEMPTING TO PRO-
VOKE AN INTERFERENCE UNLESS AND
UNTIL AN INTERFERENCE IS DECLARED. 35
U.S.C. 122

2308 Interference Between an Application and a
tPRgt?]\t' Prima Facie Showing by Applicant

37 CFR 1.608 Intesference between an application and a patent;
prima facie showing by applicans. (a) When the earlier of the filing
date or effective filing date of an application is three months or less
after the earlier of the filing date or effective filing date of a patent,
the applicani, before an interference will be declared, shall file an
affidavit alleging that there is a basis upon which applicant is enti-
tled to a judgment relative to the patentee.

(b) When the earlier of the filing date or the effective filing date
of an application is more than three months after the earlier of the
filing date or the effective filing date under 35 U.S.C. §120 of a
patent, the applicant, before an interference will be declared, shall
file (1) evidence which may consist of patents or printed publica-
tions, other documents, and one or more affidavits which demon-
strate that applicant is prima facie entitled (o a judgment relative to
the patentee gnd (2) an exp!anauon stating with particularity the
basis upon which the applicant is prima facie entitled to the judg-
ment. Where the basis upon which an applicant is entitled to judg-
ment relative to a patentee is priority of invention, the evidence
shall include sffidavits by the applicant, if possible, end one or
mare corroborating witnesses, supported by documentary evidence,
if available, each setting out a factual description of acts and cir-
cumstances performed or observed by the affiant, which collective.
ty would prima facle entitle the spplicant to judgment on priority
with respect (o the carlier of the filing date or effective filing date
of the patent. To facilitate preparation of & record (§ 1.653 (g) and
(h)) for final bearing, an applicant should file affidavits on paper
which is 8% x 11 inches (21.8 by 27.9 em.). The significance of any
printed puohcatlon or other document which is self-authenticating
within the meaning of Rule 902 of the Federal Rules of Evidence
or § 1.671(d) and any patent shall be discussed in an affidavit or the
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to the extent of determmmg whether a basis upé& ’p
~Eaiit: would be entited o a Judgment rélative 1o 'the’ Patente 4s al-
'kmdam,lfahmwalkged.mnmeﬁmmhdechrﬁ.~ :

an apphcant seekmg to provoke an interference 3
patent to submit evidence which’ dcmomtrates
‘the applicant is prima ' facie entitled to'a jo
ative to the patentee. Evidence would be submitted
only when the earlier of the ﬁlmg date or effective
filing date of the application is. more than three
months after the earlier of the filing date or effective
filing date under 35 U.S.C. § 120 of the patent. The
evidence may relate to patentability and need not be
restricted to priority. When the evidence (1) consists
of prior printed publications and patents and (2)
shows that the claims of the application are not pat-
entable, the claims in the application would be reject-
ed and the applicant could file a request for reexam-
ination of the patent.

2308.01  Patent Has Filing Date Eu'her thnn Ap-
plication [R-2] -

When an apphcant attempts to provoke an interfer-
ence with a patent, the examiner must determine the
effective filing dates of the application and of the
patent. In determining the effective filing date of the
patent, only the patent’s effective United States filing
date will be considered. Any claim of foreign priority
by the patentee under 35 U.S.C. 119 will mot be taken
into account when determining whether or not an in-
terference should be declared, in order to be consist-
ent with the holding in In re Hilmer, 359 F.2d 859,
149 USPQ 480 (CCPA 1966) to the effect that the ef-
fective date of a United States patent as @ reference is
not affected by the foreign filing date to which the
patentee may be entitled under 35 U.S.C. 119. If the
patentee is determined to be entitled to the benefit of
a prior United States application as to claimed subject
matter involved in the interference, that application
must be listed on the PTO-850 form (see § 2309).

If the effective date of the applicant is three months
or less later than that of the patented application, the
applicant must submit an affidavit or declaration al-
leging that there is a basis upon which applicant is en-
titled to a judgment relative to the patentee, 37 CFR
1.608(a). The affidavit or declaration may be made by
persons other than the applicant. See § 715.04.

If the effective filing date of the application is more
than three months afier the effective filing date of the
patent, 37 CFR 1.608(b) requires that the applicant
must file (1) evidence, such as patents, publications
and other documents, and one or more affidavits or
declarations which demonstrate that applicant is
prima facie entitled to a judgment relative to the pat-
entee, and (2) an explanation stating with particularity

“USC! 102(e)/103 %
‘_!thertejectxon that the' patent. cannot be .oV

1. 608(a) or evndence ‘and an explanatl
CFR '1.608(b) (as appropnate) ‘must be.S 01
it should be stated, if appl:cable, that the patentee has
been accorded the benefit of an earher U.Ss. appllca-
tion.

If the applicant does not agree that he or she is
claiming the same invention as the patent, and files an
affidavit under 37 CFR 1.13], the rejectlon should be
repeated and made final. The rejection should specify
what the count or counts of the interference between
the application and the patent would be. If the appll-
cant still disagrees with the examiner, the rejection
may be appealed to the Board of Patent Appeals and
Interferences, and the question of whether the appli-
cation and the reference patent are claiming the same
invention may be argued on appeal, inasmuch as the
37 CFR 1.131 affidavit cannot be considered unless
the applicant is found to be claiming an invention
which is patentably distinct from that claimed in the
patent. See In re Hidy, 303 F.2d 954, 133 USPQ 650
(CCPA 1962) and In re Clark, 457 F.2d 1004, 173
USPQ 359 (CCPA 1972).

2308.02 Showing Under 37 CFR 1.608(b) [R-2]

The showing under 37 CFR 1.608(b) must be such
as to show that the applicant is prima facie entitled to
a judgment relative to the patentee. Since 35 U.S.C.
135(a), as amended by Public Law 98-622, now gives
the Board of Patent Appeals and Interferences juris-
diction in an interference proceeding over questions
of both priority and patentability, the 37 CFR
1.608(b) showing need not attempt to show prior in-
vention by the applicant, but may instead demonstrate
that the applicant would be entitled to a judgment
against the patentee on a ground of .unpatentability
(as, for example, that the claims of the patent which
will correspond to the count or counts are unpatenta-
ble over prior art or prior public use, or that the
patent does noi comply with 35 U.S.C. 112).

An applicant in preparing affidavits or declarations
under 37 CFR 1.608(b) to provoke an interference
with a patentee whose effective U.S. filing date ante-
dates the applicant’s by more than three months,
should have in mind the provisions of 37 CFR 1.617,
and especially the following:

i. That after these affidavits or declarations are
forwarded by the primary examiner for the declara-
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‘INTERFEREMQE FAEAT

' twn oﬁ an; unerfcrence theyﬁ will:be xamlmd b' an’

hat appkcant wounld. pr;ma facw be: entltlea toa judg-
-ment relative to: the ‘patentee, an.order: will be. issued

tconcurrently wnth the notice of interference;. zrequiring
-applicant . to - show -cause: why. summary judgment
;should not be entered. ;against the applicant. . ...

R N Addmonal evidence in response .to-such order
wnll not be consxdered unless Justified by.a, showmg
under the provxs:ons of 37 CFR 1 617(0) If the. appli-
cant responds, the applicant must serve the patentee
and any other opponents with a copy. of the original
showing under 37 CFR 1.608(b) and of the response,
and they will be entitled to present their views with
respect thereto (37 CFR 1.617(d)).

4. All affidavits or declarations submitted must
describe acts which the affiants performed or ob-
served or circumstances observed, such as structure
used and results of use or test, except on a proper
showing as provided in 37 CFR 1.608(b). Statements
of conclusion, for example, that the invention of the
counts was reduced to practice, are generally consid-
ered to be not acceptable. It should also be kept in
mind that documentary exhibits which are not self-au-
thenticating must be authenticated and discussed with
particularity by an affiant having direct knowledge of
the matters involved. However, it is not necessary
that the exa~* date of conception or reduction to
practice be revealed in the affidavits, declarations, or
exhibits if the affidavits or declarations aver observa-
tion of the necessary acts and facts, including docu-
mentation when available, before the patentee’s effec-
tive filing date. On the other hand, where reliance is
placed upon diligence, the affidavits or declarations
and documentation should be precise as to dates from
a date just prior to patentee’s effective filing date. The
showing should relate to the essential factors in the
determination of the question of priority of invention
as set out in 35 U.S.C. 102(g).

5. The explanation required by 37 CFR 1.608(b)
should be in the nature of a brief or explanatory re-
marks sccompanying an amendment, and should set
forth the manner in which the requirements of the
counts are satisfied and how the requirements for con-
ception, reduction to practice or diligence are met, or
otherwise explain the basis on which the applicant is
prima facie entitled to a judgment,

6. Published decisions of the Court of Customs
and Patent Appeals and the Board of Patent Interfer-
ences concerning the quantum of proof required by
an applicant to make out a prima facie showing enti-
tling the applicant to an award of priority with re-
spect to the filing date of a patent so as to allow the
interference to proceed, 37 CFR 1.617(a), second sen-
tence, include Kistler v. Weber, 412 F.2d 280, 162
USPQ 214 (CCPA 1969); Schwab v. Pittman, 451
F.2d 637, 172 USPQ 69 (CCPA 1971); Murphy v.
Eiseman, 166 USPQ 149 (Bd.Pat.Int. 1970); Golota v.
Strom, 489 F.2d 1287, 180 USPQ 396 (CCPA 1974);
Horvitz v. Pritchard, 182 USPQ 505 (Bd.Pat.Int. 1974);
Azar v. Burns, 188 USPQ 601 (Bd.Pat.Int. 1975) and

“‘37 CFR 1.608(b) is made by an

filed, " the “examiner
whether the apphcant

(CCPA 1976).

~:As noted, above, the: evaluation; of; ghwp,\ying;wr
However, when a showing under 37 CFR 1.608(b) is
must . inspect, .&detcrmme
,telymg upon pnor invention
he:showing: If the
nexanimer should

or unpatentability-as::a basis for:t
applicant alleges prior invention,

. merely determine that at least one_date prior .to the
.effective filing date .of the patent is alleged; if so, the

examiner should proceed to institute the interference
as described in'§ 2309. If the showing i§ based on al-
leged unpatentablhty of the patent claim or claims,
the examiner should determine whether any ground
of unpatentability ‘alleged is such that it would also
apply to the applicant; for example, if the applicant al-
leges that the claims of the patent are statutorily
barred by a reference which would also be a bar to
the applicant. If the examiner finds that an alleged
ground of unpatentability would -also apply to the ap-
plicant, the interference should not be declared and
the applicant’s claims which are drawn to the same
invention ss the claims of the patent should be reject-
ed on this -admission of unpatentability, without
regard to the merits of the matter. Compare Ex parte
Graill, 202 USPQ 701 (Bd.App. 1978). Although the
applicant may wish to contest the question of whether
the common invention is patentable to the patentee,
an interference cannot be declared unless the common
invention is patentable to the applicant. Hilborn v.
Dann, 546 F.2d 401, 192 USPQ 132 (CCPA 1976). If
the alleged unpatentability is based on patents or
printed publications, the applicant may still be able to
file a request for reexamination of the patent under 35
U.S.C. 302.

2308.03 Patent has Filing Date Later Than Ap-
plication [R-2]

Although a patent which has an effective U.S.
filing date later than the effective filing date of an ap-
plication is not prior art against that application, the
application should not be issued if the application and
patent contain claims to the same patentable inven-
tion. In order to avoid the issuance of two patents to
the same patentable invention, the examiner should
«ake steps to institute an interference between the ap-
plication and the patent.

If the application contains at least one allowable
claim drawn to the same patentable invention as at
least one patent claim, the examiner may initiate the
interference by proceeding as described in § 2309. If
the application does not contain such an allowable
claim, such a claim should be suggested to the appli-
cant, as described in § 2305.

If the application discloses, but does not claim, an
invention claimed in the patent, so that a patent could
be granted to the applicant without an interference
proceeding, the patent should only be cited to the ap-
plicant. The applicant can then determine whether to
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fckred,the&xmet:&ullforwudtomtm
- (e} All relevant application and; pazem ﬁ!amd
(b) A statement idengifying: .. o
‘(1) The proposed count or coums. ,
' Q)Tbeclmmsofmyapplmmmpaemwhwhcorrespond
mmhcommmgwhethctthec!meoﬂwpmdemdyor
substantially o esch count; -
(S)Wclmmmyapplmm wmcharedeenwdbytbeex-
aminer 10 be patentable over any count; and
(4) Whether an applicant or patentse s entitled to the benefit
of the filing date of an earlier applicetion aud, lrm,sufﬁcaemn
formation to identify the easiier application.

Section 1.609 sets forth what an examiner shall for-
ward to the Board when an interference is declared.
For the most part, § 1.609 continues previous practice.
However, under § 1.609(b}{3), the examiner must
identify all claims in an application which the examin-
er believes are patentable over the proposed counts.
Thus, a claim in an application will either correspond
to & count or will be indicated zs being patentable
over the count. For instance, in Example 3, § 2309.01,
the examiner must indicate that (1) cleims { and 2 of
application E and claims 11 and 12 of application F
correspond to the count and (2) claim 3 of application
E defines a separate patentable invention from the
count.

230901 Formulstion of Counts [R-2]

Before preparing the “Interference-Initial Memo-
random® (Form PT0O-850), the examiner must deter-
mine precisely what the count or counts of the inter-
ference will be. Unlike previous practice, under the
revised rules (37 CFR 1.601-1.688) the question of
whether the interference involves a patent is essential-
ly irrelevant to the formulation of the counts.

In formulating the coumt or counts, the examiner
must decide two interrelated questions: (1) how many
counts will there be, and (2) what will the scope of
each count be. The following principles should be
kept in mind:

i. Each count must be drawn to a separate pat-
entable invention, that is to say, the invention defined
in each count must not be the same as, or obvious
over, the invention defined in any other count. How-
ever, a count may properly be included if it is unob-
vious over another count, even though the reverse
might not be true. For example, 2 count to a species
and & count to & genus might properly both be includ-
ed in the interference if the species is patentable over
the genus, even though the genus might not be pat-
entable, given the species.

It is expected that most interferences will involve
only one count or & very small number of counts, in
view of the requirement of separate patentability.

2, A count should normally be sufficiently broad
as to encompass the broadest corresponding patent-
able claim of each of the parties. However, a situation

MANUAL OF PATBNT EKAM!NING PROCEDURE

“claim whlch recna the addmonal mventlon
; that 37 CFR I 606 prowdes that_a countfma‘ (

“cant's corresponding‘ claim mcludf_
t"common inventmn, but 5o’ aniothes

which' ‘corfesponds” to xt, this

.substltutxon of 'a count whnch is” “harrower than 'the

patént ‘claim,” as the’ rcsult of a prehmmary motlon
under 37CFR L 633(c) e
3. A count may ‘not be s0. ‘broad as to be unpaten-
table over prior art. "If a count cannot be made suffi-
ciently broad in scope as to embrace the broadest ¢
responding patentable claims of the parties witho.
being unpatentable, that would mdlcate either that the

_parties’ correspondmg claims are unpatcntable or per-

haps, if the parties’ claims do not overlap, that they
are drawn to two separately patentable inventions and
there is no interference in fact between them.

The following examples lllustrate how counts
should be formulated. An examiner-in-chief should be
consulted in unusual situations which do not fit any of
the examples.

Example I: Application A contains patentable claim l (engme)
Application B contains patentable clzim 8 (engine). If an interfer-
ence is declared, there will be one count {engine). Claim 1 of ap-
plication 4 and clasim & of application B would be designated to
correspond to the count.

Example 2: Application C contains patentable claims 1 (engine)
sad 2 (G-cylinder engine). Application D contains patentable
cleim 8 (engine). An engine and a 6-cylinder engine define the
same patentable invention. If an interlerence is declared, there
will be one count (engine). Claims { and 2 of application € and
claim 8 of application I would be designated to correspond to
the count.

Example 3: Application E contsins patentable claims 1
(engine), 2 (G-cylinder engine), and 3 (engine with a platinum
piston). Application F contains patentable claims 11 (engine) and
12 (8-cylinder engine). Claims 1 and 2 of application E and
claims 11 and 12 of application F define the same pateatable in-
vention. Claim 3 of application E defines a separate patentable in-
vention from claims 1 and 2 of application E ard claims 11 and
12 of application F. If an imterference is declared, there will be
one count (engine). Claims 1 and 2 of Application E and claims
11 and 52 of application F would be designated to correspond to
the count. Claim 3 of application E would not be designated to
correspond (o the count.

Example 4: Agpplication G contsins patentable claims |
(engine), 2 (6-cylinder enmne), and 3 (engine with a platinum
piston), Application H contains patentable claims 11 (engine) and
15 (engine with a platinum piston). Claims 1 and 2 of application
G snd claim 11 of application H define the same patentable in-
vention. Claim 3 of application G and claim 15 of application H
define 8 separate patentable invention from claims 1 and 2 of ap-
plication G and claim 11 of application H. If an interference is
declased, there will be two counts: Count | (engine) and Count 2
(engine with a platinum piston). Claims | and 2 of application G
and claim 11 of application H would be designated to correspond
to Count 1. Claim 3 of application G and claim 15 of application
H would be designated to correspond to Count 2,

Example 5; Application J contains patentable claims 1 (engine),
2 (combination of an engine and a carburetor) and 3 (combination
of an engine, & carburetor, and a catalytic converter). Applica-
tian K contains patentable claims 31 (engine), 32 (combination of
an engine and a carburetor), and 33 (com* 1ation of an engine, a
carburetor, and an sir filter). The engne, combination of an
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destgnated as. cor:espondmg ‘

cample 6: The PTO 'will céntinue to follow :Waldeck Leivir.

B b USPQ 88 {Comm'r.Pat. 1955). pplication’ L’ contairis’ patent-

-+ able: claigs 1 (Markush: group ‘of benzene o toluene), 2 (ben-

- L zene),; md 3.(toluene). Application M countsins patentable; claims
i 1) (benzene). Benzene and toluene define. the same. patentable in-

) . If an xn(erference is declared there will be one count
~(Markush group of benizené of toluene). Claims 1, 2 ind '3 of ap-

- - plication’L: 2nd claim: 11 ofapphcauonMwwldbedwgnatedto
- correspond 0 the count.

Example 7: Application N comams patennble claun 1 (ben-
zene) Application' P contains patentable ¢laim 11 (xylene) Ben-
zene and xylene define the same patentzble invention, If an inter-
ference is declared; there will be one count (benzene or xylene).
Clagim 1 of application N and claim 11 of application P would be
designated to correspond to the count.

Example 8 Application Q contains patentable claims 1 (Mar-
kush group of benzene or chloroform), 2 (benzene), and 3 (chlo-
roform). Application R contains patentable claim 33 (benzene). If
beunzene mdeh&orol’orm define the seme patentable invention and
an. interference is declared, there will be one count (Markush
group of benzene or chioroform). Claims 1, 2 and 3 of applica-
tion €} and claim 33 of application R would be designated t6 cor-

' req)md to the count. If chloroform defines a separate patentable

invention from benzene and an interference is declared, there will
be one count (benzene). Claims 1 and 2 of application Q and
clgim 33 of application R would be designated to correspond to
the count. Claim 3 of application Q woqu not be designated to
correspond to the count.

Example 9: Application S contains -claims 1 (Ma:-
kush group of benzene or chioroform), 2 (benzene), and 3 (chlo-
roform). Application T contains patentsble claims 11 (Markush
group of benzene or chlosoform), 12 (benzene), and 13 (chioro-
form). If benzene and chloroform define (he same patentsble in-
vention and an interference is declered, there will be one count
(Markush group of benzene or chloroform). Claims 1, 2 and 3 of
application S and claims 11, 12 and 13 of application T would be
designated to correspond to the count. The PTO will continue to
adhere to Becker v. Patrick, 47 USPQ 314 (Comm'r.Pat. 1939).
An interference can have two counts only if one count defines a
separate patentsble invention from another couat. If chloroform
defines a separate patentable invention from benzene and an in-
terference is declared, there will be two counts: Count 1 (ben-
zene) and Count 2 (chloroform). Claims 1 and 2 of application S
and claims 11 and 12 of application T would be designated to
correspond to Count 1. Claims I and 3 of application S and
claims 11 and 13 of application T would be designated to corre-
spond to Count 2.

Example 10: Patent A contains claim I (engine). Application U
contains patentable claim 11 (engine). If an interference is de-
clare, there will be one count (engine). Claim 1 of patent A and
claim 11 of application U would be designated to correspond to
the count,

Example 11: Patent B contains claims | (engine) and 2 (6-cylin-
der engme) Applicstion V containg patentable claim 8§ (engme)
An engme and 8 G-cylinder engme define the same patentable in-
vention. If an interference is declared, there will be one count
(engine). Claims 1 and 2 of patent B and claim 8 of application V
would be designated to cotrespond 10 the count.

Example 12: Patent € contains claims 1 (engine) 2 (6-cylinder
engme). and 3 (engine with a plstinum piston). Application W
contsing patentable claims 11 (engine) and 12 (8-cylinder engine).
Claims 1 and 2 of patent C and claims 11 and 12 of application
W define the same patentable invention. Claim 3 of patent C de-
fines a separate patentable invention from claims [ and 2 of
patent C and claims 11 and 12 of application W, If an interfer-
ence is declared, there will be one count (engine). Claims I and 2
of patent C and claims {1 and 12 of application W would be des-

platinom: )5
o) (engme) and. 15 (engme with:a: plat-
and 2.of; pnent D and: chun ll :of spplica-

... and claim 15 of: apphcaoon X. deﬁne 2 sepmte patenmble inven-
..+ tion from:claims 1.and 2 of patent; D and-claim 11 of application
.- X+ If an interference is;declared; there. will-be: two Counts: Count
-1 {engine) and Count 2 (engiue: with s platinum piston). Claims 1
s vivand. 2 of patent: B -and claim 11 :of: application X would be desig-
- aated to.correspond to' Count. 1. Claim /3 -of patent D and claim
15 of nppllcnnon X would be dungnated to correspond to Coum
2.

Example 14; Patem E conwns claims l ‘(Markush group of

" ‘benzene OF toluene). 2 (benzene), and' 3 (toluene) Apphcauon Y

contains patentable ‘claim” 11 (benzene) Benzene ‘and toluene
define the same patentable ifivention;: I an “interference is de-

‘clared; thére will be one count (Markush group of benzene of

toluene). Cliims 1, 2 and 3 patent E and claim 11 of application
Y would be designated to correspond to the count,

Example 15; In this example, the claims of patent E and appli-
cation Y in Example 14 are reversed. Patent E contains claim 1
(benzene). Application Y contains patentable claims 11 (Markush
group. of benzene or toluene), 12 (benzene). and 13 (toluene). If
an interference is. declared, the count will be the same as the
count in Example 14—Markush group of benzene or tolulene).

‘Claim 1 of patent E and claims 11, 12 and 13 of application Y
would be deﬂgnated to corrupond to the count.

Emmple 16: The PTO will continue to follow cases such s
Ca.se v. CPC International Inc, 730 F.2d 745, 221 USPO 196
(Fed. Cir. 1984), cert. demied; . 108 S.Ct. 233, 224 USFQ 736
(1984); Aeiony v. Arni, 547 F.2d 566, 192 USPQ 486 (CCPA
1977); and Nitz v. Ehrenreich, 537 F.2d 539, 190 USPQ 413
(CCPA 1976), and declare interferences where inter{ering patent
and application claims are mutually exclusive provided the claims
define the same patentable invention. Patent F contains claim 1
(benzene). Application Z contains patentable claim 11 (aylene).
Benzene and xylene define the same patentsble invention. If an
interference is declared, there will be one count (benzene or
sylene). Claim 1 of patent F and claim 11 of application Z would
be designated to correapond to the count.

Example 17: 1t will be the practice of the PTO under 37 CFR
1.606 to initially declare interferences with counts which are
identical to or broader than patent claims which correspond to
the counts. A single patent cleim would be presumed, subject to
2 motion under 37 CFR 1.633(c), not to define separate patent-
sble inventions. Patent G contains claims 1 (Markush group of
benzene or chloroform), 2 (benzene), and 3 (chloroform). Appli-
cation AA contains patentable claim 33 (benzene). If en interfer-
ence is declared, initially it will be presumed by the PTQ, subject
to a later motion under 37 CFR 1.633(c), that benzene and chlo-
roform define the same patentable invention. There will be one
count (Markush group of benzeme or chloroform). Claims 1, 2
and 3 of patent G and claim 33 of application AA would be des-
ignated to correspond to the count. If a party believes benzene
and chioroform define separate patentable inventions, that party
could file 8 motion under 37 CFR 1.633(c) to redefine the count
and the claims corresponding to the counts.

Example 18: Patent H contains claim 1 (Markush group of ben-
zene or chloroform), 2 (benzene), and 3 (chloroform). Applica-
tion AB containg patentsble cleims 11 (Markush group of ben-
zene of chloroform), 12 (benzene), and 13 (chloroform). Benzene
and chloroform initislly would be presumed, subject to & motion
under 37 CFR 1.633(c), to define the same patentable invention,
because they are recited as e Merkush group in a single patent
claim. If an interference is declased, there will be one count
(Markush group of benzene of chloroform). Claims 1, 2 and 3 of
patent H and claims 11, 12 and 13 of application AB would be
designated to correspond (o the count. If a party believes ben-
zene and chioroform define separate patentable inventions, the
perty could move under 37 CFR 1.633(c) to substitute a count
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W is the:same: -paténtable: invention’ as @ method ofmnng
, aadhmmg. Under current ice; it would:be: said that “grind-
. -ring” is aw “immaterial”:limitation in claim § of petent J. Under 37
..~CFR 1.606; the fact application AC. does ‘ot disclose. grinding
- would not preclude an intérference. If an'interference is declared,
there will be one count: (method of mining and heating). Claim 1
of patent § and claim 8 of apphcamon AC would be dwgnated to
cosrespond to.the count.
20: The facts in thzseumpleaxethememEmp!e
8. Assume that apphcant AB believes that beazene and choloro-
form define separate. patentable inventions. Applicant AB would
file 2 motion under § 1.633(cX1) to substitute Count 2. (benzene)
for Count § (Markush group of benzene or chloroform) and add
Count 3 (chloroform). If the examiner-in-chief grants the motion,
the interference would be redeclared by deleting Count | and
substituting in its place Counts 2 and 3. Claims I and 2 of the
patent H and claims 11 and 12 of application AB will be desig-
nated to correspond to Count 2, Claims | and 3 of petent H and
claims 11 and 12 of application AB will be dmgnated to corre-
spond to Count 3. If one party proves priority with respect ¢
both benzene and choloroform, that party would be entitled to
al!cfamsmmappimmorgmemmespoudmgmmmz
and 3. Themhefpaﬂywmldnmbcenmedmaweatmum
ing amy claim corr to Counts 2 and 3. I patentee H
prweapnomywuh respect to benzene end applicant AB proves
peiosity with respect to choloroform (issuming there was no
mramdﬂfwhunngmzhrwpmwthewmkdw
tinctness of benzene and chloroform), the judgment will provide
thmmmﬂwnmmnﬁedmamtmtbchmlmaiJ
bat is entitied to & patent with claine 2 and that applicant AB is
%ot entitled to a patent with cleims 11 and 12, but is entitled to a
patent with claim 13. If an issue is properly raised at fins! hearing
8s o whkether benzene and chloroform sve the same patentable
mvemmmdtheﬂoudhoﬁd&ﬁmmeymmemepmzble
invention, the parly proving the earlisest priority @3 to either ben-
zene or chloroform would prevail as to all cleims. Thus, if pat-
entee H invented benzene before applicent AB invented benzene
or chioroform, patentee H would Ye entitled to a patent contain-
ing claims § through 3 even if appticant AB invented chloroform
before patentee H invented chloroform. Applicant AB would not
be entitled to 2 patent with claims 11 through 13.

230902 Preparation of Papers—Initial Memo-
randum [R-2]

The only paper prepared by the examiner is the Ini-
tial Memorandum (Form PTO-850 Revision Y8s or
later) addressed to the Board of Patent Appeals and
Interferences which provides authorization for prepa-
ration of the declaration notices. The latter papers are
prepared in the Service Branch of the Board.

A sample of a filled-out Form PTO-850 is shown
below.

A separate form is used for each count of the inter-
ference. The form need not be typed unless the count
is not identical to any claim of any of the parties. If
the count is identical to a claim of one of the parties,
the number of that claim is circled. If the count is not
identical to any claim of any the parties, the count
should be typed in the space provided on the form
(an additional plain sheet may be attached if needed).

The files to be included in the interference should
be listed by last name (of first listed inventor if appli-

' MANUAL OF PATENT.EXAMINING PROCEDURE

LT pit :
_ularly unportant to: llst all. mtermedlate appllcatlons
- IECEssary: 10 - prowde contmulty

‘ earliest benefit. ‘applic 60

beneﬁt of the ﬁlmg‘date of one
ounts, the

pendencyi"to the

"An applicant will be accorded. the Vbeneﬁt of.a for-

1elgn application on the Form PTO-850:and. declara-

tion notices only if the papers’ requlred by 37 CFR
1.55, mcludmg a ‘sworn’ translatxon, have been filed

and the pnmary examiner has determined that the ap-

plicant is in fact entitled to the benefit of such appli-
cation. ‘A patentee may be accorded the benefit of the
filing date of a foreign application in the notice of in-
terference provided he has complied with the require-
ments of 37 CFR 1.55, has filed a sworn- translation,
and the primary examiner has determined that at least
one spcclm within the count involved in the intérfer-
ence is supported by the dlsclosure of the forengn ap-
plication. Note,. however, that a patentee should not
be accorded the benefit of a foreign application if an
application in the interference has an effective filing

date subsequent to the filing date of the forelgn appli-

cation. See § 2308.01.

The claims in each party’s case whnch correspond
and do not correspond to the count must be listed in
the spaces provided on the form. A claim corresponds
to a count if, considering the count as prior art, the
claim would be unpatentable over the count under 35
U.S.C. 102 or 103. If the examiner is in doubt as to
whether a party’s claim does or does not correspond
to a count, it should be listed as corresponding to the
count. If the party disagrees with this listing, a motion
may be filed under 37 CFR 1.633(c)(4) during the in-
terference to designate the claim as not corresponding
to the count.

Note that for each count, every claim in a party's
application or patent must be designated as either cor-
responding or not corresponding to the count. The
fact that a clasim may be under rejection does not
mean that it should not be designated. For every
claim of an application which is listed on the form,
the examiner must indicate whether or not that claim
is allowable by writing “(allowable)” or “(not allow-
able)” next to the claim number(s). At least one of the
claims designated as corresponding to the count must
be allowable.

If an involved case contains multiple dependent
claims, the examiner should be careful to indicate
which embodiments of each multiple dependent claim
correspond or do not correspond to each count. An
embodiment of a muitiple dependent claim should not
be circled on form PTO-850 as being the count, but
rather, the embodiment should be written out in inde-
pendent form in the space provided.
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~are more than 6 months apart) S e e e ‘ A , ,
*'Inmal Memotandu 1 1s forwarded Tlie exammer-m—
- 'When the: form of forms’are’ sngned they are for- “the’ mte erence is decldred, can then take

warded to the. Board of Patent Appeals and Interfer- “such “action as may be’ appropnate under 37 CFR
‘ences, togethet wnth B o L 613(b) .

0% BYO.BED ’ : ) !J S. DEPMTKNT OF COOMERCE
LAAL 'S PATENTM?MGFEE

INTERFERENCE—INITIAL MEMGHANDUM
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‘moved and sealed ip by the Setvzc: Branch of the
“‘Board of Patent Appeals and Interfcrenca and re-
tained with the interference.

Affidavits or declarations under 37 CFR 1. 131 and

1.608 are available for inspection by..an opposing = .

party to an interference after the preliminary motions

under 37 CFR 1.633 are decided. See 37 CFR
e accordmgly

1.612(b).
Affidavits or declarations in the file of a patent are

not removed, inasmuch as they have been available to

the public since the date the patent issued.

2309[%4 2]Rec0rd in Each Interference Complete

When there are two or more related interferences
pending in the Patent and Trademark Office, in order
that the record of the proceedings in each particular
interference may be kept separate and distinct, all mo-
tions and papers sought to be filed therein must be
titled in and relate only to the pamcular mterference
to which they belong, and no motion or paper can be
filed in any interference which relates to, or in which
is joined, another interference or matter affecting an-
other interference.

2399&5 Z}Comltaeieﬂ With Examiser-in-Chief

The examiner should consult with one of the exam-
iners-in-chief in any case of doubt or where the prac-
tice appears to be obscure or confused. In view of
their specialized experience they may be able to sug-
gest a course of action which will avoid considerable
difficulty in the future treatment of the case.

2309.06 Iunterfering Subject Matter in “Secrecy
Order” Cases [R-2]

37 CFR 5.3 Prosecusion of application under secvecy order; with-

holding patent. (b) An interference will not be declared involving

national applications under secrecy order. However, if an spplicant

whose apphcatm under secrecy order copies claims from an issued
patent, a notice of that fact will be placed in the file wrapper of the

patent. (See § 1.205(c)).

Since declaration of an interference gives immediate
access to applications by opposing parties, no interfer-
ence will be declared involving an application which
has s security status therein (See §§ 107 and 107.02).
Claims will be suggested so that all parties will be
claiming substantially identical subject matter. When
all applications contain the claims suggested, the fol-
lowing letter will be sent to all parties:

“Claims 1, 2, ete. (indicating the conflicting
claims and clmms not patentable over the applica-
tion under security status) conflict with those of
another application. However, the security status
(of the other application/ of your application)

' file. Also, in accordance with 37 CFR

p
.curity - typc” apphcatxon forthe. purpose; of; interfer-

ence with a patent s_hguld be placed in, the, patcnted

. 4607(d), the
patentee should be notified. The' question of an inter-
ference is taken up upon termination of the “security
status” of the application in which patent claims are
presented. The suggested notices should be modified

The notices should be sagned by the pnmary exam-
iner. The copy of the notice retained separately in the
examining group should, in addition, contain the iden-
tification of the appllcattons ang patents involved and
the mterfenng claims.

2310 Handling by Examiner-in-Chief [R-2]

37 CFR 1.610 A.:slgnmem of mlerﬁ:rem to examiner-in-chief, time
feriad for completing interference. (8) Each interference will be de-
clared by an examiner-in-chief who may enter all interlocutory
orders in the interference, except that only a panel consisting of at
feast three members of the Board shali (1) hear oral argument at
final hearing, (2) enter a decision under §§ 1.617, 1.640(c) or (e),
1.652, 1.656(i) or 1.658 or (3) enter any other order which termi-
nates the interference.

(b) As necessary, another examiner-in-chief may act in place of
the one who declared the interference. Unless otherwise provided
in this saction, at the discretion of the examines-in-chief assigned to
the interference, a panel consisting of two or more members of the
Board rmay enter interlocutory orders.

(c) Unless otheswise provided in this subpart, times for taking
action by a party in the interference will set on 8 case-by-case basis
by the examiner-in-chief assigned to the interference. Times for
taking action shall be set and the examiner-in-chief shall exercise
control over the interference such that the pendency of the inierfer-
ence before the Board does not normally exceed two years.

(&) An examiner-in-chief may hold a conference with the parties
to consider: (1) simplification of any issues, (2) the necessity or de-
sirability of amendments to counts, (3) the possibility of obtaining
admissions of fact and genuineness of documents which will avoid
unnecessary proof, (4) any limitations on the number of expert wit-
nesses, (5) the time and place for conducting & deposition
(& 1.673(g)), and (6) any other matter as may aid in the disposition
of the imerference. After a conference, the examiner-in-chief may
enter any order which may be appropriate.

(e The examiner-in-chief may determine 2 proper course of con-
duct in an interference for any situaticn not specifically covered by

his part.

Under §1.610, each interference will be declared
by an examiner-in-cheif. The examiner-in-chief enters
all interlocutory orders in the interference. As neces-
sary, another examiner-in-chief may act in place of
the examiner-in-chief assigned to the interference. At
the discretion of the examiner-in-chief assigned to the
interference, a panel of two or more examiners-in-
chief may enter an interlocutory order. The examiner-
in-chief will set times and control proceedings such
that pendency of the interference normally will not
esceed 24 months. Under § 1.610{(d), the examiner-in-
chief is authorized to hold conferences. Any confer-
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37 CFR I 611 Decla mn of uued'erence. (a) Nouoe of dechmtlon
of an interference will be sent to each party.

(b) When<a!notice of ‘declarition is: retuined 1o, the Patent ‘and
Trademark Office undelivered, or in any other circumstance where
appropriste; an examiner-in-chief may (1) send a copy of the notice
toe patentee ngmed in a patent involved in an interferemce or the
patentee’s assignee of record in the Patent and Trademark Office or
(2) order publication of an appropriate notice in the Official Gazette.

(c) The notice of declaration shall specify: ..

(1) the name and raldence of each party mvolved in the inter-
ference;

(2) the name and address of record of any attorney or agent of
record in any application or patent involved in the interference;

(3} the name of any assignee of record in the Patent and
Trademark Office;

{4) the identity of any application or patent involved in the in-
terference;

(5) where a party is accorded the benefit of the filing date of
en earlier application, the identity of the eatlier application;

(6) the count or counts;

(7} the claim or clsims of any application or any patent which

to each count; and

{8) the order of the parties.

(d) The notice of declaration may also specxfy the time for: [8)]
filing & preliminary statement as provided in § 1.621(z); (2) serving
notice that & preliminery statement has been filed &s provided in
Qlézl(b);md@)ﬁbngpnlﬂmmymwmonudbyylﬁn

he motions, and replies to the oppositions.

(e} Notwc may be given in the Official Gazerte that an interfer-
ence has been declared involving a patent.

Upon receipt of the Interference Initial Memoran-
dum (Form PTO-850) and the case files from the pri-
mary examiner, the interference is assigned to an ex-
aminer-in-chief, who is thereafter responsible for han-
dling it during its pendency before the PTO. Under
the revised rules, the examiner-in-chief has wide dis-
cretion as to what actions he or she may take, particu-
larly with regard to the setting of times, and in study-
ing the rules it will be noted that many of their provi-
sions are modified by a qualification such as “unless
otherwise ordered by sn examiner-in-chief.” There-
fore, it may well be that different examiners-in-chief
will follow somewhat different procedures in the
interferences assigned to them,.

PREPARATION OF DDECLARATION NOTICE

The papers necessary in declaring an interference
are prepared at the Board of Patent Appeals and
Interferences. The notices to the parties and the dec-
faration sheet are signed by the examiner-in-chief,
who declares the interference by mailing the notices
to the several parties to the proceeding. Thereafter
the applications and interference files are kept at the
Hoard where they are also recorded in a card index.

The fact that an application that has been made spe-
cial by the Commissioner becomes involved in an in-
terference does not entitle that interference to be
taken up out of turn. Strickland v. Glaser, 214 USPQ
549 (Comr. 1980). The parties may expedite the pro-
ceeding by taking action promptly when times are set,
and by requesting that certain time periods be re-
duced or eliminated.

-assngnee. An apprOpnate circumstance for ‘sending ‘an

;1%@»

mMu§!m‘

additional notice would be a situation where''a patent

:was issued on the basis of an-application filed. under
37 CFR 1.47.: The .matters_to: be. speclf ed:.in-a. notice
‘declaring an. interference. are set out in §:1.611(c): One

item to be set out is:the ‘‘order. of. the’ parties;”: mean-
ing the order in which the parties will take testimony.

‘The “order of the-parties” is a procedural tool. It in-

dicates .the “style” of the case—which. practitioners
are encouraged to .use. If there are two counts and
one party is ‘“‘senior”:as to one count and “junior” as
to another count, the party has the burden as proof as
to that count to which the party is “junior.” See
§ 1.657. Appropriate testimony periods will be set
(§ 1.651(b)) to accommodate differing burdens of
proof in cases where a party is “senior” on one count
and “junior” on another count.

If Jomnes is the junior party and Smith is the senior
party, the order of the parties is: Jones v. Smith. The
order of the parties may change as a result of the
granting of a motion under § 1.633 (d), (f), or (g).
Under § 1.611(d), the notice declaring the interference
may also set dates for filing preliminary statements,
notices that preliminary statements have been filed,
motions under § 1.633, oppositions to those motions,
and replies to the oppositions.

In setting the times for filing preliminary statements
and preliminary motions, the examiners-in-chief may
follow different procedures. Some may hold a tele-
phone conference with the lead attorneys to work out
times acceptable to all parties, while others may speci-
fy times in the declaration notices and state that those
times will be final unless a lead attorney requests by a
certain date that they be changed. In either event, the
times, once finally set, will not be changed except for
good cause shown. Any motion to extend time must
reach the examiner-in-chief before expiration of the
time period to be extended, and may not be granted
even if it i3 unopposed. Note that 37 CFR 1.645 spe-
cifically provides that “The press of other business
arising after an examiner-in-chief sets a time for taking
action will not normally constitute good cause.”

Once an interference is declared involving an appli-
cation, ex parte prosecution of the application is sus-
pended and the applicant need not respond to any
PTO saction outstanding as of the date the interference
is declared.

2312[RAZc]cm to Applications in Interference

37 CFR 1.612 Access to applications. (a) After an interference is
declared, each party shall have access to and may obtain copies of
the files of any application set out in the aotice declaring the inter-
ference, except for affidavits filed uader § 1.131 and any evidence
and esplanation under § 1.608 filed separate from an amendment.

(b) After preliminary motions under §1.633 are decided
(§ 1.640(b}), each party shall have access to and may obtain copies
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papcmm the files of my applwauon ldenuﬁed in the' noucc declar-
ing the interference. -, G E o

- Undes § L. 612, except for afﬁdavxts under §l 131
:and anyevidence: and -explanation’ under §'1:608(b)
filed separate from' an amendment, each party has
access to the file of: every othér party after an inter-
ference is declared. The files of applications and pat-
ents involved in an interference are maintzined in the
“Service Branch ‘of the Board of Patent Appeals and
Interferences for inspection and:copying. ‘Any expla-
nation which is filed as part of an amendmeént or an
amendment which discusses details contained in an af-
fidavit under §1.131 is not to be sealed under
€ 1.612(a). Thus, § 1.612(a) continues the practice dis-
cussed in AMoorman v. Martin, 103 USPQ 273
{(Comm’s. Pat. 1950) and Calvert, An Overview of In-
terference Practice, 62 ). Pat. Off. Soc’y. 209, 293
(1980). Under & 1.612(b), each party has access to an
opponent’s affidavit under § 1.131 or an opponent’s
evidence and esplanation under § 1.608(b) when a de-
cision is remdered on motions under § 1.633. Under
§ 1.612(c), a party is required to serve any evidence
and explanation under § 1.608(b) if an order to show
cause is issued under § 1.617(a) and the party responds
to the ceder under § 1.617(b). Under § 1.612(d), the
parties may agree to exchange copies of their respec-
tive files.

2313 Lead Attorney or Agent [R~2]

37 CFR 1.613 Lead attornay, same attorney repressuting different
parties in an interference, withdrawal of attorney or agent. (8) Each
party may be required to designate one attorney or agent of record

as the lead attorney or agent.

(b} The same atiorney or agent or members of the same firm of
attorneys or agends may not represent (wo cr more parties in an
interference except as may be permitted under this Chapter.

{c} An esamines-in-chief may make necessary inquiry to deter-
mine whether an attorney of agent should be disqualified from rep-
resenting 2 pasty in an interference. If an examiner-in-chief is of the
ommtwmawmymagmtshou!dbedmhﬁed the exam-
iner-in-chief shall refer the matter 1o the Commissioner. The Com-
missioner will make a final decision as to whether any attorney or

agent should be disqualified.

(&) Wo attorney or agent of record in an interference may with-
draw as attorney or agent of record except witl the approval of an
esaminer-in-chief and after reasonable notice to the party on whose

behalf the attorney or agent has appeared. A request 10 withdraw
45 attorney or agent of record in an interference shall be made by

motion (§ 1.635).

Under & 1.613(a), when a party has appointed more
than one attorney or agent of record, the party may
be required to designate a “lead” attorney or agent. A
“lead” attorney or agent is a registered attorney or
agent of record who is primarily responsible for pros-
ecuting an interference on behalf of a party and is the
individual whom an examiner-in-chief can contact to
set times and take other action in the interference.
Section 1.613(b) continues the practice of not permit-
ting the same attorney or agent to represent two or

MANUAL OF PATENT.EXAMIN!NG PROCEDURE

« (dy The 'partiés ‘at " any time" may‘agree Yo’ em:ﬁm“e« copies of

214 Jurisdiction Over Interference [R=2]

&) The Board-shall

37 CFR 1614 Jurisdiction. over. interferenc

,amxmc mud:cnon over: an mterfereuce when lhe mterference IS

declared under §-1.611.. -
(b} When the mterference is declumd the mterf nce ls 2 con-
tested case within the meamng of 35 U.S.C. §24 ‘
() The examiner shall have Junsdlctlon over any pendmg appli-
cation until the interference is declared. An examiner-in-chief,
where appmpmte, may for a lumted purpose restore Jurwdlctmn to
the examiner over any apphcauon mvolved in the mtctfetence

Section 1.614 specifies when the Board gains juris-
diction over an interference. The section also indi-
cates when an interference becomes a contested case
within the meamng of 35 U.S.C. §24. A remand to
the examiner is authorized and may be useful in cer-
tain situations, such as, when a party. -moves under
&1. 633(c) to add a proposed count which is broader
than any count in an interference. Altematlvely,
examiner-in-chief can obtain informal opinions from
examiners during the course of an interference. Noth-
ing in the rules, however, is intended to-authorize in-
formal conferences between an examiner-in-chief and
an examiner with respect to the merits of an applica-
tion before the Board in an ex parte appeal from an
adverse decision of the examiner.

Where an interference is declared all questions in-
volved therein are to be determined inter partes. This
includes not only the question of priority of invention
but all questions relative to the patentability to each
of the parties of the claims in issue or of any claim
suggested to be added to the issue.

Esxaminers are admonished that inter partes ques-
tions should not be discussed ex parte with any of the
interested parties and that they should so inform ap-
plicants or their attorneys if any attempt is made to
discuss ex parte these inter partes questions.

The interference is declared when the examiner-in-
chief mails the notices of interference to the parties.
The interference is thus technmically pending before
the Board of Patent Appeals and Interferences from
the date on which the notices are mailed, and from
that date the files of the various applications set out in
the notices are opened to inspection by the other par-
ties to the extent provided in 37 CFR 1.612.

Obvious minor errors in the counts or correspond-
ing claims of an application may be corrected by the
examiner-in-chief before the declaration notices are
mailed. The changes will be made in red ink and ini-
tialled in the margin by the examiner-in-chief,

Throughout the interference, the interference and
application files involved are in the keeping of the
Service Branch of the Board except at such times that
action is required, such as for concurrent prosecution,
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| 2315 Smpeﬂon of Ex parte' Proseeution [R-2]

37CFR I6ISSusp¢mmaf¢xpampmecunou. (u)Whenmm-
terference s declared, ex parfe prosecution of an application in-
volved in the intérference is saspended.  Amendments and other

papers related 1o the application received during. pendency .of the
Mcrmemﬂnmbecmeudorcmsdewdmthemmfermc

without the consent of an examiner-in-chief. ‘

@)Exmmwmcmnmwspmﬁed mmmybeoonunued
concutesnily with the interference with the consent of the examin-
er-in-chief.

The treatment of amendments filed during an inter-
ference is considered in detail in § 2364. =

Ex parte prosecution of an appeal under 37 CFR
1.191 may proceed comcurrently with an interference
proceeding involving the same: application with the
congent of the examiner-in-chief provided the primary
exsminer who forwards . the appeal certifies, in a
memorandum (o be placed in the file, that the subject
matter of the intefferemce does not conflict with the
subject matter of the appealed claims. The approval
of the examiner-in-chief in charge of the interference
must be obtained .. .c undertaking any concurrent
prosecution of the application.

231501 Suspeunsion—Overlapping
[R-2]

Where one of several applications of the same in-
ventor or assignee which contain overlapping claims
gets into an interference, the prosecution of all the
cases not in the interference should be carried as far
as possible, by treating as prior art the counts of the
interference and by insisting on proper lines of divi-
sion or distinction between the applications. In some
instances suspension of action by the Office cannot be
avoided. See § 709.01.

Where an application involved in an interference in-
cludes, in addition to the subject matter of the inter-
ference, a separste and divisible invention, prosecu-
tion of the second invention may be had during the
pendency of the interference by filing a divisional ap-
plication for the second invention or by filing a divi-
sional application for the subject matter of the inter-
ference and moving to substitute the latter divisional
application for the application originally involved in
th: interference. However, the application for the
second invention may not be passed to issue if it con-
tains claims broad enough to dominate matter claimed
in the application involved in the interference.

From Parsgragh 11.16
REJECTION BASED ON COUNT OF AN INTERFERENCE

Applications

K #35 UsC mz(g) against this’ b’pr ati
md prosecumn in“this case” “will be: suspended pendmg final detef

of: dnm {1}, ﬁbuye based upon oonut‘m"iof mu&r

may not be tme.

erference 1(‘ ancl when no other tssues

102 or 103, using the. count of an mterfetenoe &8 prior m
2. This pnragraph is apphuble only .to, an apphcauom that is

- ,eommonly owned by & party in the mterference but is mot in-
volved in the mterfercnce ‘

Fornl’w 11.17

SUSPENSION OF PROSECUTION PE‘JDING OUTCOME OF
INTERFERENCE B

The cutcome of mterference No. [l] has & material bearing on the

ility of the claims in this application. Prosecution in this ap-
plication is SUSPENDED pending a final judgment in the interfer-
ence.

Applicant should call this case up for action upon termination of
the interference.

Exzaminer Note:

This paragraph should only be used in an application that is
not in the interference but is commonly owned by one of the par-
ties thereto. ‘

2316 Sanctions For Failure to Comply With
Rules or Order [R-2]

37 CFR 1.616 Sanctions for fallure to comply with rules or order.
An examiner-in-chief or the Board may impose en appropriate sanc-
tion against a party who {ails to comply with the regulations of this
part or any order entered by an examiner-in-chief or the Board. An
appropriste sanction may inclede among others entry of an order:

(a) Holding certain facts to have been established in the interfer-
ence;

(b} Precluding a party from filing a motion or a preliminary
statement;
© Precluding a party from presenting or contesting a particular
issue;

(d) Precluding a party from requesting, obtaining, or opposing
discovery; of

(e) Granting judgment in the interference.

Section 1.616 permits an examiner-in-chief or the
Board to impcse appropriate sanctions against a party
who fails to comply with the rules or with an order
entered in the interference. Paragraphs (a) through (e)
of §1.616 set forth some of the possible sanctions
which can be entered. The particular sanction to be
entered will depend on the facts of a given case and
ordinarily will not be entered prior to giving the af-
fected party an opportunity to pregent its views. An
individual examiner-in-chief cannot impose a sanction
granting judgment inasmuch as entry of a judgment
requires action by the Board. See § 1.610(a). A party
desiring sanctions imposed against an opponent can
move under § 1.635 for entry of an order imposing
sanctions.

For examples of cases where sanctions are warrant-
ed, see Woods v. Tsuchiva, 207 USPQ 228 (Comm'r.
Pat. 1979) and Tezel v. Bellantoni, 188 USPQ 688
(Bd.Pat.Int. 1975).
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: .the, patentee.. If t.he emmcf-m-chlef dezer
mines that the evxdence shows the applicant is prima facie.entitled
o a mem relative to the patentee, the interference shall pro-
ceed im the normal manner under the regulations of this part. If in
the opinion of the examiner-in-chief the evidence fails to show that
the applicant is peimd facie entitled 10’ a Jodgment relauve to the
patentee, the éxaminer-in-chief shall, concun’cmly ‘with, the notice
declaring the interference, enter an order stating the reasons for the
opimion sad directing the applicant; ‘within"s time ‘set’ in the order,
to show cause why summary judgment should not “be ‘entered
against the applicant.

(&) The applicant may file a response to the ordcr and state any
reasons why summery judgment should not be entered. Any re-
juests by the applicant for a bearing before the Board shall be
made in the response. Additional evidence shall not be presented by
the applicant or considered by the Board unless the applicant
shows good csuse why any additional evidence was unot initially
WWWWWF@WHM) At the time an

pplicant files a response, the applicent shall serve on each oppo-
nent & copy of any evidence filed under § 1.608(b) and this para-

{c} If & response is not timely filed by the applicant, the Board
shall emter a final decision granting summary judgment against the
&

(d) If a response is timely filed by the applicant, all opponents
may file 2 satement within a time set by the examiner-in-chief. The
statement may set forth views as to why summary judgment should
be grasted against the applicant, but the statement shall be limited
te disceming why all the evidence presented by the applicant does
not overcome the reasons given by the examiner-in-chief for issuing
the order to show cause. Evidence shall not be filed by an oppo-
nest. AR opponent may not request hearing.

(e} Within s time authorized by the exanuner-in-chief, an appli-
cmmymearepiylomymmmt ﬁhdbymycpmmm

£y When more than two parties are involved in an interference,
&l partics may pesticipete in summary judgment proceedings under
this section.

(gy If & response by the applicant is timely filed, the examiner-1n-
chief or the Board shall decide whether the evidence submitted
under § 1.608(b) and any additiona! evidence properly submitted
under paragraph (by of this section shows that the applicant is
prima facie entitled to a judgment relative to the patentee. If the
applicant is not prima facie entitled to a judgment relative to the
patentee, the Board chall enter a final decision granting summary
judgment against the applicant. Otherwise, an interlocutory order
sh&ﬁ be entered authorizing the interference to proceed in the
wrmal manner under the regulstions of this subpast.

(h) Only an applicant who filed evidence under § 1.608(b) may
request s hearing. If that applicant requests a hearing, the Board
may hold s hearing prior to entry of 2 decision undes paragraph (g)
of this section. The examiner-in-chief shall set 2 date and time for

hearing. Uniess otherwise ordered by the examiner-in-chief or
the Board, the applicant and any opponent will each be entitled to
o more than 30 minutes of oral argument at the hearing.

Section 1.617 provides for summary judgment pro-
ceedings in those cases where a junior party applicant
is required to file evidence and an explanation under
§ 1.606(b). To avoid summary judgment, the junior
party applicant must establish that it is prima facie en-
titled to judgment relative to the senior party patent-
ee. For the most part, practice under § 1.617 will be
the same as the previous practice under 37 CFR
1.228. The major changes from the previous practice
are the following:

(1y A prima facie case can be based on patentability
as well as priority.

MANUAL OF PATENT BX!\MJN!NG PROCEDURB

‘ (aﬂd,am wnll l-s«e‘nmposed for :present-
dence after entryfof an:.o

stricter standard is considered necessary in order to

“eacourage: applicants copyifig claims from:a patént’to

better prepare their initial showings under. §.1.608(b).
Under previous practice, the, Board of Patent Tnterfer-
ences found. that substantial .time was lost in issuing
orders .to show cause based on.an inadequate :initial
showing only to have an- adequate showmg made
with the response to the order to show cause. Under
the “good cause” standard, lgnorance by a party or
counsel of the provisions of the rules or the substan-
tive requlrements of the law wﬂl not constitute good
cause. :

(3) When an mterference mvolves more -than ' two
parties, all ‘opponeats are permitted to’ participate in
summary judgment . proceedings.. Thus, the revised
rules overrule Chan v.. Ak:b:z Vo Clayton. 189 USPQ
621 (Comm’r. Pat.-1975). -

(4) Previously, an apphcant had to file two coples
of its initial showing under 37 CFR § 1.204(c). Under
§ 1.608(b), a party need only-file one copy. of the
showing. However, any party responding to an order
to show cause must serve a copy of its initial showing
under § 1.608(b) with any response to the order to
show cause,

(8) A single examiner-in-chief may order an inter-
ference to proceed after issuance of an order to show
cause under § 1.608(b) and the filing of a response by
an applicant under § 1.617(b). Only the Board, how-
ever, may enter a summary judgment. See § 1.617(b).

Any opponent may attack the sufficiency of an ap-
plicant’s showing under § 1.608(b) when that showing
is presented as evidence under § 1.672. In summary
judgment proceedings, all an applicant need do is
make out a prima facie case. If the interference is al-
fowed to proceed in the normal manner, the applicant
must prove priority by a preponderance of evidence
(when the application and the patent 2re copending)
or beyond a reasonable doubt (when the application
was filed after the patent issued). Manifestly, the
busden in summary judgment proceedings is not as
strict as the burden in proceedings following summary
judgment. Breuer v. DeMarinis, 558 F.2d 22, 28, 194
USPQ 308, 313 (CCPA 1977) and Schwab v. Pittman,
451 F.2d 637, 640, 172 USPQ 69, 71 (CCPA 1971).

The second sentence of § 1.617(d) is intended to
make clear that opponents may file statements in re-
sponse to an applicant’s “response,” but the statement
“shall be limited to discussing why all the evidence
presented by the applicant does not overcome the rea-
sons given by the examiner-in-chief for issuing the
order to show cause.” The PTO does not intend to
expand summary judgment proceedings into a “mini-
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or. wuhout:.s.»addmonal evndence), any opponent may
file a statement. In ‘the statement; the ‘opponent should
be free to commont ‘on’ all‘the evidence (ongmal and
addmonal) which' the aj pbcant presents. Compare In
re Plockinger, 481 F.2d 1327, 179 USPQ 103 (CCPA
1973). Under § 1.617(d) the opponent may not urge a
rationale for summary judgment which does not
appear in the order to show cause issued by the exam-
iner-in-chief. However, it is not the PTO’s intent to
interpret § 1.617(d) in the narrow manner the Court
of Customs and Patent Appeals interpreted 37 CFR
§ 1.204(c) in Kahl v. Scoville, 609 F.2d 991, 995-996,
203 USPQ 652, 656 [headnote 6] (CCPA 1979). An
wxample will illustrate how the PTO intends to inter-
pset § 1.617(d).

Example, An applicant copies claims from a patent and is re-
quired to submit a showing under § 1.608(b). Upon review of the
showing under § 1.608(b), the examiner-in-chief concludes that
the showing fails to make out & prima jacie case of priority, be-
cause applicant has failed to show an actual reduction to prac-
tice, Applicant files & response and includes edditfornal evidence
which purports to show an actual reduction 1o pracice. The pat-
entee then files 7 statement in which two arguments are made.
Firsi, patentee argues that the additional evidence has not been
properly suthenticated. Second, patentee argues that even if appli-
cant has shown an actual reduction to practice, summary judg-
ment is nevertheless appropriste becsuse applicant suppressed
and concealed after the actual reduction to practice. The first ag-
guement is proper, but the second ergument is mot. A patentee
may comment on the sufficiency of the applicant’s evidence.
Fuirness, however, dictates that summary judgment be granted
oanly afier fair motice in the order to show cause. Accordingly,
summary judgment will not be based on a rationale raised by a
patentee in a siastement which does not correspond to the ration-
ale used by the examiner-in-chief in the the order to show cause.

Once summary judgment proceedings have con-
cluded, an interference will proceed “in the normal
manner.” The change is intended to codify the deci-
sions in Walsh v. Sakai, 167 USPQ 465 (Comm’r.Pat.
1967} and Ing v. Chiou, 207 USPQ 321 (Comm’r.Pat.
1979).

2318 Return of Unauthorized Papers [R-2]

37 CFR 1.618 Return of unauthorized papers. (&) The Patent and
Trademark Office shall return to & party any paper presented by
the party when the filing of the paper is not authorized by, or is
aot in complisnce with the requirements of, this subpart. Any paper
returned will not thereafier be considered by the Patent and Trade-
mark Office in the interference. A pasty may be permitted 1o file 2
coreected paper under such conditions as may be deemed appropri-
ate by an examiner-in-chief

(b} When presenting & paper in an intesference, & party shall not
wubmit with the paper 2 copy of & paper previously filed in the in-
terference.

Under § 1.618, the PTO has authority to return to a
party any paper presented in an interference which is
not authorized by, or is not in compliance with the
requirements of, Subpart E of the Rules of Practice.
When an improper paper is filed, a party may be

2312 Prehmmary Statemeut. Tlme for Fnling
CR=2] L . ,
37 CFR 1. 621 Prelunmaly statement, g riotice of f Img
() Within the time set for filing preliminary motions under § 1.633,
each party may file o prehmmary statement. “The. prehmmary state-

ment may be slgncd by any mdwxdual hévmg knowledge of the
facts remted thetem or by an attomey or agent of record.

() When a party files a preliminaty statement, the party shall
also simultaneously file and serve on all opponents in the interfer-
ence a notice stating that a preliminary statement has been filed. A
copy- of the preliminary statement need not be served until ordered
by an examiner-in-chief.

Sections 1.621 through 1.629 govern preliminary
statements which continue to be required in interfer-
ence cases. ,

Under §1.621, a preliminary statement can be
signed by any individual having knowledge. of the
facts (e.g., the inventor) or by an attorney or agent of
record. Permitting an attorney or agent of record to
sign a preliminary statement eliminates unnecessary
mailing of papers between pames and their attorney
or agent.

y-% prellmmary statement serves several useful pur-
poses in an interference: (1) it serves to limit a party ]
pmofs as to time, (2) it serves as a vehicle for permit-
ting the examiner-in-chief or the Board to issue orders
to show cause in those cases where it would be futile
to take testimony, and (3) it serves as notice to an op-
ponent of the case which is alleged by a party. Under
the rules the issues which will be raised and decided
by the Board at final hearing are made known during
the interlocutory stage through (a) the preliminary
statement, (b} motions under § 1.633 and decisions
thereon, and (c) notices under §1.632 of a party’s
intent to argue abandonment, suppression, or conceal-
ment.

The preliminary statements must be filed within the
time set for filing preliminary motions, and the oppos-
ing parties notified of their filing. However, they are
not served until ordered by the examiner-in-chief,
after preliminary motions (if any) have been decided.

2322 Preliminary Statement, Invention Made by
Who and Where [R=2]

37 CFR 1.622 Preliminary statement, who made invention, where in.
vention made. (8) A party's preliminary sta’ement must identify the
inventor who made the invention defined by each count and must
state on behalf of the inventor the facts required by paragraph (a)
of €§ 1.623, 1.624, and 1.625 as msy be appropriate. When an inven-
tor identified in the preliminary statement is not an inventor named
in the party's application or patent, the party shall file a motion
under § 1.634 to correct inventorship.

(b} The prefiminary statement shall state whether the invention
was made in the United States or abroad. If made abroad, the
preliminary statement shall state whether the party is entitled to the
benefit of the second sentence of 35 U.S.C. § 104,
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2323 Prelimmary Statement, Inventlon Made in
- United States [R-2] -

37 CFR'1.623 Prehmmary stalement. mvevmou made in United
Suazes. (8) When' thc invention wazs zmde in the Umted States or &
party is entitled to the benefit of the second senténce of 35 U.S.C.
§ 104, the preliminary statement must state the fcﬂowng facts as to
the invention defined by each count:
¢1) The date on which the first drawing of the invention was

{2} The date on which the first written description of the in-
vestion was made.

{3y The dete on which the invention was first disclosed by the
inventor (0 another person,

€43 The date on which the invention was first conceived by the
invenLor.

{5) The date on which the invention was first actually reduced '

to practice. If the invention was not actuslly reduced to practice by
wmbehﬂ@fthemvmmtothcpuny’sﬁlmgwe,thepre-
Gmimary stetemens shall so siste.

(ﬁmmwaﬂathcmvmsmuptmo!ﬂumvm
when sactive excercise of reasonsble diligence toward reducing the
invention to practice began.

(b3 If & party intends to prove derivation, the preliminscy state-
ment must also comply with § 1.625.

{cy When s perty alleges uader ptmgmph (e)(1) of this section
that & drawing was made, a copy of the first drawing shall be filed
with snd identified in the preliminary statement. When 2 party al-
teges under parsgraph (a}(2) of this section that & written descrip-
tion of the invention was mede, & copy of the first written descrip-
tion shall be filed with ead identified in the preliminery siatement.
See § 1.628(b) when a copy of the first drawing or written descrip-
tion cannot be filed with the preliminary tatement.

Sections 1.623, 1.624, and 1.625 respectively set out
the allegations which should be made in, and the at-
tachuments which should accompany, a preliminary
statement when (1) the invention was made in the
United States, (2) the invention was made abroad and
was introduced into the United States, and (3) deriva-
tion by an opponent from a party is to be an issue.

2324 Preliminary Statement, Invention Made
Abroad [R-2]

37 CFR 1,624 Preliminary statement; invention made abroad. (8)
Whmthemvenﬂmwumdcﬂbfmdmamymuwswrdy
introduction of the invention into the United States, the prefimi-
nary mmem must state the following facts as to the invention de-
fined by each count:

(53 The date on which s drawing of the invention was first in-
teoduced into the United States.

() The date on which & written description of the invention
was first introduced into the United States,

€3y ‘The date on which the invention was firet disclosed to an.
othey pesson in the United States,

{6y The date on which the inventor’s conception of the inven-
ton was first introduced into the United States,

(53 The date on which an sctusl reduction to practice of the
invention was first introduced into the United States. If an actual
ceduction to practice of the invention was not introduced into the
United States, the preliminary statement shall so state.

(6) The date after introduction of the inventor's conception
into the United States when active esercise of reasonable diligence

MANUAL OF PAT’BNT;EXAM!N’NO PRQCEDURE

Unmd Sm:eopy of that written description ‘shall bé filed’ with
and identified . m,theprellmmary \mtemeut Seegi L. 628(b) whes’ a

- Breuer . DeManms, 558 F2d 322 94 USPQ 308
(CCPA 1971), illustrates a case where an. actual: re-
duction  to practice. abroad was; mttoduced into: the
United Stam

2325 Preliminary Statement, Derivation by an
~ Opponent [R-2

37 CER 1.625 Prehmmary statemenr. denmaon by an opponenl (a)
When the invention was made in the United States or abroad and &
party intends 10 prove derivation by an opponent from the party,
the preliminary slatement must state the fol!owmg u to the ilwen
tion defined by each count:

{1) The name of the opponent.

(2) The date on which the first drawing of the invention WES
made.

(J)deanwhichthcﬁtstwﬁuenducﬁp&onoﬁheim
vention was made.

(4) The date on which the invention was first duclowd by the
inventor to snother person.

(S) The date on which the mvenuon was first concelved by the
inventor.

(6) The date on which the inventios was first cummunmwd o
the opponent.

() If a party istends 1o prove priority, the preliminary staterment
must also comply with § 1.623 or § 1.624.

{c) When & party alleges under parsgraph (2)(2) of this section
that a drawing wes made, & copy of the first drawing shsll be filed
with and identified in the preliminary statement. When a panty al-
leges uader paragraph (a}(3) of this section that & writien descrip-
tion of the invention was made, 8 copy of the first written descrip-
tion shail be filed with and identified in the preliminary statement.
See §1.628(%) when & first drawing or first written description
cannot be filed with the preliminary statement.

A party does not have to allege derivation in a pre-
liminary statement where the party does not know
derivation occurred until the testimony period. Sec-
tion 1.625 requires a party to file a preliminary state-
ment when derivation is an issue. If derivation is not
known or discovered prior to the date the preliminary
statement is due, a party must move to amend the
preliminary statement and allege derivation promptly
after existence of derivation is discovered.

2326[R22r]ellmimry Statement, Earlier Application

37 CFER 1626 Preliminary statement; earlier application. When a
party does not intend to present evidence to prove a conception or
an sctual reduction to prectice and the party intends to rely solely
on the filing date of an earlier application filed in the United States
or abroad to prove a constructive reduction to practice, the prelim-
inary statememt may so state snd identify the easlier spplication
with particularity.

Section 1.626 permits a party to file a preliminary

statement which states that the party only intends to
rely on the filing date of an earlier United States or
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37 CFR l 627 Prel:mmary smtemeu, sealmg before ﬁlmg. opcm
of statement..(3) The preliminary statement and copies of any draw-
ing or written description.shall be filed in a sealed envelope bearing
only the name of the party. filing the statement-and the style (e.g.,
Jomes. v. Smitk) and number of the interference. . The. sealed emve-
lope should contain only the prelimimary statement and copies of
any drawing or written description. If the preliminary statement fs
filed through the mail, the sealed eavelope should be enclosed in
outer envelope addressed to the Commissioner of Patents and
Trademarks in accordance with § 1.1(e).

(b) A preliminary statement may be opened only at the direction
of an examiner-in-chief.

2328[RPrjelimmary Statement, Correction of Error
-2

37 CFR 1.628 Preliminary statement, correction of ervor. (8) A -
terial error arising through inadvertemce or mistake in connection
with (1) a preliminary statement or (2} drawings or a wriiten de-
scription submitted therewith or omitted thereform, may be cor-
tected by a motion (§ 1.635) for leave to file 2 corrected statement.
The motion shell be supported by an affidavit and shall show that
the correction is esmsential to the ends of justice and shall be accom-
panied by the corrected statement. ‘mcmotmslmllbeﬁ}edas
008 856 after discovery of the error.

(b) When 2 party cannot mmbampyofadmwmgorawnm
description to the pany’s prelimingry statement as required by
$6 1.623(c), 1.624{c), or 1,625(c), the perty (1) shall show good
cause and esplain in the preliminary wtstement why a copy of the
drawing or written description cannot be attached to the prelimi-
mrymemmd(z,mnmmhwmemmnmryﬂmmme

easliest drawing or written descripdon made in or iatroduced imto
the United States which is available. The party shall file & motion

(G 1.635) to amend its peeliminary stasement promptly after the firse
deawing, first written description, or drawing or writlten description
firat introduced into the United Stawes becomes availeble. A copy of
the drawing or written description may be obtained, where appro-
priste, by & motion (§ 1.635) for additional discovery under § 1.687
or during a testimony period.

Section 1.628 sets out how an error in a preliminary
statement may be corrected.

Section 1.628(b} covers the possibility that a draw-
ing might not be available, e.g., 2 drawing destroyed
in “a fire.” Section 1.628/%} permits a party to allege a
date when a first drawing or first written description
was made in those circumstances where the first
drawing or first written description is not available.
The party is required (1) to show good cause and ex-
plain in the preliminary statement why a copy of the
drawing or written description cannot be attached to
the prefiminary statement and (2) attach to the prelim-
inary statement the earliest drawing or written de-
scription made in or introduced into the United States
which is available. The party is also required to file a
motion to amend its preliminary statement promptly
after the drawing or written description becomes
available. It is the PTO’s intent by the amendment to
§ 1.628(b) to overrule the holding of headnote [1] of
Reddy v. Davis, 187 USPQ 386, 388 (Comm'r Pat.

1975).

o : 4he pr
statement occurred pnor to the’ date alleged in the statement shall

_statement, .

pa
prellmmary &

Mmu to'l(1) ‘definitenees or sufﬁceency of ‘any-allegation’ ina
.prelimingry statement jor {2} complisnce with formal: requaremems
. will be resol edv_‘awns: the party ifiling, the ;statement. by restrict
,:the part y t0'f rlier of | :

,mmtemptnpro&ndedbyﬂ&ﬂl N

® Evndenoe which

establish only the act’ cecurred’ as early’ as the date ‘alleged ‘in the

(c) If a ‘party “does fiot ﬁle . prellmmary . ’temcnt. the pany
(1) shall be restricted to the earlier of the party’s filing' date or
effective filing date and ‘ )

@ will’ not be permitted to prove that .

(i) the party made the mvenuon prior to the party’s filing
dateor
(ii) any opponent derived the mventlon from the party.

(d) If a party files a preliminary statement whxch contains an alle-
gation of a date of first deawing or first written description and the
party does not file & copy of the first drawing or written descrip-
tion with the preliminary statement as rcquired by §1.623(c),
§ 1.624(c), or § 1.623(c), the pariy will be restricted to the earlier of
the party's filing date or effective filing date as to that allegation
unless the party complies with § 1.628(b). The content of any draw-
ing or written description submitted with a preliminary statement
will not normally be evaluated or consideted by the Board. -

(€) A preliminary statement shall not be vsed as evidence on
behalf of the party filing the statement.

Section 1.629 sets out the effect of a prellmmary
statement. A party who fails to file a preliminary
statement will not be permitted to prove (1) that the
party made the invention defined by a count prior to
the party’s filing date or (2) that an opponent derived
the invention from the party.

2330 Reliance on Earlier Application [R-2]

37 CFR 1.630 Reliance on earlier application. A party shall not be
entitled to rely on the filing date of an earlier spplication filed in
the United States or abroad uniess (a) the earlier application is iden-
tified (§ 1.611(cX5)) in the notice declaring the interference or (b)
the party files a pfehmmary motion under § 1.633 seeking the bene-
fit of the filing date of the earlier application.

2331 Preliminary Statement Access [R-2]

37 CFR 1.631 Access 1o preliminary siatement, sewvice of prelimi-
nary statement. (a) Unless otherwise ordered by an examiner-in-
chief, concurrently with entry of a decicion by the examiner-in-
chief on preliminary motions filed under § 1.633, any preliminary
statement filed under § 1.621(a) shall be opened to inspection by the
senior party and any jumior party who filed a preliminary state-
ment. Within a time set by the examiner-in-chief, a party shall serve
8 copy of its preliminasy statement on each opponent who served a
notice under § 1.621(b).

(b} A junior party who does not file a preliminary statement shall
not have access to the prcllmmary statement of any other party.

(c) If an interference is terminated before the preliminary state-
ments have been opened, the preliminary statements will remain
sealed and will be returned to the respective parties who submitted
the statements.

Under § 1.631, preliminary statements normally will
be opened for inspection when an examines-in-chief
decides preliminary motions filed under §1.633. A
junior party who does not file a preliminary statement
is not entitled to access to a preliminary statement of
any other party. When an interference is terminated
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other prelumnary statement'whlch.(‘xs ﬁled _A_senior
party, however, is- always entitled to. access to any
preliminary statement filed by ‘@ Jumor party. 'See e.g.,
§ 1.631(b). However, a junior party is only requlred to
serve a senior party who files a statement. .

2332 Abandonment, Suppression or Concealment
to be Argued [R-2]

37 CFR 1.632 Notice of intent to argue abandonment, suppressian
or concealment by opponent. A notice shall be filed by a party who
intends to argue that an opponent has abandoned, suppressed, or
comcealed an actual reduction to practice (35 U.S.C. §102(g)). A
party will not be permitted to argue abandonment, suppression, or
concealment by an opponent unless the notice is timely filed. Unless
suthorized otherwise by an examiner-in-chief, a2 notice is timely
when filed within ten (10) days of the close of the testimony-in-
chief of the opponent.

Under § 1.632, a notice must be filed by a party
who intends to argue that an opponent abandoned,
suppressed, or concealed an actual reduction to prac-
tice. 35 U.S.C. 102(g). A party will not be permitted
to brief (§ 1.656) or argue at final hearing (§ 1.654)
that an opponent abandoned, suppressed, or concealed
zn actual reduction to practice unless the notice is
timely filed. A notice is timely if filed within ten (10)
days after the close of the testimony-in-chief period of
an opponent. While a party has the burden of proving
that an opponent abandomed, suppressed, or con-
cealed, the burden may be discharged on the basis of
the opponent’s evidence alone. Shindelar v. Holdeman,
628 F.2d 1337, 207 USPQ 112 (CCPA 1980). See also
Correge v. Murphy, 705 F.2d 1326, 217 USPQ 753
(Fed. Cir. 1983); Horwath v. Lee, 564 F.2d 948, 195
USPQ 701 (CCPA 1977); and Peeler v. Miller, 535
F.2d 647, 190 USPQ 117 (CCPA 1976). Under previ-
ous practice where notice was not required, it was
possible that a party might learn for the first time that
abandonment, suppression, or concealment was an
issue when the party received an opponent’s brief at
final hearing. See Klug v. Wood, 212 USPQ 767, 171
n. 2 (Bd.Pat. lnt 1981). At that point, it was often too
late to reopen proceedings in the interference. The
purpose of requiring the notice under §1.632 is to
make the parties and the Board aware during the in-
teriocutory stage of an interference that abandonment,
suppression, or concealment may be an issue in the in-
terference. Early notice permits the parties to ask for
and the examiner-in-chief to set appropriate testimony
periods for a party to present evidence related to
abandonment, suppression, and concealment, particu-
larly in those cases where long unexplamed delays
tend to prove the allegation of suppression or con-
cealment. Early notice also eliminates the need for the
party moving to reopen the testimony period. Klug v.
Wood, supra,

. Hfile:a ptehmx-‘
lf a Jumor pm'ty does not ﬁlc a pre-
o g
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: ln detemnnn a.ﬁmot:o t‘ leq uudcr thns paragmph, a clum mly“be

construed by reference to the prior art of record. A motion under

- thispéragraph shall not be:based on: (l) priotity-of inveéation of the

subject matter of a count by the moving party as'againist-any oppo-
nent or (2) derivation of the subject matter of 8 count by an opw
nent from the moving party. See § 1.637(ay " »

- (b} A motion for _)udgment on the: ground tlm there ‘is o inter-

ference-in-fact: ‘A miotion under this: pangraph is proper only if: (1)

the interference involves d dmgn apphcntxon or-patent of 'a plant
application’ or patent or (2) ‘no claim of &' party which’ corresponds

“to & count 'is identical to any’claim of an’ opponem whlch cofre-

sponds to that count. See § 1.637(a)

{c) A motion to redefine the interfering sub_‘ect matier by (1)
adding or substituting a count, (2) amending an epplication claim
corresponding to a count or adding a claim in the moving party’s
application to be designated to correspond to a count, (3) designat-
ing an application or patent claim to correspond to a count, (4) des-
ignating an application or patent claim as not, corresponding to a
count, or (5) requiring an opponent who is an applicant to add a
claim and to designate the claim to correspond to a count. See
€ 1.637(a) and (c).

(d) A motion to substitute a different application owned by a
party (or an application involved in the interference. See § 1.637 (2)
and (d).

(e) A motion to declare an addmoml interference (1) between an
additional ‘application not involved in the interference and owned
by a party and an opponent’s applicstion or patent involved in the
interference or (2) when an interference favolves three or more
parties, between less than all applicetions and any patent involved
in the interference. See § 1.637 (a) and (e).

() A motion to be accorded the benefit of the filing date of an
earlier application filed in the United States or gbroad. See § 1.637
(2) and (f).

{g) A motion to attack the benefit accorded an opponent in the
notice declaring the interference of the filing date of an easlier ap-
plication filed in the United States or abroad. See § 1.637 (8) asd
(8

(h) When a patent is involved in an interference and the patentee
has on file or files an application for reissue under § 1.171, 2 motion
to add the application for reissue to the interference. See § 1.637 (a)
and (h).

(i) When 2 motion is filed under paragraph (a), (b), or (g) of this
section, an opponent, in addition to opposing the motion, may file 2
motion to redefine the interfering subject matter under paragraph
(c) of this section or 2 motion to substitute a different application
under paragraph (d) of this section.

(i) When a motion is filed under paragnph (cX(1) of this section
an opponent, in addition to opposing the motion, may file & motion
for benefit under paragraph (f) of this section as to the count (o be
added or substituted.

Under § 1.633, a party may file preliminary motions
for judgment, to redefine the interference, to substi-
tute a different application in the interference, to de-
clare an additional interference, to be accorded ihe
benefit of an earlier application, 1o attack benefit pre-
viously accorded an opponent, or to add a reissue ap-
plication to the interference. The motions are called
“sreliminary motions” in order to distinguish the mo-
tions from other motions which might be filed during
the course of an interference. The preliminary mo-
tions replace motions authorized by former 37 CFR
8§ 1.231, now deleted.

It was particularly important, under previous prac-
tice, to review one’s proofs in advance and bring such
motions under 37 CFR 1.231 as might be necessary to
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Under § l.633(a), a pm can file'a-
‘mment-on the ground that an opponent’s claim totre-
sponding to a count is unpatentable to the opponent.
With two exceptions, unpatentability can be based on
pnor art (35 U.S.C. 102, 103), msufﬁcxency of disclo-

sare (35 U.S.C. 112, first paragraph), indefiniteness of
claims (35 U.S.C. 112, second paragraph), double pat-
enting, estoppel, or any other ground which would
support a holding that claims corresponding to a
count are not patentable. The two exceptions are (1)
priority of invention of the subject matter of a count
by the moving party as against any opponent and (2)
derivation of the subject matter of a count by the op-
ponent from the moving party. The two exceptions
are directed to issues which are traditional “priority”
issues, e.g., which inventor made the invention de-
fined by a count first or, when derivation is an issue,
who made the invention. Resolution of those “priori-
ty” issues almost always requires the taking of testi-
mony. A motion for judgment, however, is proper
when a party believes an individual not involved in
the interference made the invention defined by the
count prior to an opponent in the interference, but
subsequent to the moving party. Thus, a patentability
issue, such as that raised under 35 U.S.C. § 102(g) in

Sutter Products Co. v. Pettibone Mulliken Corp., 428 .

F.2d 639, 166 USPQ 100 (7th Cir. 1970), can properly
be raised with a motion for judgment under
& 1.633(a). Derivation by an opponent from an indi-
vidual not imvolved in the interference can also be
raised under § 1.633(a).

Under § 1.633(b), a party can move for a judgment
when the party believes there is no interference-in-
fact. A motion for judgment on the ground of no in-
terference-in-fact is only proper under one of three
conditions: (I) when an interference involves designs,
(2) when the interference involves plant applications
or a plant application and plant patent, or (3) when no
claim of a party which corresponds to a count is iden-
tical to any claim of an opponent which corresponds
to that count. An example illustrates when a motion
under § 1.636(b) is proper.

Example 1. Application AD contains patentable claim 1 (6-cyl-
inder engmc) Application AE contains patentable claim 3 (8-cyl-
inder engine). An interference is declared with a single count (6-
or B-cylinder engine), Claim 1 of application AD and claim 3 of
spplication AE sre designated to wrrespmd to the count. Appli-
cant AD believes thst 8 6-cylinder engine is 8 “separate patent-
able favention” (see § 1.601(n}) from an B-cylinder engine. Appli-
cant AD cen file & motion under § 1.633(b) for a judgment on the
gmund of no intecference-in-fact stating why a G6-cylinder engine
is patentably distinct from an B-cylinder engine. If the Boerd ulti-
mm!y agrees with applicant AD, a patent can issue 1o AD con-
teining claim | of application AD and a second patent can jssue
to AE contsining claim 3 of application AE.

A ‘motljoln nmay”‘bé ﬁled td amendwan ;ﬁﬁlléaﬁon

. claim -which has. already been, desxgnated to. corre-
_spond. to_a-count.. See- § 1. 633(c)2). - Such, a motion
.may be: filed when: a party- believes 'an appllcatlon

claim deszgnated to corr&spond to acount-is unpatent-
.able and the- amended clalm is beheved to' be patent-
able. ‘

An applicant may move to add a clalm w0 the appli-
cant’s application and to. designate the claim to be
added to correspond o a count. See § 1.633(c)(2).
Such a motion may be filed when the applicant dis-
closes specific subject matter which is not claimed,
wants to claim the subject matter, and have the sub-
ject matter involved in the interference.

Another way to redefine interfering subject matter

is to designate a claim as corresponding or not corre-

sponding to a count. See § 1.633(c)3) and (c}4). The
following examples illustrate this latter pomt

Example 2. Appllcauon AF contains patcntable cleim I
(engine). Patent K contains claims 3 (engine) anid § (6-cylinder
engine). Claim 1 of application AF and claim 3 of patent K are
designated to correspond to-the count. Applicant AF believes a
6-cylinder enmgine is the “same  patentable invention” (see
§ 1.601(n)) as engine. Applicant AF can file a motion under
§ 1.633(cX3) to designate claim 5 of patent K as corresponding to
the count. If the motion is granted and applicant AF prevails in
the interference, judgment will be entered agginst patentee K and
both cleims 3 and § of patent K will be cancelled under 35
U.S.C. § 135(s).

Example 3. Application AG contains patentable claim 1
(engine). Patent L contsins claims 3 (engine) and § (8-cylinder
engine). An interference is declared with one count (engine).
Cigim 1 of application AG and claims 3 and 5 of patent L are
designated to correspond o the count. Patentee L. believes that
an 8-cylinder engine defines a “separate patentable invention”
(see §1.601(n)) from engine. Patentee L should file.a motion
under § 1.633(c){(4) to designate claim 5 of patent L as “not cor-
responding” to the count. If the motion is granted and an adverse
judgment is entered against patentee L, only claim 3 will be can-
celled from the patent pursuant to 35 U.S.C. § 135(a).

A motion to redefine the interfering subject matter
may also request that an opponent who is an applicant
be required to add a claim tc the opponent’s applica-
tion and to designate the claim to correspond to a
count. See § 1.633(c)(5). Such a motion may be filed
when a party sees that the opponent discloses, but
does not claim, subject matter which the party be-
lieves should be involved in the interference.

Section 1.633(1)) continues the previous practice
(from 37 CFR § 1.231) of allowing a party to move to
redefine the subject matter of the interference or sub-
stitute a different application when an opponent
moves for judgment (see § 1.633(a) and (b)) or to
attack benefit (see § 1.633(g)).

Paragraph (j) of § 1.633 permits an opponent to
move for benefit when a party moves to add or sub-
stitute a count. Thus, when a motion to add a count is
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“f' iled by a party and an opyonem wants, benefit
“earl; ’hbatxon hé it ¢

fiot  riiean the
some other '
‘ ’some other party.”
“‘Section’ 1:633(e) adopts the moppd rule approved
“by the Court of Customs and Patent-Appeals in Avery
v. Chase, 101 F.2d 205, 40 USPQ 343 (CCPA 1939),
cert denied, 307 U.S. 638 (1939).

The following comment by the CCPA in-its opin-
ion in In re Shimer, 69 F.2d 556, 558, 21 USPQ 161,
163 (CCPA 1934), accurately expresses the intent of
the PTO in promulgating §§1.633(e) and 1.658(c):

“It may be stated that this rule works no hard-
ship to him who is diligent in pursuit of his
rights. When an interference is declared, the files
of his contestants are open to him. He has full
cognizance of their disclosures and claims. So ad-
vised, it becomes his duty to put forward every
claim he has. [Rule 1.633(e)] . . . affords him
this opportunity. If the rule be not enforced or
enforceable, then delays and litigation are greatly
increased. It is quite obvious that the doctrine of
estoppel, as applied in these cases, results in the
better conduct of the business of the Patent [and
Trademark] Office and in the public good.”

If a party believes that an opponent has committed
“fraud” or has engaged in “inequitable conduct,” the
party may file a motion under § 1.633(a) for judg-
ment. Obviously, a motion for judgment on the basis
of “fraud” or “inequitable conduct” must make out a
case by clear and convincing evidence. The examiner-
in-chief has sufficient authority under the rules to pre-
clude a party from proceeding in an interference on a
baseless charge of “fraud” or “inequitable conduct.”
See also 37 CFR 10.23(c)(18).

2333.01 Preliminary Motions—Related to Appli-
cation Not Involved in Interference [R-2]

Whenever a party in interference brings a motion
ender 37 CFR 1.633(d) or (e) concerning an applica-
tion not already included in the interference, the ex-
aminer-in-chief should at once send the primary exam-
iner a written notice of such motion and the primary
examiner should place this notice in said application
file.

The notice is customarily sent to the examining
group which declared the interference since the appli-
cation referred to in the motion is generally examined
in the same group. However, if the application is not
bemg examined in the same group, then the correct
examing group should be ascertained and the notice
forwarded to that group.

This notice serves useful and essential purposes, and
due attention must be given to it by the examiner
when it is received. First, the examiner is cautioned
by this notice not to consider ex parte, questions
which are pending before the Office in inter partes

MANUAL OF PATENT EXAMIN!NG PROCEDURE o

use’ the opposmg partxes

_have access to the apphcanon o
233302 Prelunmary Mot:ons—Benefit of For-

-eign Filing Date [R-2] -

Ifa request for. the benefit of a forelgn ﬁlmg date
under 35 U.S.C. 119 is filed while an ‘application is in-
volved in mterference, the papers are to be placed in
the application file in the same manner as  amendments
received during interference, and appropriate” action
taken after the termination of the interference.

A party who desires to be accorded the benefit of a
foreign filing date which was not accorded in the dec-
laration papers should file a motion for benefit of that
filing date under 37 CFR 1.633(f) and the matter will
be consxdered on an inter partes basis.

2334 Motion to Correct Inventorship [R=2]

37 CFR 1.634. Momm fo corvert u:muarshxp A party may file a
motion to (2) amend ils application involved in an interference to
correct inventorship as prowded by & 1.48 or (b) correct inventor-
ship of its patent involved in an interference as provided in § 1.324.
Sez § 1.637(s).

Section 1.634 authorizes &8 motion to correct inven-
torship in an application (see § 1.48) or a patent (see
§ 1.324) involved in an interference.

A party who wishes to change the named inventive
entity of its application or patent involved in an inter-
ference must do so by way of a motion under 37 CFR
1.634. Such a motion must be accompanied by the
items required by 37 CFR 1.48 (in the case of an ap-
plication) or 37 CFR 1.324 (in the case of a patent),
and is decided by the examiner-in-chief. If the pri-
mary examiner becomes aware that papers under 37
CFR 1.48 or 1.324 have been filed in an application
or patent, respectively, involved in an interference,
the examiner should call them to the attention of the
examiner-in-chief in charge of the interference.

2335 Miscellaneous Motions [R-2]

37 CFR 1.635 Miscellaneous motions. A party seeking entry of an
order relating to any matter other than a matter which may be
raised under §§ 1.633 or 1.634 may file & motion requesting entry of
the order. See § 1.637(a) and (b).

Section 1.635 authorizes the filing of motions other
than those specified in §§ 1.633 or 1.634. Motions filed
under § 1.635 will be referred to as “miscellaneous
motions” to distinguish from *“preliminary motions”
under § 1.633. Instances where a miscellaneous motion
can be filed include motions to correct an error in a
preliminary statement, to extend time for taking
action or to seek judicial review, to obtain permission
to proceed under 35 U.S.C, § 24, or to obtain addi-
tional discovery.
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cr-m-chlef §

(b} A*prelumury”momnsunder $ 1 33(|)~m

§ 1.633(a), (b), (c)(l :ort'(g) zordered. by an examin-

- (@) A’ motion inder § 1. 634 shall be diligently Sled ‘aftef ‘an’error
is discovered in the inventorship of an application .or ‘patent’ ine
volved in an. mterfetcnee unless otherwnse ordered by an examiner-
in«chief.” © -

(d)Ammmunder§1635 shallbeﬂedasspecxﬁedmthusuh—
part or when appmptme unless otherwnse ordered by an examiner-
in-c

Sectlon 1.636 sets out the times within whxch a
motion can be filed. .

A party must exercise difigence in correcting inven-
torship. Van Otteren v. Hafner, 278 F.2d 738, 126
USPQ 151 (CCPA 1960).

2337 Motion Content [R-2]

37 CFR 1.637 Consent of maotions. (8) Bvery motion shall include
(1} & statement of the precise relief requested, (2) a statement of the
material faces in support of the motion, and (3) & full statement of
the reasons why the relief requested should be granted.

(b) A motion under § 1.635 shall contsin a certificate by the
movmspmymug:w'hmowngpmymmmmall
opposing pesties i1 . .:" v .a good [sith to resolve by agreement
themesrmdbythemomn A moving perty shall indicate in
the motion whether asy other perty plans to oppose the motion.
The provisions of this paragraph do not apply to a motion to sup-
press evidence (§1.656(k)).

(c) A prelimimary motion under §1.633(c) shall explain why the
intesfering subject should be redefined.

(1) A preliminary motion seeking to add or substitute a count
ghail:

(i} Propose each count to be added or substituted.

(iiy When the moving party is an applicant, show the pat-
entability (o the spplicant of all claims in, or proposed to be
added to, the party’s application which correspond to each
proposed count and apply the terms of the claims to the dis-
closuge of the party’s spplication; when necewary s moving
party applicant shall file with the motion en amendment
adding any proposed claim to the application.

(i) Identify all claims in an opponent’s application which
should be designsted to correspond to each proposed couat;
if an opponeat’s application does not contain such & claim,
tbemovmgparxyduﬂpmpo&eaelwntobeaddedwthe
opponent’s application. The moving pany shall show the
patentability of any proposed claims to the opponent and
apply the terms of the claims to the disclosure of the oppo-
nent’s

(iv} Designate the claims of eny patent involved in the in-
terference which define the same patentable invention as
each proposed count.

(v) Show that esch proposed count defines 8 separate pat-
entable invention from every other count in the interference.

(viy Be accompanied by 8 motion under § 1.633(f) request-
ing the benefit of (he filing date of sny easlier application
filed in the United States or abroad.

() A prefiminery motion seeking to amend an epplication
claim corresponding to & count or edding # cleim to be designet-
ed 1o correspond 10 a count shall:

(i) Propose an amended or sdded claim.

(iiy Show that the pfepowd or added claim defines the
same patentable invention as the count.

(iiiy Show the pstentgbility to the applicant of esch
smended or sdded claim and spply the terms of the amended
or added claim to the disclosure of the application; when
neceswsary & moving party applicant shall file with the motion
an amendment making the smended or added claim to the

application.

: () shall be ﬁled
;.. within 20 days of .the service of; the. preliminary - motion, wnder

: .accompamed by mot:on under § 14633(0 request-

mg the beneﬁt of, the. ﬁlmg date. of. any earher application
e L mted Smtu or:abroad.

@A ptellmmary -motion seeking to deslgnate &n apphcatnon or

. patent claim as.not correopondmg 10 & count shall: -

@) ldenufy the claim and the count.

(ii} Show.the claim does not define !he same patentable in-
ventlon as any other claim designated in the notice declaring
the interference as*eortespmding- to the count.

(5) A preliminary motion seeking to reguire an opponent who
is an applicant to add a claim and dwgnute the claim as corre-
spouding to count shall:

(i) Proposes a claim to be added by the opponent.

(if) Show the patentability to the opponent of the claim
and apply the terms of the claim to the disclosure of the op-
ponent’s application.

(iii) Identify the count to which the claim shall be desig-
nated to correspond.

{iv) Show the claim defines the same patentable invention
as the count to which it will be designated to correspond.

(d) A preliminary motion under § 1.633(d) to substitute a differ-
eat application shell:

(1) Identify the different application,

{2) Certify that a complete copy of the file of the different ap-
plication, except for documents filed under § 1.131 or § 1. 60B(b),
has been served on all opponents.

(3) Show the patentability to the applicant of all claims in, or
proposed to be added to, the different application which corre-
spond to each count and apply the terms of the claims to the dis-
closuse of the different application; when necessary the applicant
shalf file with the motion an amendment adding a claim to the
different application.

(4) Be accompanied by a motion under § 1.633(f) requesting
the benefit of the filing date of an earlier application filed in the
United States or abroad.

{e) A preliminary motion to declare an additional interference
under § 1.633(e) shali explain why an additicvi.l interference is nec-

(1) When the preliminary snotion seeks an additional interfer-
ence under § 1.633(e)(1), the motion shall;

(i) Identify the additional application.

(i1} Ceriify that a complete copy of the file of the addition-
al application, except for documents filed under § 1.131 of
§ 1.608(b), has been served on all opponents.

(iii) Propose a count for the additional interference.

(iv) Show the patentability to the applicant of all claims
in, or proposed to be added to, the additional application
which cosrespond to each proposed count for the edditions)
interference and apply the terms of the claims to the disclo-
sure of the additional application; when necessary the appli-
cant shall file with the motion an amendment sdding a claim
to the additional apphcum

(v) When the opponent is an applicant, show the satent-
ebility to the opponent of any claims in, of proposed to be
added to, the opponent's application which cofrespond to
the proposed count and apply the terms of the claims to the
disclosure of the oppoaent’s application.

(vi) When the opponent is 8 patentee, designate the claims
of the patent which define the same patentable invention de-
fined by the proposed count.

(vii) Show that each proposed count for the additionsl in-
terference defines @ separate patentable invention from all
counts of the interference in which the motion is filed.

(viii) Be accompanied by a motion under § 1.633(f) re-
questing the benefit of the filing date of an earlier application
filed in the United States or abroad.
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¢ o added to. ‘the" party's applmtwn which’ corresppnd to each

proposed count and apply the terms of the claims to the dis-

i ‘closure of the-party’s ap foty whmnecessary a moving

" party “applcant ‘shall: file "with the ‘motionan’ amendmcm
adding any proposed claim to the applicant. '

- (iv) Identify aft claims in any opponent’s applicition which
should be’designated to correspond 1o each proposed count;
if an opponent’s application does not contain such a claim,
the moving party shall propose # claim t0 be ‘added to the
opponent’s application. The moving party shall show the
patentability of any proposed claims to the opponent and
apply the terms of the claims to the disclosure of the oppo-
nent's application.

(v) Designate the claims of any patent mvolved in the in-
terference which define the same patentable invention as
each proposed count.

{vi) Show that each proposed count for the additional in-
terference defines a separate patentable invention from all
counts in the intetference in which the motion is filed.

(vii) Be accompanied by & motion under § 1.633(f) request-
ing the benefit of the filing date of an earlier application filed
in the United States or abrosd.

(£ A preliminary motion for benefit under § 1.633(f) shall:

(1) Identify the earlier application.

(2) When the earlier application is apphcauon filed in the
United States, cestify that & complete eopy of the file of the earli-
er spplication, except for documents filed under §1.131 or
§ 1.608(b), has been .erved on all opponents. When the carlier ap-
plication is an application filed abroad, certify that a copy of the
application filed abroad has been served on all opponents. If the
earlier application filed abroad is not in English, the requirements
of § 1.647 must also be met,

(3) Show that the earlier application constitutes a constructive
reduction to practice of each count.

(g) A preliminary motion to attack benefit under § 1.633(g) shall
explain, as to each count, why an oppoaent should not be accorded
the benefit of the filing date of the earlier application.

(h} A preliminary motion to add an application for reissue under
€ 1.633(h) shall:

(1) Identify the application for reissue.

{2y Ceriify that 2 complete copy of the file of the application
for reissue has been served on all opponents.

(3) Show the patentsbility of all claims in, or proposed to be
added to, the application for reismsue which correspond to each
count and apply the terms of the claims to the disclosure of the
application for reissue; when necessary a2 moving applicant for re-
issue shall file with the motion an amendment adding a claim to
the application for reissue.

(4) Be accompanied by 8 motion under § 1.633(f) requesting
the benefit of the filing date of an earlier application filed in the
Usnited States or ebroed.

Section 1.637 sets out the content of motions. In
prior interference practice, parties and their counsel
have had difficulty meeting all the “unwritten” re-
quirements for motions under former 37 CFR § 1.231,
Section 1.637 is quite specific in setting out the re-
quirements for each type of motion, particularly the
prefiminary motions. By setting out with specificity
the requirements for each type of motion, it is intend-
ed to minimize disposition of motions on technicali-
ties.

Section. 437 sets out the requirements of a motion
under & 1.633(cX>). Those requirements are: the
moving party must (1) propose a claim to be added to
the opponent’s application, (2) show the patentability

N gn i
- ~that: the proposed claim idefines: thq sme*fpatentable
~invention as-the count to which |
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to correspond. The' following example ‘illu

- . .practice, under §§ L 633(c)(5) and 1 637(c)(5) is. expect-
Ledto OCCuE. .t v i

" Example. Apphcauon AV dlsclosw engmes ‘and in partlcular a
6—cyhnder engine. Application . AV - contains only , cleim 1
(engine). Application AW, dlsclosm engm in general, but. does
not specifically disclose a 6-cylinder engine. Application AW
contains only a single claim 3 (engine). Seeing that application
AV specifically discloses a 6-cylinder engine and believing that a
6-cylinder engine is the same patentable invention as “engine,”
AW could move under. § 1.633(c)(5) to .require. applicant AV to
add a claim (6-cylinder engine) and to have the claim designated
to correspond to the count {engine). Appllcant AV could oppose
on the ground that a 6-cylinder engine is not the “same patent-
able invention"” as “engine.” If the motion is granted, apphcant
AV would be required to add a claim to 6-cylinder engine and
the claim would be designated to correspond to the count. If ap-
plicant AV loses the interference, the judgment would preclude
applicant AV from obtzining a patent with claims to “engine’ or
“6-cylinder engine.” If the motion is denied on the basis that a 6-
cylinder engine is not the same patentsble invention, applicant
AY would not be required to present a claim to 6-cylinder
engine and would be able to pursue such a claim ex parte even if
applicant AV loses the interference.

If an spplicant is ordered by an examiner-in<chief to file an
amendment to present & claim and the applicant feils or refuses to
timely present the amendment, the failure or refusal will be teken
without further action a3 a disclaimer by the applicant of the sub-
ject matter of the claim. See the second sentence of § 1.640(b)(1).

Under the rules, it is not the intent of the PTO to
allow a senior party to test the sufficiency of the case-
in-chief of a junior party prior to final hearing. Thus,
a “motion for a directed verdict” (see Rule 50(a) of
the Federal Rules of Civil Procedure) at the conclu-
sion of the junior party’s case-in-chief and prior to a
senior party’s case-in-chief is not authorized under the
rules. If a senior party believes the case-in-chief of the
junior party is insufficient as a matter of law, the
senior party may elect to proceed immediately to final
hearing. If the senior party is incorrect, however, the
senior party will have waived any right to present
any case-in-chief or rebuttal. See e.g., Comstock v.
Kroekel, 200 USPQ 548, 550 n. 4 (Comm’r. Pat. 1978);
Lorenian v. Winstead, 127 USPQ 501, 508 (Bd.Pat.
Int. 1959); and, more recently, Burson v. Carmichael,
731 F.2d 849, 221 USPQ 664 (Fed. Cir. 1984) (“There.
is no support in law for repeated bites at the apple”).
This would be true even if the only evidence relied
upon by the junior party is a showing under
§ 1.608(b). In this respect, the rules codify the deci-
sion in Walsh v. Sakai, 167 USPQ 465 (Comm’r. Pat.
1970).

2338 Opposition and Reply [R-2]

37 CFR 1.638 Opposition and reply, time for filing opposition and
reply. (8) Unless otherwise ordered by an examiner-in-chief, any op-
position to any motion shali be filed within 20 days after service of
the motion. An opposition shall (I) identify any material fact set
forth in the motion which is in dispute and (2) include an argument
why the relief requested in the motion should be denied.
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file of any patent or tpplmuou involved'in the interference or any
earlier application filed in the United Ststes of which a party has
been accorded: or seeks to be accorded benefit.

(b) Proof may be in thc form of patcn!s. printed pubhcatlons, and
affidavits.

{c) When 2 party believes that testimony is necesssry to support
or oppose & preliminary motion under § 1.633 or & motion to: cor-
rect inventorship under § 1.634, the party shall describe the nature
of the testimony needed. If the examiner-in-chief finds that testimo-
ny s needed to decide the motion, the examiner-in-chief may grant
appropriate interlocutory relief and enter an order authonzmg the
taking of testimony and defefnng a decision oa the motion to final
hearing.

Section 1.639 sets forth the evidence which may ac-
company a motionu, opposition, or reply. Every mate-
rial fact alleged in a motion, opposition, or a reply
must be supported by proof. Section 1.639(b) author-
izes affidavits to be used as proof for any motion. The
affidavit may later be used by a party during the testi-
mony period (see §§ 1.671(e) and 1.672(b)). When a
party believes that testimony is necessary to decide a
motion under § 1.633 or § 1.634, the party must de-
scribe the nature of the testimony needed. If an exam-
iner-in-chief agrees that testimony is needed, appropri-
ate interlocutory relief will be granted and testimony
will be ordered.

It should be noted that if affidavits cannot be timely
prepared to be filed with a motion, the moving party
may wish to take advantage of paragraph (c) of
§ 1.639 which requires a party to specify any testimo-
ny needed to resolve a2 motion. A moving party or an
opponent may describe any testimony needed to re-
solve a motion under either § 1.633 or § 1.634. Often,
testimony is needed to resolve inventorship disputes.
Accordingly, a party may describe testimony needed
to resolve motions to correct inventorship under
§ 1.634. It should be noted that if a party relies solely
on affidavits in support of a motion (uander § 1.633 or
§ 1.634) and the issue raised in the motion is to be
considered at final hearing, the party must comply
with § 1.671(e).

Example. An intesfesence is declared with one count between
apphcatmn Al and application AJ. Applicant AH files a prelimi-
ngry motion under § 1.633(c)1) 1o redefine the interference by
adding a second count. In order to succeed, applicant AH must
show that the proposed count 10 be added is directed to a “sepa-
rate patentable invention™ (see § 1.601(n)) from the count already

in the interference. In the motion, applicant AH sets forth in
demi the testisnony which will be reqmred to prove that the sub-
jest matter of the proposed count is to a separate patentable in-

vention from the subject matter of the count in the interference.
Applicant AJ opposes the motion on the ground that the pro-

(ﬁmce. arder 0’ sltow leause; (g) A heating on & motion ‘may be held

in the ‘discretion..of - the . éxaminer-in-chief.. The - examiner-in-chief
 shall set the date. and time for, .any, hearing., The length ‘of oral argu-
" ment.at a hearmg ona motlon is a matter, wnhm the dlscreuon of

the examiner-in-chief. An’ exammer- chxef may dlrcct that a hear
ing take place by telephone. 7 -+

“(b) Motions will be decided by an examiner-in-chief. An' examin-
er-in-chief’ may consuit. with an examiner in deciding motions in-
volving a question of patentability. An examiner-in-chief may grant
or deny.any motion or take such other action which will secure the
just, speedy, and inexpensive determmatxon of the mtcrference

(1) When prefiminary motions under 8 1.633 are decided, the
examiner-in-chief will, when necessary, set a time for filing any
amendment to an application involved in the interference and for
filing a supplememal preliminary statement as to any new counts
involved in the interference. Failure or refusal of a party to.timely
present an amendment reqmred by an examiner-in-chief shall be
taken without further action as a disclaimer by that party of the in-
vention involved. A supplemental preliminary statement shall meet
the requirements specified in §8 1.623, 1.624, 1.625, or 1.626, but
need not be filed if a party states that it intends to rely on & prelimi-
nary statement previously filed under § 1.621(a). After the time ex-
pires for filing any amendment and supplememal preliminary state-
ment, the examiner-in-chief will, if necessary, redeclare the interfer-
ence.

(2) After a decision is. entered on preliminary motions filed
under § 1.633, e further motion under § 1.633 will not be considered
except gs provided by § 1.655(b).

(c) When a decision on any motion under § 1.633, 1.634, or 1.635
is entered which does not result in the issuance of an order to show
cause under paragraph (d) of this section, & party may filc a request
for reconsideration within 14 days after the date of the decision.
The filing of a request for reconsideration will not stay any time
period set by the decision. The request for reconsideration shall
specify with particularity the points believed to have been misap-
prehended or overlooked in rendering the decision. No opposition
to a request for reconsideration shall be filed unless requested by an
examiner-in-chief or the Board. A decision of single examiner-in-
chief will not ordinarily be modified unless an opposition has been
requested by an examiner-in-chief or the Board. The request for re-
congsideration shall be acted on by a panel of the Board consisting
of at least three examiners-in-chief, one of whom will normally be
the examiner-in-chief who decided the motion.

(&) An examiner-in-chief may issue an order to show cause why
Jjudgment should not be entered against a party when:

(1) A decision on a motion is entered which is dispositive of
the interference against the party as to all counts;

(2) The party is a junior party who fails to file a preliminary
statement; or

(3) The party is 8 junior party whose preliminary statement
fails to overcome the earlier of the filing date or effective filing
date of another party.

(e) When an order to show cause is issued under paragraph (d) of
this section, the Board shall enter a judgment in accordance with
the order unless, within 20 days after the date of the order, the
party against whom the order issued files a paper which shows
good cause why judgment should not be entered in accordance
with the order. Any other party may file & response to the paper
within 20 days of the date of service of the paper. If the party
against whom the order was igsued fails to show good cause, the
Board shall enter judgment against the party. If a party wishes to
take testimony in response to an order to show cause, the party’s
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ity which _arises in_the first instance in the interfer-
ence. For example, a party ‘may allege’ unpatentabﬂny
over a reference not previously considered;.-or may
_ attempt to add a count drawn to subject matter which
“was not previously examined. Consultation will not be
necessary where the examiner had -already ruled on
the pmantablhty question which comes before the ex-
aminer-in-chief or the Board.

The extent of the consultation will be determmed
by the examiner-in-chief; the examiner may be con-
salted merely on one point of patentability, or may be
asked to conduct a search of newly-presented counts
or claims. The consultation may be informal, as by a
telephone call, or may be by a more formal written
memorandum to the examiner.

It should be noted that nothing in § 1.640 authorizes
conferences between examiners-in-chief and examiners
in ex parte appeals under 35 U.S.C. 134 from an ad-
verse decision of an examiner.

_ In rendering a decision, the examiner-in-chief is not
limited to granting or denying a motion, but is also
emmweud to “take such other action which will
secure the just, speedy, and inexpensive determination
of the interference.” 37 CFR 1.640(b).

A party is entitled to reqguest reconsideration of a
decision on a motion by a single examiner-in-chief. An
opposmm to a request for reconsideration may not be
filed unless ordered by am ezaminer-in-chief or the
Board, but the decision by the single examiner-in-
chief will not normally be modified uniess an opposi-
tion has been requested. The request for reconsider-
ation will be acted on by a panel of the Board consist-
ing of at least three examiners-in-chief, one of whom
will normally be the examiner-in-chief who decided
the motion. It is believed that parties in interference
cases will fee! that their requests for reconsideration
are being more fully considered if more than ome
person considers their request. The two additional ex-
aminers-in-chief can consult with the examiner-in-
chief most familiar with the case, but can control the
decision on reconsideration by a majority vote. Use of
the esaminer-in-chief who decided the motion and
two additional examiners-in-chief (1) minimizes delay
which would occur if three new examiners-in-chief
were used who were unfamiliar with the record and
(2y minimizes the possibility thst reversible error oc-
curred if only the examiner-in-chief who decided the
motion also individually decided the request for re-
consideration.

After the decision on motions is rendered, the inter-
ference may take a number of different courses. If a
motion for judgment is granted, the examiner-in-chief
will issue an order to show cause against the party or
parties to whom the motion applies. Judgment will be
entered against the party or parties by the Board if

\_wme should be acsc;c;mpannd by @ motmn (5 l 635} requwmg .

..Tequest for. reconsideratio:
‘motions ‘would not be en

MA%AL OF PA"!‘ENT F.x,AMlNlNG Puocsmms

';come another piﬁy’s 'effectwe ﬁlmg date' otherw:se,
- the interference; proceeds: to the testimony:stage.:

The former: fules (37 CFR 1. 23l(d)) prowded that
f ision.on §1:231

could petmon the Commissioner under 37 CFR 1.244
for the exercise of supervisory authonty ‘with’ respect
to a motion decision. The revised rules. eﬁ'ectwely re-

' verse this arrangement by. prov:dmg that a. party may

request - that. the -Board - reconsider -an- examiner-in-
chief's decision on any motion, except “a' decision
granting a motion for judgment (37 CFR 1.640(c)).
On the other hand, the ability to petition a decision
on motions is sharply curtailed by the provision of 37
CFR 1.644(a)(2) that peutions seeking to invoke the
supervisory authority of the Commissioner may not
be filed prior to a decision by the Board awarding
judgment.

2341 Unpatentability Discovered [R-2]
37 CFR 164! Unpaveriability discovered by exgminer-in-chief,

. During the pendency of an interference, if the examiner-in-chief be-

comes aware of a resson why a claim corresponding 1o a count
may not be patentable, the examiner-in-chief may notify the parties
oftheremnmdsetamewrthnwiucheachpanymypmt
its views. Afler considering any timely filed views, the exmmer-m-
chief shall decide how the interference shall proceed,

If the examiner, while the interference is pending,
discovers a reference or other reason which he or she
bel:eves would render one or more of the parties’
cleurs corresponding to the count(s) unpatentable, the
reference or other reason should be brought to the at-
tention of the examiner-in-chief in charge of the inter-
ference. The examiner-in-chief will determine what
action, if any, should be taken in the interference.

2342 Addition io Interference [R-2]

37 CFR 1.642 Addition of application or patent io interference.
During the pendency of an interference, if the examiner-in-chief be-
comes aware of an application or a patent not involved in the intes-
ference which claims the same patentable invention as & count in
the interference, the ezaminer-in-chief may add the application or
patent to the interference on such terms as may be fair to all par-
ties.

Section 1.642 permits an examiner-in-chief to add a
newly discovered patent, as well as newly discovered
applications, to an interference since 35 U.S.C. 135(a)
authorizes interferences between applications and pat-
ents,

ExaMINER DISCOVERS ANOTHER APPLICATION OR
Patent DURING INTERFERENCE

If, during the pendency of an interference, the ex-
aminer discovers another application or patent claim-
ing subject matter which is the same as, or not paten-
tably distinct from, the invention defined in a count of
the interference, the examiner should bring the appli-
cation or patent to the attention of the examiner-in-
chief in charge of the interference. The examiner-in-
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“ ‘signee of Tecord in'the Patént and, TrademnkTOfﬁce ‘of the’ entire
. interest in an application or. patent mvalved in an:ifterference s en-
, titled to conduct, prosecuuon of the mtcti‘etence 1o the exclusion of
_the inventor.

(b) An assignee of a part interest in’ an applmuon or patent in-
- volved in aninterference may file a motion (€ 1.635) for entry of an
-order suthorizing it {0 prosecute the interference. The motion shall
show (I} the inability or refusal of the inventor to prosecute. the in-
terfesénce or (2) other cause why the ends of justice require that
the assignee of g part interest be permitted to pfosecute the interfer-
ence. The exemines-in-chiefl may allow the assignee of a part iter-

est to prosecute the interference upon such terms as may be appro-
priate.

2344 Petitions [R-2]

37 CFR 1.644 Petitions in interferences. (2} There is no appeal to
the Commissioner in an interference from a decision of an examin-
er-in-chief or 2 panel consisting of more then one examiner-in-chief.
The Commissioner will not consider a petition in an interference
unless:

(1) The petition is from a decision of an examiner-in-chief or a
penel and the examiner-in-chief or the pane! shall be of the opinion
(:) tlm the Mcmm involves g controlling question of procedure or

of & rule as to which there is 2 substantial ground
fmadaﬁmmoiomnmand(n)ehammmduted&mm
pemmn b*y the Commissioner may materially advance the ultimate
termination of the interference;

(2) The petition seeks to invcke the supervisory authority of
lheCommmmctmdmmﬂedprmmthedecmononthmrd
swarding judgment and does not relate to (i) the merits of priority
of invention or patentsbility or (i) the admissibility of evidence
under the Federal Rules of Evidence; or

(3) The petition seeks relief vader § 1.183.

() A petition nades paragraph (a}{(1) of this section filed more
than 15 days after the date of the decision of the examiner-in-chief
or the pane! may be dismissed as untimely. A petition under para-
graph (a)(2) of this section shall not be filed prior to decision by the
Board swarding judgment. Any peitition under paragraph (a)(3) of
this section shall be timely if it is made as part of, or simultanecusly
with, a proper motion under §§ 1.633, 1.634, or 1.635. Any opposi-
tion to & petition shall be filed within 15 days of the date of service
of the petition.

{c) The filing of a petition shall not stay the proceeding unless a
stay is granted in the discretion of the examiner-in-chief, the panel,
or the Commissioner.

{4y Any petition must contzin 8 statement of the facts involved
and the point or points to be reviewed and the action requested.
Briefs or memoranda, if any, in suppost of the petition or opposi-
tion shall sccompany or be embodied therein. The petition will be
decided on the basis of the record made before the examiner-in-
chwforthcpmelmdnonewewdencewﬂibemrdefedbyme

cmmissioner in deciding the petition. Copies of documents al-
mldy of record in the interference shall not be submitted with the
petition or opposition.

(ey Any petition under paragraph (a) of this section shall be ac-
companied by the petition fee set forth in § 1.17(h).

() Any requent for reconsiderstion of a decision by the Commis-
sioner shall be filed within 15 dsys of the decision of the Commis-
sioner and must be sccompanied by the fee set forth in § 1.17(h).
No opposition to s request for reconsideration shall be filed unless
requested by the Commissioner. The decision will not ordinarily be
modified unless such an opposition has been requested by the Com-

missioner.

(g) Where reasonably possible, service of any petition, opposi-
tion, or request for reconsideration shall be such that delivery is ac-
complished within one working day. Service by hand or “Eszpress
Mail” complies with this paragraph.

4 Unider §:1:644, petitions: to :the: Commissioner ‘are
-authorized in’ interferénce cases under certain restrict-
-.edconditions. . Petitions | in interferences have .in- the
“-past ibeen ‘the: source -of ‘substantial -delay.” Section
*1.644 attempts to'minimize those delays. Section 1.644
“authorizés a petition to thé Commissioner from a deci-

sion of an examiner-in-chief or'a"panél ‘when the ex-

‘aminer-in-chief or the panel shall be of the opinion (1)

that the decision involves a controlling question of
procedure or an mterpretatlon of a rule as to which
there is a substantial ground for a dlfference of opin-
jon and (2) that an immediate decision on petition
would materially advance the ultimate termination of
the interference. The standard is intended to be analo-
gous to that of a district court certifying a question to
a court of appeals under 28 U.S.C. § 1292(b). A peti-
tion can be filed seeking to invoke the supervisory au-
thority of the Commissioner. However, the petition
cannot be filed prior to entry of judgment and cannot
relate to the merits of priority or patentability or the
admigsibility of evidence under the Federal Rules of
Evidence. A petition may also be filed secking waiver
of a rule. A fee as set forth in 37 CFR 1.17(h) is
charged for each petition and for each request for re-
consideration of a decision on petition. Any petition
will be decided on the record made before the exam-
iner-in-chief or the Board and additional evidence
cannot by submitted with the petition. An opposition
cannot be filed unless ordered by the Commissioner.
Where reasonably possible, service of a petition must
be such that delivery is accomplished within 1 day.
Service by hand or “Express Mail” complies with this
requirement.

When a PTO employee is granted authority to
decide a petition under § 1.644(i) in an interference
case, the employee will not be the examiner-in-chief
handling the interference or an employc2 on a panel
of the Board deciding the petition. It is expected that
an employee deciding a petition by delegation of au-
thority will be one who could exercise independent
judgment on the petition bearing in mind that a peti-
tion will be decided on the record made before the
examiner-in-chief or the panel. In connection with this
latter point, findings of fact by an examiner-in-chief or
the Board will be presumed to be correct unless
shown to be clearly erroneous. Discretionary action
by an examiner-in-chief or the Board will not be over-
turned unless it is shown that an abuse of discretion
occurred.

A petition under § 1.644(a)(2) cannot be filed until
after the Board has entered judgment and the petition
cannot relate to the merits of priority of invention or
patentability or a question of whether evidence is ad-
missible under the Federal Rules of Evidence.
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duucs, the Commnssxoner cannot usurp the functlc“s

-or - impinge upon - the i jurisdictioni of / the
de IRPIRF mtablishedsby 35 ;U:S.C: :"5135;’!tf1n:ref'Dtl'Ic-
- insom, 299 F.2d-954,.958, 133 USPQ 39, 43 . (CCPA
1962). See:also: Mpers v. Feigelman, supra, 455 F.2d at
. 599 n.. 8, 172 USPQ at: 583: n. 8. However; ‘it is also
. tree. that the Commissioner: “shall _superintend. oz per-
form all dutles required by law respecting . the grant-
ing and issuing of patents . .;..” 35 US.C. §6;
Kingsland v. Carter Carburetor Carp, 83 U.S. App.
D.C. 266, 168 F.2d 565, 77 USPQ 499 O.C. Cir.
1948); In re Staeger, 189 USPQ 284, 285 n. 2
(Comm’r. Pat. 1974). The Commissioner, subject to
approval of the Secretary of Commerce, establishes
the procedure by which the examiner-in-chief and the
Board will consider interference cases. 35 U.S.C. 6.
See also 35 U.S.C. 23 relating to affidavits and deposi-
tions.
Under the rules, the Commissioner will not deter-
mipe on petition either “priority of invention™ or
“pmamabmty » See § 1.644{2)(2). Likewise, the Com-
missioner will not consider whether evidence should
have been admitted or excluded under the Federal
Rules of Evidence. The PTO believes that the Feder-
al courts, which routmeiy rule on adnusmbnhty under
the Federsl Rules, are in a betier position to deter-
mine whether the Board propetly interpreted the Fed-
eral Rules of Evidence.

While the Commissioner will not decide “priority
of invention” or “patentability” under 35 U.S.C.
13%(a), it does not follow that the Commissioner is
precluded from interpreting PTO rules on procedural
matters, including procedural matters related to the
admissibility of evidence on some basis other than the
Federal Rules of Evidence, e.g., whether a party has
complied with a PTO rule such as § 1.671(e) (proce-
dure for relying on affidavitsy or § 1.671(g) (permis-
sion required for obtaining evidence by subpoena).

2345 Extension of Time [R-2]

37 CFR 1.645 Extension of time, late papers, stay of praceedmgx (@)
A pasty may fi file 8 motion (§ 1.635) seeking an entension of time to
take action in an interference, to file a notice of appeal (§§ 1.302,
EW),mwcmnmcnccamlmm(%ims 1.304). The motion
shall be filed within sufficient time to actustly reach the examiner-
in-chief before expimm of the time for takmg action, filing the
Botice, of wmmc.wmg the civil action. A moving pasty should not
assume that the motion will be granted even if there is no objection
by smy other party. The motion will be denied unless the moving
pasty shows good cause why an entension should be granted. The
press of other business arising after an examiner-in-chief sets 2 time
for taking action will not normally constitute good cause. A motion
secking additional time to take testimony because a party has not
been ghle 1o procute the testimony of & witness shall set forth the
name of the witness, any steps taken to procuse the testimony of
the witness, the dates on which the steps were taken, and the facts
expected (o be proved through the witness.

{6y Any paper belatedly filed will not be considered except upon
motion (§ 1.635) which shows sufficient cause why the paper was
not timely filed.

(c} The provisions of §1.136 do not apply to time periods in
interferences.

' MANUAL op mmm BXAMINING paocenum—: :

!’d) la an appmpmteimtcummce, an:examiner-in-chief may‘my

ence or to seek-judicial review.: The -moticih miust be

. filed within sufficient time to actually reach.an exam-
.iner-in-cheif prior.to. explmuon of .the time. for . takmg
-action.Under § 1.645,-a moving party-cannot assume
" that & motion for an extension of tifie' will be granted
. Under § 1.610(d)(6),.a request for an, extensxon ‘of time
‘can be made oraily and an: appropriate order will then
~-be entered ‘thus -eliminating' considerable ‘paper work.
~The order ‘will be the writién récord of ‘the request
‘and ' decision. See 37 ‘CFR 1.2. Extensxons of time

have in the past caused numerous. delays in interfer-
ence cases. Under previous  interference practice,
some delays were ceused because attorneys and
agents on many occasions,  unexpectedly received
orders setting times. Under the revised practice, attor-
neys and agenis can expect times to be set for filing
preliminary statements, preliminary motions, motions
for additional dlscovery, testimony, and briefs after a
conference call. It is expected that use of conference
calls will penmt an examiner-in-chief and attorneys or
agents for parties to set a time schedule which is mu-
tually satisfactory. A motion to extend time will not
be granted unless a party shows good cause. The use
of conference calls will allow schedules to be set
before orders setting time are entered and therefore
the press of other business which arises after the ex-
aminer-in-chief and attorneys and agents agree to
times will not normally be considered good cause.

Section 1.645(a) specifies the procedure to be used
when a written motion is filed. It should be noted that
an examiner-in-chief may require a written motion
notwithstanding a conference call.

When counsel and an examiner-in-chief agree to a
schedule and times are set, the parties are expected to
adhere to the schedule unless there are unusual cir-
cumstances. Apart from work that counsel may have
in an interference, an examiner-in-chief has a docket
and must manage not only the interference involving
counsel, but numerous other interferences. The U.S.

Court of Appeals for the Federal Circuit recently said

the following in Rosemount, Inc. v. Beckman Instry-
ments, Inc., 727 F.2d 1540, 1549-1550, 221 USPQ 1,
10 (Fed. Cir. 1984):

“The conduct of & trial, granting of continuances

and the like, is not, however, solely or entirely a

matter of balancing conveniences of the parties.

The Federal Rules of Civil Procedure recognize an-

other consideration—the need for the exercise of

discretion by the trial court in carrying out its duty
of managing the judicial process, the business of the
court, and the administration of justice.”

However, the rules recognize the need for the exer-
cise of discretion of an examiner-in-chief in carrying
out his or her duty of managing the interference
(§ 1.610), the business of the PTO (§ 1.610), and the
administration of justice (§ 1.601).
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‘bemvedaspmof ‘pu'ty’sreoo:ﬂ‘WerﬂGSXc)

) @)S«vneshﬂlbemmmuaeymaganl‘orapmy Ifthete
'unomomeyaragentfm-mepmy service shall be on the party.
,Anexammer-m-cmefmayocdetnddmmﬂserwceorwaweserwce
‘where appropriate.”

{c) Unless otherwise ordered by an exummer-m-clmf or except
uotherwwepwvxdedbytmw(,servweofapnpershanbe
made e follows:

(1) By handing a copy of the paper to the person served.

(%) By leaving 8 copy of the paper with someone employed by
the person st the person’s usual place of business.

(3} When the person served has no usual place of business, by
feaving & copy of the peper &t the person's residence with someone
of suitsble age and discretion then residing therein.

(4) By malling & copy of the paper by first class mail; when
mvweubymndtbed&teefmﬂmguregardednstbedateof

(ﬂ%hnmwmmdmemmeﬁm-chwf
that nome of the ebove methods of oblaining or serving the copy of
the pager wes successful, the euaminer-in-chief may order service

- publication of an spproprisse notice in the Officlal Gazeite.

(d)AneamummacMmorderthatapaperbemedby
hiead or Iail™.

(ey Proof of service must be made before & paper will be consid-
ered in an isterference. Proof of service may appesr oa or be af-
fized to e peper. Proof of service shall include the date and
manmer of sesvice. mmcwewwmdmmunderpuagnph
{eX{1) theough (c)(3) of this section, proof of service shall include
the names of any person served and the person who made the serv-
ice. Proof of service may be made by ga eckaowledgment of serv-
ice by or on behelf of the person served or & statement signed by
m;mymmemfsmmymamtcmmgmemfom
tion required by this sectioa. A stetement of an attorney or agent
attached o, or appearing in, the paper wating the date and manner
of service will be accepted g prime facie proof of service.

2347 Trauslations [R-2]

37 CFR 1,667 Translation of documens in foreign language. When
8 pasty relies on a document in g language other than English, a
translstion of the document into Eaglish and an affidavit attesting
to the sccurecy of the translation shall be filed with the document.

Under § 1.647, when a party relies on a2 document
in a non-English language, an English language trans-
lation of the document and an affidavit attesting to
the accuracy of the transiation will be required. The
rule applies to any document, including evidence sub-
mitted with motions, foreign applications for which a
perty seeks benefit, testimony, and exhibits introduced
in evidence during testimony.

2351 Times for Discovery and Testimony [R-2]

37 CER 1,651 Setting times for discovery and lﬁklrm testimony, par-
thes entitled to toke testimony. (8) At an appmﬁmte stage in an inter-
ference, an examiner-in-chief shelf set (1) & time for filing motions
(6 1.635) for additional discovery under § 1.687 (c) and (2) testimo-
ny periods for taking any necessary testimony.

(b) Where appropriate, testimony periods will be set to permit a

party to:
(1) present its case-in-chief and/or case-in-rebuttal and/or

(2) cross-examine a6 opponent’s case-in-chief and/or & case-in-
rebuttal.

d ‘has be: it &n ‘Opponent to
tior totheearher ‘of the filing’

(d) Tatunony shall be mken dunng the testunony penods set
underpamgmph(a)ofth:ssecuon L

Under § 1. 651, after a declslon is’ entered on prellm-
inary motions, an exanuner-m—chxef sets .times for
filing motions for ‘additional discovery and for taking
testimony. Any motion for additional discovery will
be to obtain answers to interrogatories, requests for
admissions, and documents and things necessary for a
party to prepare its case-in-chief.

2352 Judgment for Failure To Take Testimony
or File Record [R-z]

37 CFR 1.652 Judgment jbrfa:lure to take te.mmany or file record.
If & junior party fails to timely take testimony authorized under
§ 1.651, or file a record under § 1.653(c), an examiner-in-chief, with
or. without a motion (§ 1.635) by another party, may issue an order
to show cause why fudgment should mot be entered against the
Jjunior party. When an order is xssued under this section, the Board
shall enter judgment in sccordance with the order unless, within 15
days after the date of the order, the junior party files a paper which
shows goods cause why judgment should not be entered in accord-
ance with the order. Any other party may file & response to the
paper within 15 days of the date of service of the paper. if the
party against whom the order was issued fails to show good cause,
the Board shall enter judgment against the party.

2353 Record and Exhibits [R-2]

37 CFR 1.653 Record and exkibits. (a) Testimony shall consist of
affidavits under §§ 1.672 (b) and (e), transcripts of depositions under
§6 1.672 (b) and (c), agreed statements of fact under § 1.672(f), and
transcripts of imterrogatories, cross-interrogatories, and recorded
answers under § 1.684(c).

(b) An affidavit shall be filed es set forth in § 1.672 (b) or (e). A
certified transcript of 2 deposition including a deposition cross-ex-
amining an affiant, shall be filed as set forth in § 1.676. An original
agreed statement shall be filed as set forth in § 1.672(f). A transcript
of interrogatories, cross-interrogatories, and recorded answers shall
be filed as set forth under § 1.684(c).

(c) In addition to the items specified in paragraph (b) of this sec-
tion and within a time set by an examiner-in-chief each party shall
file three copies end serve one copy of a record comsisting of:

(1) An indesx of the names of each witness giving the pages of
the record where the direct testimony and cross-examination of
each witness beging.

(2) An inden of exhibits briefly describing the nature of each
exhibit and giving the page of the record where ezch exhibit is first
identified and offered into evidence.

{3) The count or counts.

(4) Bsch (l) affidavit, (if) transcript, including transcripts of
cross-examination of any affiant, (iii) agreed statement relied upon
by the party, and (iv) transcript of interrogatories, cross-interroga-
tories, and recorded answers filed under paragraph (b) of this sec-
tion.

(5) Each notice, official record, and publication relied upon by
the party and filed under § 1.682(2).

(6) Any evidence from another interference, proceeding, or
action relizd upon by the party under § 1.683.
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'r&ymﬁlﬁss -
<:/(d) The pages.of the tecmdskaubecompuuvely.,
o (e)Tbemeofwhmmmslwﬂappea@ the to
»..‘mhafﬁdavntm

Amappearm at léast 11 pomt typeon
Marging must be justified. “Footnotes may ‘not pmtedmtype
smalier than 9 point. 111epagestzeshallbe8%by 1 incles (21.8
by279cm)thhtypematter6%by9%1nche¢(l65by24!cm)
Thcmordshallbeboundtolwﬂatwhenopen.

(k) When the secord is typewritten, it must be. clearly Eegtb!c on
opugoe, unglized, dursble paper ‘approximately 8% by 11 inches
(21.8 by 27.9 cm.) in size (letter size). Typing shall be double-
speced on one side of the paper in not émaller than pica-type with a
mergin of 1% inches (3.8 cm.) on the left-hand side of the page.
The pages of the record shell be bound with covers at their left
edmmmhmnwmheﬂztwhcnopmmmormvolm
of convenient size (approximately 100 pages per volume is suggest-
ed). Multigraphed or otherwise reproduced copies conforming to
the standards specified in this paragraph may be accepted.

0&chpmyshaﬂﬁlenscxhlbmwnhtherMspemﬁedm
paragraph (c) of this section. One copy of each documentary exhib-
it shall be served. Documentary exhibits shall be filed in an envelop
@rfoﬁdamdxhdlmbebomdmpmofﬂwmd Physical ex-
Eibits, if not filed by an officer under § 1.676(d), shall be filed with
thbe record. Each exhibit shall contain & label which identifies the

submumgtheethu»dmebeunumbet.maﬂcoﬂhe
mnerference (e.g., Jones v. Smith), and the interfecence number.
Wﬁerepombk mmnmwwnmmmnmm
corper of each documentary exhibit. Upon teemination of an inter-
ference, an examiner-in-chiel may return an esghibit to the perty
filing the exhibit. When any exhibit is returned, the examiner-in-
chief shall enter an appropriate order indicating that the exhibit has
been returned. ’
(i) Any testimony, record, or exhibit which does not comply
with this section may be returned under § 1.618(a).

Section 1.653 sets out what shall be in the record to
be considered by the Board at final hearing. The
record continues to be printed or typed on paper 8%
inches by 11 inches in size. Accordingly, when a
party files an affidavit, the party should use 8% by 11
inch paper for the affidavit.

2354 Final Hearing [R-2]

37 CFR 1.654 Final kearing. (a) At an appropriate stage of the
imterference, the parties will be given an opportunity. to appear
before the Board to present oral ergument ot & final hearing. An
essminer-in-chief shall get 3 date and time for final hearing Unless
otherwise ordered by an examines-in-chief or the Board, each party
will be entitled to no more than 60 minutes of oral srgument at
fing] hesring,

(b) The opening asgument of a junior party shall include a fair
suterment of the junfor perty's case and the junior party’s position
Wﬂh respect to the case presented on behdfofmy other party. A

junior party msy reserve s portion of its time for rebuttal,

(c)hmysmtﬁmbemtiﬂwwumﬂmmammm
doned, suppressed, or concesled on sctusl reduction to practice
mﬁmam»wmdefﬂmzwmmﬁymed

(& Afver final hearing, the interfesence shafl be taken under ad-
visement by the Boasd. No further paper shall be filed except under
§ 1.658(b) or a1 suthorized by an ensminer-in-chief or the Board.
Mo sdditional oral ergument shall be had unless ordered by the

Boasd.

Section 1.654 continues the practice or holding a
final hearing where oral argument may be presented
by all parties. No fee is chm'ged for appearing at oral
argument at final hearing in an interference.

- (7) Each request foranadmm an/and the admissios aMuch S
mm@mm&mwwhchammmdsm‘»-

MANUAL OF PATENT EXAM!NING‘PROCEDURE

® A ptny shall not be'entnled to rame for consideration at ﬁnal

;heamsummterwmchpmpcﬂycouldhavebeennisedbya
.motion vader §§ 1.633.or 1.634 uniess (1) the motion was properly

filed, (Z)themtterwuproperlyrmedbyapanymmcpposmon
to s motion under §§1.633 or 1.634 and the motion. was granted
over. the opposition, or (3) the party shows, good cnuse why the
muewunmumdymedbymomoroppwﬁon

() To prevent manifest injustice, the Board may consider an
mevmthoughnwouwmtotberwuebeemltledtocomder
ation under this section.

Section 1.655 specnﬁes fie matters’ whlch can be
considered in rendering a f nal decision. Patentability
is an issue which may be. raised. The Board cai also
consider whether any interlocutory order  was mani-
festly erroneous or an abuse’ of discretion, although
any intetlocutory order will be presumed to be ‘cor-
rect and the burden of showing error shall be on the
party attacking the order. This last procedural provi-
sion permits the Board to correct any manifest error
before a party seeks judicial review of an interlocuto-
ry order along with judicial review of the Board’s
final decision.

Patentsbility will initially be determined by a single
examiner-in-chief. See §§ 1.610(a) and 1.640(b). If the
examiner-in-chief determines that a claim of a party is
unpatentable to that party, an order to show cause
why judgment should not be entered as to that claim
will be issued to that party. See § 1.640(d). If a re-
sponse to the order to show cause is filed, a decision
will be entered by the Board. See §§ 1.610(a) and
1.640(¢). If the Board determines that the claim is not
patentable to the party, a final decision and judgment
will be entered holding the claim to be unpatentable.
Review of the final decision and judgment is by judi-
cial review under 35 U.S.C. 141 or 146. 1t shouid be
noted, however, that if there are other claims in the
party’s application or patent which arc deemed to be
patentable, an interlocutory order will be entered
holding only that certain claims are unpatentable. A
final order holding those claims unpatentable will be
entered after final hearing on other issues. Such a
practice will avoid piecemeal judicial review.

2386 Briefs for Finel Hearing [R-2)

37 CFR 1.656 Brigfs for final hearing. (s) Each party shall be enti.
tled to file briefs for final heasing, The examiner-in-chief shall de.
termine the briefs needed and chall set the time and order for filing
briefs.

(b) The opening brief of a junior pasty shall contain under appro-
priste headings and in the order indicated:

(1) A table of contents, with page references, and & table of

cases (alphabetically arranged), statutes, and other suthorities cited,
with references (o the pages of the brief where they are cited,
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(3) A stateiient 'of the facts relevanr to the issues. présented fdr
imm with apptopriate references to the record;

i (4)Anugmwhachmaybepwcedeal;§asummaryy "

wlnch shall contain the contentions of the:party with:respect. to, the
! ‘ . t_h citations to the
‘cases, statutes; other. aulhonues, and pans .of: he recotd gelled on.
(5).A short conclusion stating the precise relief, teqnwtc'd
1(6) An appendix comtaining a COpY, ot‘ the oounts. e
(c)'l'!u:opemng!mefoﬂhescmor ‘ hal

(l)amtememofmemesandofthefactsneedaotbemade
unless the pasty is dissatisfied with the statement in the opéning
btief of the junior perty end .

(2)mappendnxmmmmgacopy ofthecounismeed not be
mcluded if the copy of the counts in thc openmg bmfof thc junior
party is correct.

{d) Briefs may be printed or typewritten. iIf typewmten. Jegal-
size paper may be used. Theopemngbnefofmhmymexcess
of 50 legal-size double-spaced typewritten pages or any other brief
in excess of 25 legal-size double-space typewritten pages shall be
printed unless a satisfactory reason be given why the brief should
not be printed. Any printed brief shell comply with the require-
ments of § 1.653(g). Asy typewritten brief shall comply with the re-
quirements of § 1.653(k), except legal-size paper may be used and
the binding and covers specified are not required.

(€) An osiginal and three copies of each brief must be filed.

{fy Any brief which does not comply with the remrements of
this section mey be returned under § 1.616(a).

(g} Any pesty, seperate from its opening brief, but filed concur-
thesewith, may file an original and three copies of concise
findings of fact and conclusions of law. Any proposed

findings of fact shall be supposted by specific referemces to the
record. Any proposed coaclusions of law shall be supported by ci-
tation of cases, sistutes, or other authority. Any opposing party,
from its openiag or veply brief, but filed comcurrently
therewith, maey file a paper accepiing or objecting to say proposed
ings of fact or coaclusions of law; when objecting, & reason
paust Be given. The Board may adopt the proposed findings of fact
and conclusions of law in whole or in part.

(h) If & pesty wants the Board in rendering its final decision to
rule on the edmissibility of any evidesce, the party shall file wiih
mmngbtwfmwgmﬁmdthreecopmofamm(ﬁmﬁ)
to suppress the evidence. The provisions of § 1.637(b) do not apply
to & motion to suppress under this paragraph. Any objection previ-
ously made to the admissibility of an opponent’s evidence is waived
unless the motion required by this paragraph is filed. An original
and three copies of an opposition to the motion may be filed with
a8 opponeat’s opening brief or reply brief as may be zppropriate.

() When a junior party fails to timely file an openiag brief, an
osder mey issue requiring the junior party to show cause why the
Boasrd should not treat failure to file the brief as a concession of
pmmy If the junior party fails to sespond within a time period set
in the order, judgment may be entered against the junior party.

Once the parties have filed their evidentiary
records, times will be set for filing briefs, and then the
case will be set for hearing. 37 CFR 1.656 is specific
as to the contents of the briefs.

in large measure, § 1.656 follows the requirements
of Rule 28 of the Federal Rules of Appellate Proce-
dure. An original and three copies of a brief are re-
qun'ed Under § 1.656(h), if a party wants the Board
in rendermg its final decision to rule that any evi-
dence is inadmissible, the party must file with its
opening brief an original and three copres of a motion
to suppress the evidence. Any previous objection to
the admissibility of evidence is waived unless the
meotion to suppress is filed. This procedural provision
makes clear that an objection to the admissibility of
evidence must be renewed at final hearing and will be

INTERFERENCE

. consxdewd by ‘the .Board m rendering its final dec1

2388

timely:file:an »openmg;btief
1ay: berissued: against hc '

37 CFR L6 Burden of pmof as io. date of invention. A(rcbunable

.presumpm shﬂl exist:that, as, to_each count, the inventors made

.the; chronological order, of zhe earher of ‘their

o hcrwmc,

......

shall enter & decmon resolvmg ‘the issues ralsed at final hegring.

“The decision may- (1) enter: judgment, in/whole or in part, (2)

remand the interfer=nce to an. examiner-in-chicf for further proceed-
ings, or (3} take further action not inconsistent with law. A judg-
ment as to a count shall state whether or not each party is entitled
to a patent ccmmmng the claims in the party’s patent or application
which correspond to the count. When the Board enters a decision
awarding judgment as to all counts, the decision shall be regarded
as a finaj decision..

(b) Any request for reconsideration -of ‘a decision under para-
graph (a) of this section shall be filed within 14 days after the date
of the decision. The request for reconsideration shall specify with
pa.mcuhmy the points believed to have been misapprehended or
overlocked in rendering the decision. Any reply to a request for

. reconsideration shall be filed within 14 days of the date of service

of the request for reconsideration. Where reasonably possible, serv-
ice of the request for reconsideration shall be such that delivery is
asccomplished by hand or “Express Mail.” The Board shall enter a
decision on the request for reconsideration. If the Board shall be of
the opindon that the decision on the request for reconsideration sig-
nificantly modifies its original decision under paragraph (a) of this
section, the Board may designate the decision on the request for re-
consideration 88 & new decision.

{c) A judgment in an interference settles all issues which (1) were
raised and decided in the interference, (2) could have been properly
raised and decided in the interference by a motion under § 1.633 (2)
through (d) and (6} through (j) or § 1.634 and (3) could have been
properly raised and decided in an additional interference with a
motion under § £.633(e). A losing party who could have properly
moved, but failed to move, under §§ 1.633 or 1.634, shall be es-
topped to tske ex parte or inter partes action in the Patent and
Trademark Office after the interference which is inconsistent with
that party’s failure to properly move, except that a losing party
shall not be estopped with respect to any claims which correspond,
or properly could have corresponded, to a count as to which that
party was awarded a favorable judgment.

In its final decision, the Board can (1) enter judg-
ment, in whole or in part, (2) remand the interference
to an examiner-in-chief, or (3) take further action not
inconsistent with law. A judgment as to a count will
state whether or not each party is entitled to a patent
containing claims which correspond to the count.
When judgment is entered as to sll counts, the deci-
sion of the Board is considered final for the purpose
of judicial review. Section 1.658(c) defines the doc-
trine of interference estoppel as it is to be applied in
the PTO after an interference is terminated. The defi-
nition of interference estoppel is designed to encour-
age parties in interference cases to settle as many
issues as possible in one proceeding. Section 1.658(c)
creates an estoppel both as to senior and junior parties
unlike the previous practice (37 CFR § 1.257) which
limited estoppel in some instances to junior parties.
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2359

An estoppel will-not apply‘ v;nth rwpect to any clauns '
wluch correspond for; w}uch properly could have cor-
h the :

ed 2 favorable Judgment e %

After the Board of, Paten Ap
ences has rendered a final decision in an interference,
the losing - party . may. either. appeal .to: the. Court: of
Appesls for the Federal Circuit; under 35.U.S.C.. 141,
or file a civil’ action in a United States district court,
under 35 U.S.C. 146. Upon ‘the filing of an ‘appeal to
the Court of Appeals for the Federal Circuit, thé op-
posing party may elect to ‘have the- proceeding  cos-
ducted in a district court. In either event, the files
will be retained at the Board until the court proceed
ing has terminated. (The PTO may, but normally does
not, issue the application of a winning party in an in-
terference involving only applications, notwithstand-
ing the filing of a civil action under 35 U.S.C. 146 by
the losing party. See Monaco v. Watson, 270 F.2d 335,
122 USPQ 564 (D.C. Cir. 1959).) ,

2359 Board Recommendation [R-2]

37 CFR 1659 Recommendation. (a) Should the Board have
knowledgc of any ground for rejectmg any spplication claim not
involved in the judgment of ‘b -7 -ence, it may include in its
decision a recommended rejecuua . L cleim. Upon resumption of
ex parte prosecution of the spplication, the examiner shall be bound
by the recommendation and shail enter end maintein the recom-
mended rejection unless an amendment or showiag of facts not pre-
vicusly of record is filed whsch,mmeopmonuftbeexmmer.
overcomes the recommended rejection

(6) Should the boasd have knowkedge of any gmmd for reexam-
ination of @ patent invoived in the interference as 1o & patent claim
not involved in the judgment of the interference, it may include in
its decision a recommendation to the Commissioner that the patent
be reexamined. The Commissioner will determine whether reexam-

ingtion will be ordered.
{¢) The Board msy make say other recommendstion to the ex-

aminer or the Commissioner 2s may be appropriate.

Under § 1.659, the Board can make recommenda-
tions to examiners and the Commissioner, including
recommendations that application claims not involved
in the interference be rejected and that a patent be re-
examined as to patent claims not involved in the inter-
ference.

When a patent is involved in an interference each
claim of the patent will be designated to (1) corre-
spond to a count or (2) not correspond to a count. All
claims which are ultimately determined to correspond
to a count will be “involved in the judgment of the
interference,” Inasmuch as they are involved in the
judgment of the interference, there is no need to rec-
ommend reesamination of those claims. The claims in-
volved in the interference are either patentable or un-
patentable based on the final decision of the Board.
Section 1.659(b) merely authorizes the Board to rec-
ommend reexamination cf patent claims which (1) are
not involved in the judgment and (2) for one reason
or another neither party saw fit to move to designate
as corresponding to a count.

2360 Notice of Reexamination, Reissue, Protest
or Litigation [R-2]

37 CFR 1.660 Notice of reexamination, reissue, protest, or llngatlan
(a) When a request for reexamination of s patent involved in an in-

MANUAL GF PATENT ExAmM\aG' PROCEDURE R

: m&xuoc is filed, the patent owner shall notify
o lmhysofmcexvmg noncethatthemqwt wasfiled

'__§ 146.

the b _Boar

(&) When: aa_ dpplication for;reissueris: filed; b,

volved it an mterferenoe, the: patentee:shall noufy the. Bonrd wlthm

10 &ys of the ‘day the: apphcatwn for: reissue: is filed
& protest undet §:1.29V ig-filed against an" appllauon
Srenc the apphct_mt ‘shall‘notify- the Board

' Under § 1. 660 a party is requlred to~ notxfy the

‘Board when the party’s patent or, application becomes

involved in other PTO proceedings (reexamination,
reissue; or protest) or litigation. The requirements of
§ 1.660 are designed to keep the PTO and a party’s
opponent informed of activity which is relevant to an
interference. These rules attempt, to the extent possi-
ble, to c.iminate procedural surprise. Inasmuch as mail
delays occur and the PTO cannot react instantaneous-
ly to every paper filed in connection with every ap-
plication or patent, the provisions of § 1.660 are be-
lieved helpful in preventing surprise on the part of
opponents and unnecessary work by examiners-in-
chief or the Board due to a lack of knowledge of rele-
vant activity which may be taking place in the PTO.

REISSUE APPLICATION FILED WHILE PATENT IS IN
INTERFERENCE -

37 CFR 1.660(b) requires the patentee involved in
the interference to notify the Board of Patent Appeals
and Interfereiices of the filing of the reissue applica-
tion within 10 days of its filing date.

The reissue application may be the subject of a
motion under 37 CFR 1.633(h), or may have been
filed under 37 CFR 1.662(b) for the purpose of avoid-
ing the interference. Before taking any action on the
reissue, the primary examiner should consult the ex-
arniner-in-chief in charge of the interference. It is par-
ticularly important that the reissue application not be
granted without the approval of the examiner-in-chief.

2361 Termination of Interference After Judg-
ment [R-2]

37 CFR 1,661 Termination of interferenice after judgment. After a

final decision is entered by the Board, an interference is considered

terminated when no appeal (35 U.S.C. 141) or other review (35
U.S.C. 146) has been or can be taken or had.

Section 1.661 sets forth when an interference is
considered terminated after a judgment is entered in
the interference., For the purpose of filing copies of
settlement agreements under 35 U.S.C. 135(c), if an
appeal or civil action is not filed, the interference is
considered terminated as of the date the time for
filing an appeal or civil action expired. 37 CFR 1.661;
Tallent v. Lemoine, 204 USPQ 1058 (Comr. 1979). See
atep Nelson v. Bowler, 212 USPQ 760 (Comm'r. Pat.
1981). If an appeal is taken to the Court of Appeals
for the Federal Circuit, the interference terminates on
the date of receipt of the court’s mandate by the
PTO. In re Jones, 542 F.24 65, 191 USPQ 249 (CCPA
1976). If a civil action is filed, and the decision of the
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Ri37: CFR 1.662° Regusst: for entry: of :adverse judgme)
by patentes . (a) A party may, at;any ume dpnng

3 concesslon "of pnonty ori unpa!enwtnhty of the
smbject igtter of 4 'count,: :abandonmient of the invention defined by
& count, of abandoamient of the contest as.to.a count will be treated
85 a request for entry of an adversc Judgmcnt agmnst the applmt
or patentee as to all claims which ‘correspond to" the count. ' Aban-
donment of an application by an applicant, other-than ‘aa. applicant
for reissue having e claim of the patent sought to be reissued in-
volved in the interference, will be treated as & request for entry of
.an edverse judgment against the applicant as to all claims corre-
sponding to alf counts. Upon the filing by a party ‘of & request for
emry of an adverse Judgmem, thc Board may enter judgment

against the party.

(b) If a patentee mvolved in an mtcrfctem:e f les an application
for reissue during the interference and omits all claims of the patent
corresponding to the counts of the interference for the purpose of
avoiding the interference, judgment may be entered against the pat-
entee. A patentee who files an application for reissue other then for
the purpose of avoiding the interference shell timely file a prelimi-
nary motion under § 1.633(h) or show good cause why the motion
could not have been timely filed. - -

(c) The filing of & statwtory disclaimer under 35 U.S.C. § 253 by
8 patentee will delete any statutorily disclaimed claims from being
involved in the interference. A latutory disclaimer will not be
treated as a request for entry of an adverse judgment against the
patentee unless it results in the deletion of el petent claims corre-
spounding to a coum.

Section 1.662 provides that a party may request
that an adverse judgment be entered. The section also
provides that when a written disclaimer (not a statu-
tory disclaimer), concession of priority or unpatenta-
bility, abandonment of the invention, abandonment of
an application, or abandonment of the contest is filed,
the disclaimer, concession, or abandonment will be
treated as a reguest for entry of an adverse judgment.
Section 1.662(b) provides that when a patentee files a
reissue application and omits all claims of a patent
corresponding to the counts of an interference for the
purpose of avoiding the interference, judgment will
be entered against the patentee. Under §1.662(c), the
filing of a statutory disclaimer will not be treated as a
request for entry of an adverse judgment unless all
patent claims corresponding to a count are disclaimed.
Under § 1.662(d), if after entey of a judgment or after
filing of a statutory disclaimer no interference exists,
the interference will be terminated as to any party
against whom judgmem has not been entered and any
further prosecution of any application involved in the
interference will be ex parte before the examiner.

When some of the patent claims corresponding to a
count are diﬁclaimed, the interference proceeds on the
basis of the remaining claims which correspond to the
count. If all patent claims corresponding to a count
are disclaimed, judgment will be entered. The third
sentence of § 1.662(a) does not apply to an application
which is not involved in an interference. If an appli-
cant files a continuation-in-part application and suc-
cessfully moves (§ 1.633(d)) to substitute the continu-
ation-in-part for the application involved in the inter-

_ ference, abandonmentiof the apphcatlon ongmal
- volved in the~mtert‘erm *would have*'
) the mterference _

dlstrxct court is noi ;paealed the mterference termi-

presented by the upphcant subject ‘1o the. provmns of

th:smbputprovxdedpmmutwaofthcapplmummnmomer
wise closed. - -

®) After Judgment, the upphcauon of nny party may be hcld sub-
ject to further enmmmon mcludmg an mterfcrence with mothcr

application.

The files' are not retumed to the examining group
until after termination of the interference. Jurisdiction
of the examiner is automancally restored with the
return of the files, and the cases of all parties are sub-
ject to such ex Jparte action as their respecuvc condi-
tions may require. The date when the priority deci-
sion becomes final does not mark the beginning of a
statutory period for response by the applicant. See Ex
parte Peterson, 1941 C.D. 8 (Com’r). -

The action to be taken by the examiner following
termination of the interference depends upon how the
interference was terminated, and i some instances,
the basis of the termination. All interferences conduct-

'edumderrul&s37CFRl601 lGSSwﬂlbetcrmmated

by judgment.

When the files are returned to the examining group
after termination of the interference, the primary ex-
aminer is required to make an entry on the index in
the interference file on the next vacant line that the
decision has been noted, such as by the words “Deci-
sion Noted” and the primary examiner’s initials. The
interference file is then returned to the Service
Branch of the Board of Patent Appeals and Interfer-
ences when the examiner is through with it. There it
will be checked to see that such note has been made
and initialed before filing away the interference
record.

If an application has been withdrawn from issue for
interference and is again passed to issue, a notation
“Re-examined and passed for issue” is placed on the
file wrapper together with a new signature of the pri-
mary examiner in the box provided for this purpose.
Such a notation will be relied upon by the Publishing
Division as showmg that the apphcatxon is intended to
be passed for issue and makes it possible to screen out
those applications which are mistakenly forwarded to
the Publishing Division during the pendency of the
interference,

See § 1302.12 with respect to listing references dis-
cussed in motion decisions, and § 2364 concerning the
entry of amendments.

Form Paragraph 11.02 may be used to resume ex
paste prosecution.

Form Persgreph 1102
EX PARTE PROSECUTION IS RESUMED
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a case, -each party—apphcant may.
on the claims of the application- demgnated as. corre-
sponding to the count, lf those clalms are othctwue
patentablc '

236302 The Winning Party [R-2]

If the prosecution of the winning party’s case had
not been closed, the winning party generally may be
allowed additional and broader claims to the common
patentable subject matter. (Note, however, In re
Hogver Co., Etc, 134 F.2d 624, 57 USPQ 111, 1943
C.DD. 338 (CCPA).) The winning party of the interfer-
ence is not denied anything he or she was in posses-
sion of prior to the interference, nor does he or she
acquire and additional rights as a result of the inter-
ference. His or her case thus stands as it was prior to
the interference. If the apyplication was under final re-
Jectmastosomeohtsclaxmsatthenmethemm
ference was formed, the institution of the interference
acted to suspend, but not to vacate, the final rejection.
After termination of the interference a letter is written
the applicant, as in the case of any other action uran-
swered at the time the interference was instituted, set-
ting a shortened period of 2 months within which to
file an appeal or cancel the finally rejected claims.

Foem Paragraph 11.03
OFFICE ACTION UNANSWERED

This epplication contains an unanswered Office action mailed on
{i]. A SHORTEKED STATUTORY PERIOD FOR RESPONSE
TO SUCH ACTION IS SET TO EXPIRE [2] FROM THE
DATE OF THIS LETTER.

Esxsminer Note:

ﬂnspmagraphmmbepfwededbymh 11.02.
In bracket [2] insert date, days, or months.

2363.03 The Losing Party [R-Z]

37 CFR 1,663 Stastus of claim of deﬁmed applicant after interfer-
ence. Whenever an adverse judgment is entered a3 to 2 count
against an applicant from which no sppeal (35 U.8.C. § 141) or
other review (35 U.8.C. § 146) has been or can be taken or had, the
clmmoﬁbemplwmnmmpmdmammcmmmwy
disposed of without fusther action by the examiner. Such claims are
not open 1o further ex porte prosecution.

The Board'’s judgment in an interference conducted
under 37 CFR 1.601—1.688 will state that the losing
party is not entitled to a patent containing the claims
corresponding to the count or counts. Under 37 CFR
1.663, such claims “stand finally disposed of without
further action by the examiner.” See also 35 USC
135(a). When the files are returned to the examining
group after termination of the interference, a pencil
fine should be drawn through the claims as to which
a judgment of priority adverse to an applicant has
been rendered, and the notation “37 CFR 1.663"

MANUAL OF PATENT EXAMINING PROCEDURE -

for issue, these’ notatnons should be replaccd"ﬂby a line
m red mk and the not;_mon “37 CFR e K 663" in: red mk

ment. . f an. actmn . ecessary in the ; app ; er
the interference; the: applicant: should also be: mformed
that' “Clalms (designated’ by numerals), ‘as:to'which a
Judgment adverse o apphcant has_ been ‘réndered,
stand finally dlsposed of in accordance thh 37 CFR
1.663.% - -

If all the clalms in the apphcatlon are- ehmmatcd a
letter should be written informing the applicant that
all the claims in the application have been dlsposed
of, indicating the circumstances, that no claims remain
subject to prosecution, and that the application will be
sent to the abandoned files with the next group of
abandoned applications. Proceedings are terminated as
of the date the mterference termmated See §236l
third paragraph of text.

If the losing party’s case was under rejection at the
time the interference was declared, such rejection is
ordmanly repeated (elther in full or by reference to
the prevxous action) and, in addition, any other suita-
ble rejections, as discussed below, are made. If the
losing party’s application was under final rejection or
ready for issue, his or her right to reopen the prosecu-
tion is restricted to subject matter related to the issue
of the interference.

Where the losing party failed to get a copy of the
opponent’s drawing or specification during the inter-
ference, the losing party may order a copy thereof to
enable said party to respond to a rejection based on
the successful party’s disclosure. Such order is re-
ferred to the examiner-in-chief who has authority to
approve orders of this nature.

In addition to repeating any outstanding rejection,
the examiner should consider whether any remaining
claims in the losing party’s application should be re-
jected on the ground of unpatentability under 35
U.S.C. 102/103, or on the ground of estoppel.

1. UNPATENTABILITY UNDER 35 U.S.C, 102/
103

The examiner should determine from the Board's
decision the basis on which judgment was rendered
against the applicant. If the judgment was that appli-
cant was not the first inventor of the subject matter in
issue, the application claims may be rejected under 35
U.S.C. 102(g)/103 as unpatentable over the lost
counts. If the judgment was based on a holding that
apphcant derived the invention from another, a rejec-
tion of claims as unpatentable over the lost counts
under 3§ U.S.C. 102(f)/103 may be in order. Where
the Board rendered judgment against the applicant be-
cause his or hier claims were unpatentable over prior
art, under 35 U.S.C. 112, or on other grounds, the
other claims in the applica:dion should be reviewed to
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wluch is mcons:stent wnth the party S, faxlur to. prop-
ety move. However, in the event ofa’ spllt awar
the losing - party is not estopped as to claims whxch
corresponded, or properly could have corresponded
to a count which he or she won.

The following examples lllustrate the application of

estoppel to the losing party:

Example 1. Junior party. applu:am AL and senior party appli-
cant AE both disclose separate patemabie inventions “A" and
“B" snd claim only invention A in their respective applications.
An interference is declared with a single count to invention A.
Neither party files & motion under 37 CFR 1.633(c}{1) to add 2
count to invention B. Judgment as to all of AL’s claims corre-
spoading 1o e sole count is awarded to junior party applicant
AL. Semior party spplicant AK will be estopped to thereafier
cbtzin 3 patent containing claims (o invention B, because appli-

- cant AK failed 1o move to add & count to invention B.in the in-
terfesence. Junior party applicant AL will not be estopped to
obtain & patent containing claims to invention B.

2 Tn this example, the facts are the same as in Exam-
ple | escept that judgment is awarded as to all AK’s claims cor-
responding to the count to senior party applicant AK. Junior
party spplicant AL will be estopped to obtain a patent containing
cleims to inveation B in the intesference. Senior party applicant

‘ AK will not be estopped to obtain 2 patent containing claims to
invention B.

Example 3, Junior pasty applicent AM and senior pasty appli-
cant AP both disclose separste patentable inventions “C”, “D",
and “E” and claim inventions C and D in their respective appli-
cations. An interference is declared with two counts. Count 1 is
to invention € and Count 2 is to invention D). Neither party fi files
a preliminary motion to add a proposed Count 3 to invention E.
Iudgmcm 25 o all AM's claims corresponding to Counts § and 2
is awsrded to junior perty applicant AM. Senior party applicant
AP will be emopped to thereafter obtain a patent containing
claims to invention B, because applicant AP failed to move to
2dd a count to invention E in the intesference. Junior party appli-
cant AM will not be estopped to obtain a patent containing claim
to invention E.

Example 4. In this example, the facts ase the same a6 in Ezxam-
ple 3 except that judgment is awarded as to all AP’s claims cor-
responding to Counts 1 and 2 to senior party epplicant AP.
Junior pasty applicant AM will be estopped to obtain a patent
containing claims to invention E, because applicant AM failed to
move to add 2 count (o invention E in the interference. Senior
pasty spplicant AP will not be estopped to obtain a patent con-
taining cleims to invention E.

Example 5. In this example, the facts are the came as in Exam-
ple 3 except that judgment is awarded on all of AM's claims cor-
responding (o Count 1 to junior party epplicant of AM and judg-
ment is awarded to all AP's claims correspondmg to Count 2 1o
sesior party epplicant AP. Both parties will be estopped to
obtain & patent contsining claims to invention E, because neither
moved to sdd & count to invention E during the intesference.
Assume that jusior pasty AM could have properly moved under
37 CFR 1.63%¢) to be accorded the benefit of an eaclier applica-
tion, but did sot do so during the interference. Junior party AM
will not be estopped in subsequent ex parte pfosecutmn from
asking for benefit of ihe earlier application as to the invention de-
fined by Count 1. Accordingly, if the examiner were to reject
junior party AM’s claim corresponding to Count 1 on the basis

prior; art, Jumor pmyAMcmﬁdprop-, L
It : heneme;@er_S.SUSCi*

”rte prosecutxon fmm attemptmg to
7, pphcahan as to the inven-

,A plican AR ducloses and claims' separate patcnuble mvcntxons

‘ “F" anid "G The assignee of applicant' AQ also Gwns an apphi-
cation AS whwh discloses snd claims invention “G.” An interfer-
ence 'is declared between applicart’' AQ and apphcant AR. The
sole count is directed to invention F. 'Ne tiotion is filed by spphi-
cant 'AQ or its assignee to declare an additional interference be-
tween applicant AR and spplicaint AS with & count to invention

" G.A judgment as to all of AR’s claims corrésponding to tbe sole

count is awarded to applicint AR. Applicant AS end the assign-
ee will be estopped to obiain & patent containing claims to inven-
tion G, because spplicant AR and the asignee failed to move to
declare an sdditionsl interference with a count to invention G.

Example 7. ‘The facts in this example are the same os the facts
in Example 6 except thst Judgmem a3 to all of AQ’s claims corre-
sponding the sole count is awarded to applicent AQ. Applicant
AS and the assignee would not be estopped, becsuse applicant
AQ was not & “losing party” (37 CFR 1.658(c)).

Example 8. Applmnt AT discloses a generic invention to “sol-
vent” and a species (o “benzene.” Application AT contains a pat-
entable claim 1 (solvent) and no other claims. Applicant AU dis-
cmmemmvenmw “gplvent” snd species to “ben-
zepe” and “toloeae.” ApphcauonAUconwnspatcnublecMmS
(solvent) end no other claims. An interference is declared with a
single count (solvent). Claim 1 of spplication AT and claim 3 of
applmuon AU aze designated to wrreupond to the count. No

maotions ace filed. A judgment is entered in favor of
t AT oa the claim cofresponding to the sole count. Ap-
plicum AU would be estopped to obtain 8 patent containing a
clsim to benzene, because applicant AU failed to file a prelimi-
nery motion under 37 CFR 1.633(c)(1) seeking to edd & count to
benzene and benzene wes disclosed in winning party AT's appli-
cation, Applicant AU would aleo be estopped to obtain s patent
containing 2 cleim to toluene, unless “toluene” defines a “sepa-
rate patentable invention” from “solvent.” A basis for interfer-
ence estoppel (37 CFR 1.658(c)) exists if toluene” and “solvent”
define the “same patentable invention,” because a claim to “tolu-
ene” could properly have been added and designated to corre-
spond to the count. See 37 CFR 1.633(c)(2).

The following two examples illustrate the applica-
tion of estoppel against an applicant who lost the in-
terference based solely on the fact that the applicant
was unable to establish a date of invention prior to
the opponent’s foreign filing date (see Ex parte Tysgat,
225 USPQ 907 (Bd. App. 1985)):

Ezxample 9. fpplication AV discloses engines in generel and in
pasticular 8 G-cylinder engine. Application AV contzins only
claim 1 (engine). Appticatm AW discloses engines in general,
but does not specificelly disclose s 6-cylinder engine, Application
AW conteles caly & single claim 3 (engine), The U.S. “filing
date” (37 CFR 1.601(h)) of the AV application is prior 1o the
U.8. filing date of the AW application, but the AW application
claims a foreign priority date under 35 U.S.C 119 based on an
application filed ta e foreign country prior to the filing date of
the AV applicstion. An intesference is declared. The sole count
of the interference i3 1o “an engine.”” Claim i of the AV applica-
tion and claim 3 of the AW epplication are designated to corre-
spond to the count. During the interference, applicant AV does
not move under 37 CFR 1.633c)2) to add a claim to & 6-cylin-
der engine and to designate the claim (o correspond to the count.
Applicant AW is awarded 2 judgment in the interference based
cn the esrlier filing date of the foregin patent application. After
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: meamng of 37 CFR 1.601(»),
cessfully moved undesr 37 CFR 1 633(0)(2) to add
designate it. to correspond to. the count, 'l_'herefore applmnt AV

-could obtain a patent. contammz chnm 2, If, ‘on the othet hand, a

-6-cylinder, engine is not a “‘separaie patemable mventlcm," claim 2

of the AV application would be rejected on the basis ‘of interfer-

- ence . estoppel - because clsim 2 ¢ould have been nd&d by 2

motion under 37 CFR 1 633(cx2} See 37 CFR 1. 658(c)

Example 10 This example is basically the same.as Eumple 9,
except that application AV iniziafly contains claim ! (engme) and
claim 2 (G-cylinder engine). When the interference is declared,
both claims ! and 2 of spplication AV are designated to corre-
spond to the count. During the interference, applicant AV does
not move uader 37 CFR 1.633(c}{4) to designate claim 2 a2s not
corresponding (o the couat. A judgment in the interference is en-
teved for applicant AW based on the earlier filing date of the for-
eign patent application. Afier the interference, applicant AV
would rot be able to obtain 2 patent containing claim 2, because
that claim was designated o correspond to a count and eatry of
the judgment constitutes a Bnal decision by the PTO refusing to
grant applicant AV a patent containing claim 2.

ALLOWANCE OF Losing PARTY'S APPLICATION

Before allowing a losing party’s application, the ex-
aminer should carefully consider whether the grounds
of estoppel have been fully applied. In order to pro-
mote uniform application of the doctrines of lost
counts and estoppel, the examiner must consult the
examiner-in-chief who was in charge of the interfer-
ence before allowing the losing party's case.

e [R-ZJ

Under 37 CFR 1.637(c) (1) and (2), (dX3), (e) (1)
and (2), or (h), a moving party is required to submit
with his or her motion as a separate paper, an amend-
ment embodying the proposed claims if the claims are
not already in the application concerned. In the case
of an application involved in the interference, this
amendment is not entered at that time but is placed in
the application file.

An amendment filed in connection with a2 motion to
add or substitute coumts in an interference must in-
clude any claim or claims to be added and be accom-
panied by the appropriate fees (or fee authorization),
if any, which would be due if the amendment were to
be entered, even though it may be that the amend-
ment will never be entered. Only upon the granting of
the motion may it be necessary for the other party or
parties to present claims, but the fees (or the fee au-
thorized) must be paid whenever claims are presented.
Claims which have been submitted in response to a
snggestmn by the Office for inclusion in an applica-
tion must be accompanied by the fee due (or fee au-
thorization), if any. Money paid in connection with
the filing of a proposed amendment will not be re-
funded by reason of the nonentry of the amendment.

If the motion is granted the amendment is entered
at the time decision on the motion is rendered. If the
motion is not granted, the amendment, though left in
the file, is not entered and is so marked.

MANUAL OF PATENT 'EXAMlNl'NG valh((‘)‘CEDUR;E“ ’

notified that the"apphcatlon is allowed and the Notlce

“to another part, ‘only so much of the’ amendment as ls

covered in t the grant of the motlon is’ entered th_e re-

of Allowance will be sent’in due course, that prosecu-
tion is ‘closed and to what extent the amendment has
been entered. ‘

As a corollary to’ this’ practlce, i it follows that
where prosecutlon of thie winning “application had
been closed prior to the declaration of the interfer-
ence, as by being in condition for issue, that appllca-
tion may not be reopened to further prosecutlon fol-
fowing the interference, even. though additional claims
had been presented m connectton with a motlon in
the interference.

It should be noted at this point that, under 37 CFR
1.663, the entry of an adverse judgment against a
party who requests same pursuant to 37-CFR '1.662(a)
finally disposes of all claims of that party’s application
which are designated as corresponding to the count.

2364[11){1 ]Amendments Filed During Interference
-2

If the amendment is ﬁled in response toa !etter by
the primary examiner, suggesting a claim or claims
for interference with another party and for the pur-
pose of declaring an additional interference, the exam-
iner enters the amendment and takes the proper steps
to initiate the second interference.

OTHER AMENDMENTS

When an amendment to an application involved in
an interference is received, the examiner inspects the
amendment and, if necessary, the application, to de-
termine whether or not the amendment affects the
pending or any prospective interference. If the
amendment is an ordinary one properly responsive to
the last regular ex parte action preceding the declara-
tion of the interference and does not affect the pend-
ing or any prospective interference, the amendment is
marked in pencil “not entered” and placed in the file,
a corresponding entry being endorsed in ink in tha
contents column of the wrapper and on the serial and
docket cards. After the termination of the interfer-
ence, the amendment may be permanently entered
and considered as in the case of ordinary amendments
fited during the ex parte prosecution of the case.

If the amendment is one filed in a case where ex
parte prosecution of an appeal to the Board of Patent
Appeals and Interferences is being conducted concur-
rently with an interference proceeding (see §2314),
and if it relates to the appeal, it should be treated like
any similar amendment in an ordinary appealed case.

When an amendment filed during interference pus-
ports to put the application in condition for another
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interference either thh a peudmg apphcauon or with.
a*patént;’the prithary examiner must pc'sonaliy con- -
, h

sider the amendiient sufﬁcwmly 1
: er,mfact, ltdoesso

takes, he proper steps to mmatc the second mterfer—
ence. - -

amendment does not’ put the application in condition
for interference with another application not involved
in the interference, the amendment is placed in the file
and marked “not entered” and the applicant is in-
formed why it will not be now entered and acted
upon.

When the amendment secks to provoke an interfer-
ence with a patent not involved in the interference
and the examiner believes that the claims presented
are not patentable to the applicant, and where the ap-
plication is open to further ex parte prosecution, the
file should be obtained, the amendment ¢ntered and
the claims rejected, setting a time limit for response.
If reconsideration is requested and rejection made
final a time limit for appeal should be set. Where the
application at the time of forming the interference
was closed to further ex parte prosecution and the dis-
closure of the application will prima facie, not support
the claims presented, or where the claims presented
are drawn to a non-elected invention, the amendment
will not be entered and the applicant will be so in-
formed giving very briefly the reason for the non-
entry of the amendment.

2365 Second Interference [R-2)

37 CER 1.665 Second interference. A second interference between
the same parties will not be declared upon an application not in-
volved in an earlier intesference for an invention defined by a
countt of the earlier interference. See § 1.658(c).

2366 Interference Settlement Agreement [R-2}

37 CFR 1.666 Filing of interference settlement agreements. (a) Any
or understanding between parties to an interference, in-

cluding any collateral agreements referred to therein, made in con-
nection with or in contemplation of the termination of the interfer-

ence, mugt be in writing and a true copy thereof must be filed |

before the termination of the interference (§ 1.661) as between the
parties to the agreement or understanding.

(&) If any perty filing the agreement or understanding under
paragraph (a) of this section so requests, the copy will be kept sepa-
rate from the file of the interference, and made available only to
Government sgencies on written request, of (0 any perion upon pe-
tition sccompanied by the fee set forth in § 1.17(1) and on a show-
ing of good cause.

(¢ Failure to file the copy of the agreement or understanding
under peragraph (2) of this section will reader pesmanently unen.
forceable such agreement or understanding and any patent of the
parties involved in the interference or any patent subsequently
tssued on any application of the pames 80 involved. The Commis-
sioner may, however, upon petition accompanied by the fee set
forth in § 1.17(h) and on a showing of good cause for failure to file
within the time prescribed, permit the filing of the sgreement or
understanding during the sis month period subsequent to the termi-
nation of the interference as between the parties to the agreement
or understanding.

pendmg application:in- issue or ready for wsue, thc ex-'v
aminer- borrows the!:file; “enters the ‘amendmerit -and

Where in the oplmon of the exammer, the proposed

37 CFR I 671 Ewdence milist comply with Files: (a) Evidence con-!
sigts of testiniony and exhibits, official records and publications filed
under § 1.682, evidence from another interference, proceediag, or
action filed under § 1.683, and discovery relied upon under § 1.688,
and the speclficahon (includmg clalms) and drawmgs of 2 nny apph-
cation of patent: -

(1) Involved in the mterference L

(2) To which a party has been accorded bcneﬁt in the notice
declaring the interference or by a prellmmary motion granted
under § 1.633.

(3) For which a party has sought, but has been denied, benefit
by a preliminary motion under § 1.633. -

(4) For which benefit was rescinded by a preliminary motion
granted under § 1.633.

(b) Except as otherwise provided in this part, the Federal Rules
of Evidence shall apply to interference proceedings. Those portions
of the Federal Rules of Evidence relating to criminal actions, juries,
and other matters not relevant to interferences shall not apply.

(c) Unless the context is otherwise clear, the following terms of
the Federal Rules of Evidence shall be constiued as follows:

(1) “Courts of the United States,” “U.S. Magistrate,” “court,”
*“¢rial court,” or “trier of fact” means examiner-in-chief or Board as$
may be appropriate.

(2) “Judge” means examiner-in-chief.

(3) “Judicial notice™ means official notice.

(4) “Civil action,” “civil proceeding,” “action,” or “trial,”
means interference.

(5) “Appellaze court” means United States Court of Appeals
for the Federal Circuit or a United States district court when judi-
cial review is under 35 U.S.C. § 146.

(6) “Before the hearing” in Rule 703 means before giving testi-
mony by oral deposition or affidavit,

(7) “The nal or hearing”. in Rules 803(24) and 804(5) means
the taking of testimony by oral deposition,

(d) Certification is not necessary as a condition to admissibility
when the record is 2 record of the Patent and Trademark Office to
which all parties have access.

(e) A pasty may not rely on an affidavit filed by that party
during ex parte prosecution of an application, an affidavit under
§ 1.608(b), or an zffidavit under § 1.639(b) unless (1) a copy of the
affidavit is or has been served and (2) a written notice is filed prior
to the close of the party’s relevant testimony period stating that the
party intends to rely on the affidavit. When proper notice is given
under this paragraph, the affidavit shall be deemed filed under
§ 1.672(b). A copy of the affidavit shall be included in the record
(§ 1.653).

(fy The significance of documentary and other exhibits shall be
discussed with pasticularity by a witness during oral deposition or
in an affidavit.

() A party must file 2 motion (§ 1.635) seeking permission from
an examiner-in-chizf prior to taking testimony or seeking docu-
ments or things under 35 U.S.C. § 24, The motion shall describe the
g;neml nature and the relevance of the testimony, document, or
thing.

(h) Evideace which is not taken or sought and filed in accord-
anice with this subpart shall not be admissible.

Section 1.671 sets out what will be considered evi-
dence.

37 CFR 1.671 (b) and (c) provide that the Federal
Rules of Evidence apply to interference proceedings
to the extent indicated in the rule. It should be noted
that this provision does not elimirate the well-settled
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served and notlce is glven that the party intends to
rely on the affidavit. The purpose for the'notice is'to
permit an opponent to determine whether a deposition
for cross-exammaum is necessary (see §§ l 672(b) and
1.673(e)).

Section 1. 671(e) is intended . to ovetrule prior con-
struction of PTO rules in Holmes v. Kelly, 586 F.2d
234, 237 n. 7, 199 USPQ 778, 782 n. 7 (CCPA 1978)
and Brecker v. Jennings, 204 USPQ 663 (Bd.Pat.Int.
1978), which considered a Rule 1.132 affidavit in the
file of an involved application to be part of the
“record” in an interference. Under § 1.671(e), a party
intending to rely on such an affidavit must give notice
and serve a copy of the affidavit on the opponent.

Bven though the affidavit may have been consid-
ered by the examiner-in-chief in deciding a prelimi-
nary motion, it may sot be considered by the Board at
final hearing unless § 1.671(e) has been complied with.
Similarly, while § 1.671(a) provides that the specifica-
tion (including claims) and drawings of the involved
and certain other cases are in evidence, other papers
in those files are not in evidence unless specifically in-
troduced as exhibits.

Under § 1.671(f), the significance of documentary
and other exhibits must be discussed with particularity
by a witness during oral deposition or in an affidavit.
Section 1.671(f) sets out in the regulations an eviden-
tiary requirement imposed by precedent. See Popoff v.
Orchin, 144 USPQ 762 (Bd.Pat.Int. 1963) (unexplained
experimental data should not be considered); Chandler
v. Mock 150 F.2d 563, 66 USPQ 209 (CCPA 1945)
(records standing alone were held to be meaningless),
and Smith v. Bousguet, 111 F.2d 157, 45 USPQ 347
(CCPA 1940) (unexplained tests in stipulated testimo-
ny are entitled to little weight). See also In re Bor-
kowski, 505 F.2d 713, 184 USPQ 29 (CCPA 1974) and
Triplett v. Steinmayer, 129 F.2d 869, 54 USPQ 409
(CCPA 1942). Under § 1.671(g), a party is required to
obtain permission from an examiner-in-chief prior to
proceeding under 35 U.S.C. § 24. This requirement in-
sures that a subpoena is necessary (e./g., 2 subpoena
ordinarily should not be necessary where testimony of
an opponent is sought) and that testimony sought
through a § 24 subpoena is relevant before & subpoena
is issued. The motion seeking permission to proceed
under § 24, any opposition thereto, and the order of
an esaminer-in-chief authorizing the moving party to
proceed under § 24 will be of assistance to a federal
court in the event a party is required to resort to a
court to enforce the subpoena or to compel answers
to questions propounded at any deposition where a
witness is appearing pursuant to a subpoena. See Shee-
han v. Doyle, 529 F.2d 38, 188 USPQ 545 (st Cir.),
cert, denied, 429 U.S. 870 (1976), rehearing denied, 429
U.8. 987 (1976).

Rule 803(b)6)-of the Federal Rules of. Evidence. See

e:g., ‘Alpert.v. - Slatin,: 305 F2d..891, -134 USPQ. 296

(CCPA 1962) and Elliott v. Barker. 481 F.2d 1337
179 USPQ-100 (CCPA. 1973).. - ;

Ordinarily, the. exammer—m—chlef can. order a party
to produce an individual for a. deposition. as long -as
the individual is a party or is-under the control of the
party, e.g., an employee of an assignee.. Where so-
called “third parties” are concerned, however, issu-
ance of a subpoena may be necessary, because the
PTO has no authority to compel attendance of third

parties. -
2372 Manner of Taking' Testimony [R-Z]

37 CFR 1.672 Manner of taklng testimony. (a) Tﬁtlmony of a wit-
ness may. be taken by oral deposmon or amdavn m accordance
with this subpart.

(b) A pesty wishing to take the testimony of a witness whose tes-
timony will not be compelled vnder 35 U.S.C. § 24 may elect to
present the testimony of the witness by affidavit or deposition. 4
pasty electing to present temmony of a witness by affidavit shall,
prior to the close of the party’s relevant testimony penod file and
serve an affidavit of the witness or, where appropridte, & notice
under § 1.671(e). To facilitate preparation of. the record (§ 1.653(g)
and (b)), & pariy should file am affidavit on paper whick is 8% by
11 inches (21.8 by 27.9 cm). A party shall not be entitled to gely on
any document referred to in the affidavit unless & copy of the docu-
ment is filed with the affidavit. A party shall not be entitled to rely
on any thing mentioned in the affidavit unless the opponent is given
reasonable gccess to the thing. A thing is something other then a
document. After the affidavit is filed and within a time set by an
examiner-in-chief, any opponent may file & request {0 cross-examine
the witness on oral deposition. If any opponent requests cross-ex-
amination of an affiant, the party shall notice a deposition under
§ 1.673(e) for the purpose of cross-examination of any opponent.
Any redirect and recross shall take place at the deposition. At any
deposition for the purpose of cross-examination of a witness whose
testimony is presented by affidavit, the party shall not be entitled to
rely on any document or thing not mentioned in one or more of the
affidavits filed under this paragraph, except to the extent necessary
to conduct proper redirect. A party electing to present testimony of
2 witness by deposition shafl notice a deposition of the witness
under § 1.673(a). The party who gives notice of deposition shall be
responsible for obtaining a court reporter and for filing a certified
teangcript of the deposition as required by § 1.676.

(c) A party wishing to take the testimony of a witness whose tes-
umony will be compelled under 3§ U.S.C. § 24 must first obtain
petmmwn from an examiner-in-chief under § 1.671(g). If permission
is granted, the party shall notice a deposition of the witness under
§ 1.673 and may proceed under 3§ U.S.C. §24. The testimony of
the witness shall be taken on oral deposition.

(d) Nowwithstanding the provisions of this subpast, if the pastics
agree in writing, a deposition may be tsken before any person au-
thorized to administer oaths, at any place, upon any notice, and in
eny manner, and when so takea may be used like other depositions,

(e If the parties agree in writing, the testimony of any witness
may be submitted in the form of an affidavit without opportuaity
for cross-examination. The affidavit of the witness shall be filed in
the Patent and Trademark Office.

(6y If the parties agree in writing, testimony may be submitted in
the form of an agreed statement setting forth (1) how & pasticular
witness would testify if called or (2) the facts in the case of one or
more of the parties. The agreed statement shall be filed in the
Patent and Trademark Office. See § 1.653(a).
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tion. Re-direct and re-cross will ‘take ‘place ‘at the dep-
osition. ‘Where the ‘parties "agreé, testimony can be

- presented by affidavit without .opportunity for cross-
examination (see § 1.672(e)) or by stipulated testimony
or an agreed statement of facts (see § 1.672(f)). -~

An affidavit may be used only when a witness
agrees to sign the affidavit. If an- individual refuses to
sign-an affidavit or voluntarily appear at a deposition
the party calling the witness will have to compel at-
tendance at a deposition by a subpoena under 35
U.S.C. 24 after receiving permission from an examin-
er-in-chief.

Before setting the times for discovery, taking testi-
mony, and filling the record, the examiner-in-chief in
charge of the interference will in all likelihood hold a
pre-trial conference with the parties’ lead attorneys.
At this conference, the attorneys should be prepared
to discuss whether they intend to take testimony, and
whether the testimony will be by oral deposition, by
affidavit or otherwise; the issues to be determined; the
time which will be required; and other matters rele-
vant to the conduct of the testimony. Following the
conference the examiner-in-chief will normally issue
an order setting the times for discovery, taking testi-
mony, and filing the record, and making such other
rulings as may be necessary in the particular case.

Former rule 37 CFR 1.287(a) required that a party
provide discovery by serving copies of documents
and lists within a specified time before taking his testi-
mony. The essence of this requirement is carried for-
ward in 37 CFR 1.673 where the testimony of a wit-
ness is to be by deposition. If 2 witness’ testimony will
be by affidavit, prior service of documents and lists is
not required, but copies of documents referred to in
the affidavit must be filed and served therewith, and
the opponent must be given reasonable access to any
thing mentioned therein. 37 CFR 1.672(b).

2373 Notice of Exsmination of Witness [R-2]

37 CER 1.673 Notice of examination of witness. (8) A party elect-
ing to take testimony of & witness by deposition shall, after comply-
ing with paragraphs (b) and (g) of this section, file and serve 8
single notice of deposition stating the time end place of each deno-
sition o be teken, Depositions may be noticed for & reasonable 1..5e
and place in the United States. Unless the parties sgree in writing, a
deposition may not be noticed for any other place without approval
of an exasminer-in-chief (see § 1.684), The notice shall specify the
name and address of each witness and the general natare of the tes-
timony to be given by the witness, If the name of a withess i not
known, 8 general description sufficient to identify the witness or &
pacticular class or group to which the witness belongs may be
given instead,

(b) Unless the parties agree otherwise, a party shall serve, but not
file, at least three days prior to the conference required by para-
graph (g) of this section, if service is made by hand or “Esxpress
Mail,” or at least ten days prior to the conference if service is made

by any other means, the following:

*'party 0 rély on the wi

agraph. (b) of this section, (1)
ing.or on the record to.permit the
s, document, or thing or (2) except. upon
tly filed which is accompanied by any

a motion (§1.635) p

‘proposed ‘notice, ‘additional documeiits, ot lists and Which ‘shows

sufficient cause why the notice, documents, or lists were not served
in accordance with this section. ... .

(d) Each opposing périy shell have a fuil opportunity to attend -
depaogition and cross-examine. If an opposing party attends & deposi-
tion of a witness not named in @ notice and cross-examines the wit-
ness or fails to object to-the taking of the deposition, the opposing
party shall be deemed to have waived any right to object to the
teking of the deposition for lack of proper notice. '

" (€) A party electing to presént testimony by affidavit and who is
required to notice depositions for the purpose of cross-examination
under § 1.672(b), shall, after complying with paragraph (g) of this
section, file and serve s single notice of deposition stating the time
and place of each crose-examination deposition to be taken,

() The parties shall not take depositions in more than one plece
at the same time or so nearly ot the same time that reasonable op-
portunity to trevel from one place of deposition to another cannot
u m',‘ N B . N L B

(g) Before serving a notice of deposition and after complying
with paragraph (b) of this section, & party shall have an oral confer-
ence with all opponents to attempt 1o agree on a mutually accepta-
ble time gnd place for conducting the deposition. A certificate shall
eppesr in the notice stating that the oral conference took place or
explaining why the conference could not be had. If the parties
cannot sgree 1o & mutuslly scceptable place and time for conduct-
ing the deposition at the conference, the parties shall contact an ex-
amines-in-chief who shall then designate the time and place for con-
ducting the depasition.

(h) A copy of the notice of deposition shail be attached to the
certified transcript of the deposition filed under § 1.676(a).

Section 1.673 sets out how a deposition must be no-
ticed. A depasition can be noticed for any reasonable
place in the United States. The extent to which par-
ties, witnesses, and attorneys or agents have to travel
may be considered in determining whether a place is
reasonable. Prior to serving a notice for a deposition,
a party is required to take two procedural steps.
Under § 1.673(b), a. party is required to serve a copy
of the documents and a list of the things in its posses-
sion, custody, and control upon which it intends to
rely. Under § 1.673(g), the party is required to have
an oral conference (in person or by telephone) with
all opponents to attempt to agree on a mutually ac-
ceptable time and place for taking the deposition. An
examiner-in-chief may set the time and place if agree-
ment is not reached. A single notice listing all the wit-
nesses and the general nature of their expected testi-
mony is then served. Under § 1.673(c) and except as
provided, a party can not rely on any witness not
mentioned in the notice, any document not served, or
any thing not listed. Under § 1.673(h), a copy of any
notice must be attached to the certified transcript of
each deposition filed.
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37 CFR 1.674 Persous before mm:mm mep
'.,nUmtedSmuldqomlibenkmbdm_mnoﬁieermm

Sectnon 1674 wls out the petm before whom
depositions can be taken. o

2375 Examinstion of Witnm [R-2]

37 CFR 1.675 Exawination of witmess, mdingmdmlng tran.
scrips of deposition. (8) Each witness before giving an oral deposition
Mlbedﬂymrnmmmhwbymmbeﬁorewm
the deposition is to be taken.

@)ﬂetmywuuhnmmammmwh
any questions and saswers recorded in their regular onder by the
officer or by some other person, who shail be subject to the provi-
sions of § 1.674(b), in the presence of the officer ualess the presence
of the officer is waived om the record by sgreement of aofl parties.

(c)AHobjecuomMemtheﬁnuofmedepmmmtoﬂwquh
fications of the officer tsking the the manner of taking
i, the evidence presenied, the conduct of any pesty, or eny other
objection to the proceeding <hall be noted on the record by the of-
ficer. Evidence objecsed 90 ehall be tshen subject o eny objection.

(dy Unless the parties agree in writing or waive reading end sig-
nature by the witsess cm the record at the deposition, when the tes-
timony has been tremscribed o tramscript of the deposition shall be
read by the witness and then signed by the witness in the form of
{1y an affidavit in the presence of any notary or (2} & declaration.

Section 1.675 sets out how a deposition is to be
taken.

2376 Filing Tramscript of Deposition [R=2]

37 CFR 1.676 Certification and filing by officer, marking exhibits.
(s) The officer shall prepare s certified transeript of the deposition
byatmhmgwammmoﬂhedemmamyaﬂhemm

of depouition, eny enhibits to be anaexed to the certified trenscript,
and 8 certificate signed and sealed by the officer and showing:

(1) The witness was duly sworn by the officer before com-
mencement of testimony by the witnets.

(2} The trerucript is a true record of the testimony given by
the witness.

{3y The name of the person by whom the testimony was re-
corded and, if not recorded by the officer, whether the testimony
was recorded in the presence of the officer.

(4) The presence or aheence of any opposing pasty.

(S)Theplmwbmezhedemtmwuukmmdmedayand
hour when the deposition began and ended.

(6}WWUMWMWN67&

(b If the pasties waived any of the requirements of peragraph (o)
of this section, the certificate shall 90 state.

(c) The officer shall oote on the certificate the circurmstances
vnder which o witness refuses (o sign 8 (ranseript,

(d)Uuzmmewmmumminwﬁﬁmmmdwrmd
mtmmmmmdlmardymmwﬁadm
sceipt in an envelope endorsed with the style of the interference
(e.g., Smith v. Jones), the interference number, the name of the wit-
mmmmwmmamwtymamem&

] EKCE, Commimioner of Patests and

duced for mmwtm émg the examinstion of 8 witness, shall,
upon sequest of @ pasty, be marked for identification and ennexed
to the certified transeript, end may be inspected snd copied by any
party, except thet if the person producing the documents and things
desires (o retgin then, meperwﬁmy(l)affcfcapmwbem:ked
for identification and amoesed to the certified tramscript and o
serve theresfier as originals if the person affords to alf perties fair

. be mu(.) o
.-Within the United Steten or.a:tervitory -or insuler possession of the - .

wnved on- the record: at«the deposition by all: pames, be tuthenu-
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officer and forwarded 10 the: Commwsnoaer in asepa-

Sectlon 1.676 ‘scts out how a: court»reporter shculd

: prepare and file a certified transcript- of a deposition.

Section: 1.676{(d) sets. out :how ' exhibits .are ‘to-be

-marked  for -identification, used at depositions, and

filed. Provisions similar to those of Rule: 30(f)(1) (A)
and (B) of the Federal Rules of Cwnl Procedure are
applicable to interferences. - :

‘2377 Form of Transcript of Deposltlon [R-2]

37 CFR 1.677 Form ofa transcript of deposition. (a) A transcript
of a deposition must be typewritten on opaque, unglazed, durable
peper approximately 8% by 11 inches (21.8 by 27.9 cm.) in size
(letter size). Typing shall be double- -spaced on one side of the paper
in aot smaller than pica-type with & margin of 1% inches (3.8 cm.)
on the left-hand side of the page. The pages must be consecutively
numbered throughout the entire record of each party (§1.653(d))
and the name of the witness must be typed at the top of each page
($1.653(e)). The questions propounded to each witness must be con-
secutively numbered unless paper with numbered lmﬁ is used and
each question must be followed by its anawer. -

- (b) Eszhibits must be numbered consecutively and each must be
marked as required by § 1.653(i).

Section 1.677 sets out the form of a transcript of a

deposition.

m[RT;ine for Filing Transcript of Deposition

37 CFR 1.673 Transcript of depasition must be filed. Unless other-
wise ordered by an examiner-in-chief, a certifted transcript of a
depogition must be filed in the Patent and Trademask Office within
4S days from the date of the deposition. It a party refuses to file a
certified transcript, the examiner-in-chief or the Board may take ap-
propriate action under § 1.616. If a party refuses to file a certified
transcript, any opponent may move for leave to file the certified
transcript and include a copy of the transcript as part of the oppo-
nent’s record.

Under § 1.678, a transcript of a deposition must be
filed in the PTO within 45 days of the date of the
deposition.

2379 Inspection of Transcript [R-2]

37 CFR 1.679 Inspection of transcript. A certified transcript filed
in the Patent and Tredemark Office may be inspected by any party.
The certified transcript may not be removed from the Patent und
Trademark Office for printing (§ 1.653(g)) unless suthorized by en
examines-in-chief upon such terms as may be appropriate,
mzmt')zﬁﬁcial Records and Printed Publications

37 CFR 1.682 Official records and printed publications. (8) A pasty
mgy introduce into evidence, if otherwise admissible, any official
record or printed publication not identified on the record during
the taking of testimony of & witness, by filing a notice offering the
official record or publication into evidence. If the evidence relates
to the party’s case-in-chief, the notice shall be filed prior to close of
testimony of the party's case-in-chief. If the evidence relates to re-
Buttal, the notice shall be filed prior to the close of testimony of the
party’s case-in-rebuttal. The notice shall (1) identify the official
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Section 1.682 sefs"out how a party Eﬁayf‘ﬁu‘foduéé‘in
evidence, if otherwise admissible, official records or
printed publications. When a notice is served, a party
is also required to serve (but not file) copies of the of-
ficial records and printed publications. Any objection
to the notice or to the admissibility of any official
record or publxcatlon must be filed within 15 days of
the date of service of the notice.

If an official record or printed publication is made
an exhibit during a deposition or in an affidavit, it
need not be submitted under § 1.682. Section 1.682
permits a party to make an official record or printed
publication part of the evidence being considered at
final hearing without calling a witness. The official
record or printed publication must, however, be self-
amhentxcatmg On the other hand, a party may
present the official record or printed publication as an
exhibit during t%ﬁmony When this latter course is
followed, there is no need to take advantage of the
provisions of § 1.682.

2383 Testimony From Ancther Interferemce or
Proceeding [R-2]

37 CFR 1,683 Testimony in another interference, proceeding, or
action. (8} Prior to close of 8 party’s appropriate testimony period
or within such lime as may be set by an examiner-in-chief, a party
may file & motion (§ 1.635) for leave to use in an interference testi-
mony of a witness from another interference, proceeding, or action
involving the same parties, subject to such conditions as may be
deemed sppropriate by an examiner-in-chief. The motion shall
specify with particulasity the esact testimony to be used and shall
demonstrate its relevance.

(b) Any objection to the admxsssbehty of the testimony of the wit-

ness shall be made in an opposition to the motion. See also

§ 1.656(h).

Section 1.683 sets out how a party may use testimo-
ny from another interference or proceeding.

2384 Testimony in & Foreign Country [R-2]

37 CFR 1,684 Testimony in a foreign country. (@) An eraminer-in-
chief may authorize testimony of a witness to be taken in a foreign
countsy. A party seeking o take temmony in 8 foretgn country
shall, prior to the close of the party’s appropriste testimony period
or within such time as may be set by an examiner-in-chief, file a
motion (§ 1.635):

(1y Naming the witness.

(2y Describing the particular facts to which it is expected that
the witness will testify.

(3) Stating the grounds on which the moving party believes that
the witness will so tegtify.

(4) Demonstrating that the expected testimony is selevant.

(5 Demonstrating that the tcsnmony cannot be taken in this
country at aff or cannot be taken in this country without hardship
to the movmg party greatly exceeding the hardship to which all
opposing parties will be exposed by the taking of the testimony in a
foreign country.

the wmten mterrogatoues and :shall mclude any: cross-mtmognto-
ries to be asked.of the witness., A reply -under §:1:638(b) may. be
filed and. shall-be limited to stating any objecnon to nny cross-mter—
rogmns proposed; in the opposition.: . .. v vy

= (c}-If the miotion is granted, the:moving paﬂy shall be respons:ble
fm obtsining answers tothe interrogatories and- cross-mterrogato-
ries befrre an officer qualified - to administer osths in the foreign
country gnder the: laws of the: United States or the: foretgn country.
The officer shall ‘prepare & transcript ‘of the: mterrogatona, cross-
interrogatories, -and ' recorded ‘answers to -the interrogstories and
crogs-interrogatorsies, and shall fransmit the transcript to BOX IN-
TERFERENCE, Commissioner of Patents and Trademarks, Wash-
ington, D.C. 20231, with a certificate signed and sealed by the offi-
cer and shomng ‘

" (1) The witness was ‘duly sworn by the officer before answering
the isterrogatories end cross-integrogatories.

(2} The recorded answers are a true record of the answers given
by the witness to the interrogatories and cross-interrogatories.

(3) The name of the person by whom the answers were record-
ed and, if not recorded by the officer, whether the answers were
recorded in the presence of the officer. ‘

4y The presence or abserice ofmy par'y

(5) The place, day, and hour thgt the amswers were recorded.

(6} A copy of the recorded answers was read by or to the wit-

ness before the witness signed the recorded answers and that the
witness signed the recorded answers in the presence of the officer.
The officer shall state the circumstances under whlch & witness re-
fuses to read or sign recorded ansv'ers.

(7y The officer i3 not dnsquahﬁed under § 1.674.

{dy If the parties agree in viiting, the testimony may be taken
before the officer on oral depogition.

(e) A party taking testimony in a foreign country shall have the
burden of proving that false swearing in the giving of testiriony is
punishable as perjury under the laws of the foreiga country. Unless
false swearing in the giving of testimony before the officer shall be
punishable & perjury under the laws of the foreign country where
testimony is tsken, the testimony shall not be entitled to the same
weight a8 testimony teken in the United States. The weight of the
testimony shall be determined in each case.

Section 1.684 sets out how a party may take testi-
mony in a foreign country.

Section 1.684 does not apply to cross-examination.
If 2 party submits an affidavit under § 1.672(b) or in-
tends to rely on an affidavit under § 1.617(e), the
party must make the affiant available for cross-exami-
nation at a deposition. See § 1.673(e). A deposition
may be noticed only “for a reasonable time and place
in the United States.” See § 1.673(a). Accordingly, it
is not expected that § 1.684(a) will be used to cross-
examine affiants residing in foreign countries. The
party filing the affidavit will be required to make the
affiant available for cross-examination in the United
States.

2385 Errors in Deposition [R-2]

37 CFR 1.685 Errors and irregularities in depositions. (8) An error
in & notice for taking @& deposition is waived unless a2 motion
(6 1.635) 10 quash the notice is filed as soon as the error is, or could
have been, discovered.

(b} An objection to a qualification of an officer taking a deposi-
tion is waived unless:

(i) The objection is made on the record of the deposition
before a witness begins to testify.
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fied transcript is prepared, signed, certified, sealed, indorsed, for-
warded, filed, or otherwise hindled by the ‘officér is'waived uriless
unomntsl&ssnosupprmthedepommnsmedassoonasme
error ar irregularity i, or could have béen, discoveréd.: “

- (d)- Anm-objection: 10’ the ‘competency  of 'a withess, admlssabahty of
evidence, manner of taking the ‘deposition, the form of quatlons
and answers, any osth: or, affirmation, or: conduct-of any party at
:hedepommuwmved unless. an objection is made on: the record
at the deposition stating the specific. ground of objection. Any ob-
jection which a party wishes considered by the Boasd at final hesr-
ing shall be included in a motion o suppress under § 1.656(h).

{e) Nothiag in this section precludes taking notice of plain errors
affecting substantial nglus although they were not btought to the
attention of an examiner-in-chief or the Board. ,

Section 1.685 sets out how objectxons during the
taking of depositions must be raised. Under § 1.685(a),
an error in a notice of deposition is waived unless a
motion to quash the notice is filed as soon as the error
is, or could have been, discovered. Under § 1.685(b),
any objection to the qualifications of an officer is
waived unless (1) the objection is noted on the record
of the deposition before a witness begins to testify or
(2) if discovered after the deposition, & motion to sup-
press is filed as soon as the objection is, or could have
been, discovered. Under § 1.685(c), any error in the
manner in which testimony is transcribed, the tran-
script is signed by a witness, or the transcript is pre-
pared or otherwise handled by the coust reporter is
waived unless a motion to suppress is filed as soon as
the error is, or could have been, discovered. Under
§ 1.685(d), any objection on the merits to the admissi-
bility of evidence (e.g., under the Federal Rules of
Evidence) is waived unless an objection is made on
the record at the deposition stating the specific
ground of objection. Often objections are cured by
subsequent testimony. Accordingly, any objection
which a party wants the Board to consider at final
hearing must also be made the subject of a motion
under § 1.656(h).

Section 1.685(d) requires an objection to be stated
on the record. An objection to the admissibility of
evidence must be stated on the record and a motion
under § 1.656{h) renewing the objection at final hear-
ing must be filed. No longer will 2 party be permitted
to attend a deposition and fail to enter an objection
only to raise the objection at final hearing.

A single examines-in-chief may rule on admissibility
of evidence “where appropriate” and in ‘“‘unusual”
circumstances. There are times during interferences
where a motion in limine can be helpful. For example,
a junior party during its case-in-chief may wish to ex-
amine a witness on a document which was nor served
as required by § 1. 673(!:)(1) The senior party objects
and realizes that if the junior party is permltted to ex-
amine the witness on the document, extensive cross-
examination using numerous documents would be
necessary. In order to avoid wasting considerable
time, the parties could contact the examiner-in-chief
by phnne for a determination in limine on whether the
junior party should be able to examine the witness on

; MA‘\IUAL OF PATEN‘T EXAMINING PROCEDURE

the document. Uader the: mrcumstam:es outlmed the

bjec gl
ation,, Sec § L. 640(c) Ordmatxly, hol_ever, 3
expected that parties would present evidence subject
to: objection. See §:1.675(c), last sentence. Itis not en-
visioned that 'a single exammer-m-chlef will” o'utmely
rulé on the admissibility’ of. evndence. o

2387 .. Additions] Discovery [R-2]

37 CFR 1.687 Addmoual Dm‘omy (a) A~ party is nm entltled to
discovery except as suthorized in this subpart.

(b) Where- appropme. & party may obtain producmon ‘of docu-
ments and things during cross-examination of an. opponent’s witness
or during the testimony period of the perty’s case-in-rebuttal.

{¢) Upon a motion (§ 1.635) brought by & party within the time
set by an examiner-in-chief under § 1.651 or thereafier a3 aulhonud
by §1.645 and upon 2 showing that the interest of justice so re-
quires, an examiner-in-chief may order additionsl discovery, 8¢ (o
matiers under the comtrol of a party within the scope of the Feder-
al Rules of Civil Procedure, specifying the terms and coaditions of
such edditiona] discovery.

(d) The parties may agree to dmcovery among tbemselves &t eny
time. In the absence of an agreement, 2 motion for additional dis.
covery shall not be filed ewept as authorized by this swbpm ‘

Section 1.687 sets out how a party could seek and
obtain additional discovery. “Additional discovery” is
defined in § 1.601(a). Section 1.687(c) does not change
the standard (“interest of justice”) for obtaining dis-
covery.

Additional discovery obtained under a protective
order issued by either the PTO or a district court will
not be admitted in evidence in the PTO in determin-
ing the interference. All evidence submitted in an in-
terference must be made available to the public under
the provisions of § 1.11(a). Accordingly, any protec-
tive orders have to be vacated before a document
could be admitted in evidence in the PTO which is
subject to a protective order. The following example
illustrates how the practice would work.

Example. An interference involves party X and party Y.
During the interference, party X files a motion for additional dis-
covery under § 1.687(c) asking that party Y be required to
produce certain documents. Party Y opposes on the sole ground
that the documents contain trade secret and confidential informa-
tion. Party Y indicates that it has no objection to producing the
docusnents for inspection by counsel for party X, but insists that
party X not be permitted to inspect the documents. Accordingly,
party Y asks the examiner-in-chief to authorize the discovery sub-
Jject to entry of a protective order, Party Y argues, however, that
the sanctions of § 1.616 ere not sufficient in the event of 8 viola-
tion of the protective order, An exsminer<in-chief concludes that
additional discovery should be ordered, that a protective order is
sppropriate, and that the sanctions of § 1.616 are not sufficient in
the eveni of a viclation of the protective order. Under the cir-
cumstances, the examiner-in-chief would enter an order directing
party Y to produce the documents for inspection by counsel of
party X on the condition that party X seek production of the
documents by a subpoena duces recum under 35 U.8.C. 24. Upon
issuance of any subpoena, party Y could move the district court
for entry of 8 protective order. If the district court enters the
protective order, party Y can produce the documents to counsel
for party X. If the protective order of the examiner-in-chief is
violated, an appropriate sanction up to and including judgment
may be entered by the Board. In addition, party ¥ would be in a
position to seek contempt or other sanctions in the district court.
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The documents produwd for mspecum by ccmnsel for purty X

couldnmbcadm:ttedmevtdeacem:hem&erfereuce(unmuw'

protective order is vacated), because those documents are not

documents which can be nade availsble to the pubhc under‘ :

§ 1.11¢a).
2388 Use of Discovery [R-Z].

37 CFR 1.688 Use of Discovery. (a) If otherwise admissible a party
may introduce into evidence, an snswer to g written request for an
admission or an answer to 2 written interrogatory obtained by dis-
covery under § 1.687 by filing a copy of the request for admission
or the written interrogatory and the answesr. If the answer relates

2388

o to a party’ s m-chlef the answer shall be filed prior to the close
Coof testimony of the party's case-in-chief. If the answer relates to the
_perty’s rebuttal, the admission or answer shall be filed prior to the
close of testimony of the party’s case-in-rebuttal, Unless o:lierwise

ordered by an examiner-in-chief, any written objection to the ad-
missibility of an answer shall be filed within 15 days of service of
the answer.

(b) A party may not rely upon any other matter obtained by dis-
covery unless it is introduced into evidence under this subpart.

Section 1.688 sets out how a party can introduce
into evidence admissions and answers to interrogato-
ries obtained as a result of additional discovery.
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