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Latest Developments in the Protection of 

Non Traditional Trade Marks







Non-traditional trademarks?

Terminology
Non-conventional trademarks?

New types of marks?



FigurativeTrademark

Word Trademark  

Combined Trademark 



Shape Mark 

Shape Mark containing 
word elements  

Position mark 



Pattern mark 

Color (single) mark 

Colour 
(combination) mark 





Legal Context

Article 15 of the TRIPS Agreement (1994): Any sign … capable of distinguishing [products], 

shall be capable of constituting a trademark. Such signs, in particular words including 

personal names, letters, numerals, figurative elements and combinations of colours as well as 

any combination of such signs, shall be eligible for registration as trademarks. … Members 

may require, as a condition of registration, that signs be visually perceptible.

Paris Convention for the Protection of Industrial Property does not provide for 

a definition of registrable subject matter. It only identifies specific exception 

and signs that cannot be registered (such us national symbols)

Singapore Treaty on Trademarks (WIPO 2006) allows (even though it does not 

impose) for the registration of non-conventional marks such as holograms, 

scent marks, sound marks, motion marks and three-dimensional (“3D”) marks.



Signs that can be registered today in most jurisdictions

– Words, including descriptive words and popular phrases

– Names, including the names of historical figures

– Symbols

– Colors, including single colors

– Product packaging

– Product configurations

– Retail store designs and restaurant décor

– Look and feel of a website

– Other non-traditional marks such as sounds, scents, tastes, textures, holograms, and 

movements

– Artistic works currently or formerly protected by copyright

– Designs currently or formerly protected by patent



EU Trade Mark Directive 2015/2436

Article 3: Signs of which a trade mark may consist

A trade mark may consist of any signs, in particular words, including personal names, or

designs, letters, numerals, colours, the shape of goods or of the packaging of goods, or

sounds, provided that such signs are capable of:

(a) distinguishing the goods or services of one undertaking from those of other

undertakings; and

(b) being represented on the register in a manner which enables the competent

authorities and the public to determine the clear and precise subject matter of the

protection afforded to its proprietor.



EU Trade Mark Directive 2015/2436

Article 3 (current text)

Signs of which a trade mark may consist

A trade mark may consist of any signs, in particular words,

including personal names, or designs, letters, numerals,

colours, the shape of goods or of the packaging of goods, or

sounds, provided that such signs are capable of:

(a)distinguishing the goods or services of one undertaking

from those of other undertakings; and

(b)being represented on the register in a manner which

enables the competent authorities and the public to

determine the clear and precise subject matter of the

protection afforded to its proprietor.

EU Trade Mark Directive 2008/95/EC

Article 2 (previous text)

Signs of which a trade mark may 
consist

A trade mark may consist of any signs 
capable of being represented 
graphically, particularly words, 
including personal names, designs, 
letters, numerals, the shape of goods 
or of their packaging, provided that 
such signs are capable of 
distinguishing the goods or services 
of one undertaking from those of 
other undertakings.















C-421/13, Apple Inc. v Deutsches Patent- und Markenamt



EUTM No 017280264, 017280249, 017280281 



EUTM 17279704-
Multimedia mark



U.S. Trademark Act (Lanham Act)

▪ Lanham Act (15 U.S.C. §1127):

▪ Trademarks: [any] word, name, symbol, or device, or any combination thereof, 

used in commerce to identify and distinguish “products” and to indicate 

source

▪ Restatement (Third) of Unfair Competition (1995): 

▪ “A trademark is a word, name, symbol, device, or other designation … that is 

distinctive of a person’s goods or service and that is used in a manner that 

identifies those goods and distinguishes them from th[ose] of others …”



3-D Marks (U.S. Trademark Manual of Examining Procedure 807.10)

• The applicant must submit a drawing that depicts the mark in a single rendition

• The mark description must state that the mark is 3D in nature

• The 3D feature of the mark must be shown in the supporting specimens of use, in order for

the drawing to comprise a substantially exact representation of the mark used

** There appear to be around 1,700 live trademark registrations for 3D objects



U.S. 3D Registered Trademarks
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U.S. 3D Registered Trademarks

U.S. Reg. Num. 
4277914



Color Marks (U.S. Trademark Manual of Examining Procedure 807.14 (e)(iii) & 1202.05(a))

• The registrability of a color mark depends on the manner in which the proposed mark is

used

• A color takes on the characteristics of the object or surface to which it is applied and the

commercial impression of a color will change accordingly

• Color marks are never inherently distinctive, and cannot be registered on the principal

Register without a showing of acquired distinctiveness



U.S. Color Registered Trademarks



Color Marks (U.S. Trademark Manual of Examining Procedure 1202.05(a))

• The examining attorney MUST refuse to register a color mark on the principal register,

unless the applicant establishes that the proposed mark has acquired distinctiveness

• The examining attorney must issue this refusal in all color mark applications where

acquired distinctiveness has not been shown, regardless of the filing basis of the

application

• The ground for refusal is that the color is not inherently distinctive and thus does not

function as a trademark



U.S. Color Registered Trademarks



Color Marks (U.S. Trademark Manual of Examining Procedure 1202.05(a))

• If the color is not distinctive, it is registrable only on the supplemental register

• The burden of proving that a color mark has acquired distinctiveness is substantial

• The applicant must demonstrate that the color has acquired source-indicating significance

in the minds of consumers



Color Marks (U.S. Trademark Manual of Examining Procedure 1202.05(b))

• A color mark is not registrable on the Principal Register, or the Supplemental Register, if

the color is functional

• A color is functional if it yields a utilitarian or functional advantage (ex. Yellow or orange

for safety signs)

• A color may also be functional if it is more economical to manufacture or use



Color Marks (U.S. Trademark Manual of Examining Procedure 1202.05(c))

• An applicant may not seek to register the color of the wording

or design apart from the words or designs themselves if the

color does not create a separate commercial impression

• The commercial impression of a color may change depending

on the object to which it is applied.

• Granting an application for registration of color in the

abstract, without considering the manner or context in which

the color is used, would be contrary to law and public policy



U.S. Color Registered Trademarks
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Sounds Trademarks (U.S. Trademark Manual of Examining Procedure 1202.15)

• Sound marks function as source indicators when they assume a definitive shape or

arrangement and create in the hearer’s mind an association of the sound with a good or

services

• Sounds can be registered on the Principal Register when they are arbitrary, unique or

distinctive and can be used in a manner so as to attach to the mind of the listener and be

awakened on later hearing in a way that would indicate for the listener that a particular

product or service was coming from a particular, even if anonymous source



U.S. Sounds Registered Trademarks

Examples of sound marks include:

A series of tones or musical notes, with or without words and

Wording accompanied by music

U.S. Reg. Num. 87245350 U.S. Reg. Num. 73553567



U.S. Sounds Registered Trademarks

• Examples of commonplace sound marks include goods that make the sound in their

normal course of operation

• Sound marks for goods that make the sound in their normal course of operation can be

registered only on a showing of acquired distinctiveness

U.S. Reg. Num. 76163189 U.S. Reg. Num. 75934534



U.S. Sounds Trademarks



U.S. Sounds Trademarks

Board of Trustees of the University of Arkansas v. B&J’s Inc. (T.T.A.B.

Sep. 16, 2015)).

The Board of Trustees of the University of Arkansas opposed the

Registration of the mark for SOOIE-T for apparel based on the

university’s registrations for the word mark WOOOO PIG SOOIE for

apparel and a sound mark that “consists of a crowd cheering the following

words ‘woooooooo. Pig. Sooie! Wooooooooo. Pig. Sooie! Wooooooooo

Pig Sooi! Razorbacks!’” for collegiate athletic and sporting events

Case settled but the opposer’s motion of summary judgement on its

dilution claim was denied on the basis there was a genuine dispute of

material fact regarding the fame of the marks



Smell Trademarks (U.S. Trademark Manual of Examining Procedure 1202.13)

• The Scent of a product may be registerable if it is used in a nonfunctional manner

•

• Scents that serve a utilitarian purpose, such as the scent of perfume or an air freshener, are

functional and not registrable

• The amount of evidence required to establish that a scent or fragrance functions as a mark

is substantial



Smell Trademarks (U.S. Trademark Manual of Examining Procedure 1202.13)

• An individual’s perception of a scent is influenced by a lot of environmental variables

such as temperature, humidity and wind conditions

• One person’s perception of an odor will differ greatly from another’s because of personal

factors such as age, gender, and genetics



U.S. Smell Trademarks

Sherrell Perfumers Inc. v. Revlon Inc., 483 F. Supp. 188

(S.D.N.Y. 1980).

”Without a universal method of identifying and

classifying scents and given their subjective nature,

consumers are bound to be confused as more scents

enter the marketplace. Without the ability to distinguish

scents accurately, proving infringement might be an

almost impossible task.”



U.S. Smell Trademarks

May 18, 2018 the USPTO approved

Hasbro’s trademark application for the

modeling clay’s “sweet, slightly musky,

vanilla fragrance, with slight overtones of

cherry, combined with the smell of

slated, wheat-based dough”



Taste Trademarks (U.S. Trademark Manual of Examining Procedure 1202.13)

• A flavor can never be inherently distinctive because it is generally seen as a characteristic of

the goods

• The board has observed that it is unclear how a flavor could function as a source indicator

because flavor or taste generally performs a utilitarian function and consumers generally

have no access to a product’s flavor or taste prior to purchase

• An application to register a flavor requires a substantial showing of acquired distinctiveness.



U.S. Taste Trademarks

In re Pohl-Boskamp GmbH & Co. KG, 106 U.S.P.Q. 2d 1042,

1049 (T.T.A.B. 2013).

Pohl-Boskamp GmbH & Co. KG tried to register the flavor and

scent of peppermint as a trademark for nitroglycerin spray used

to treat chest pain. During the examination, it was found that the

peppermint flavor makes the Nitrolingual Pumpspray product

more effective at treating angina, so it was considered functional

and therefore ineligible.



Gesture Trademarks (U.S. Trademark Manual of Examining Procedure)

• The number of records in the USPTO database with the phrase “hand gesture” in the

description of the mark is less than 100

• Most of these records are logo marks containing an image of a hand gesture rather than for a

transitory hand gesture itself when made by a live person in the course of providing services

or goods

• In general, one cannot trademark a hand gesture, as it does not fit the Trademark Office’s

criteria for trademarkable material

• Hand gestures are difficult to protect, because anyone can perform it and it is not the sort of

thing that can be used to differentiate competitors in the marketplace



U.S. Gesture Trademarks

In 2013 Lambda Tau Upsilon Christian Sorority applied to

register a mark described as a hand gesture

The services were ”association services, namely, organizing

chapters of a sorority and promoting the interests of members

thereof.”

The examining attorney did not say that the hand gesture was per

se not permitted but the mark received two office actions

because the specimen did not contain a comparable drawing as

shown in the application and then was abandoned



U.S. Gesture Trademarks

Gene Simmons attempted to trademark the “Devil horns” hand

gesture but withdrew the filing after a few weeks due to

criticism.

When asked about the backlash, Simmons responded “People got

very upset—unqualified, no experience, no resume – those are

the people in the peanut gallery. And so people get upset about

something when they don’t know the facts. Actually, you can

trademark anything. And if nobody objects, I can own every

breath of air you take.”



Multimedia Trademarks (U.S. Trademark Manual of Examining Procedure 807.11 & 904.03(I))

• Applicants must describe the motion mark and provide a drawing that either shows a single

point in the movement or “up to 5 freeze frames showing various points in the movement.”

• The specimen must show the entire repetitive motion in order to depict the commercial

impression conveyed by the mark

• Video clip

• A series of still photos

• A series of screen shots



U.S. Multimedia Registered Trademarks



U.S. Multimedia Registered Trademarks

TM 1.928.424: 

computer generated 

sequence showing the 

central element from 

several angles as 

though a camera is 

moving around the 

structure. The drawing 

represents four “stills” 

from the sequence.



U.S. Multimedia Registered Trademarks

TM 1.975.999; moving image of 

a flash of light from which rays of 

light are emitted against a 

background of sky and clouds. 

The scene then pans downward to 

a torch being held by a lady on a 

pedestal. The word 

“COLUMBIA” appears across the 

top running through the torch and 

then a circular rainbow appears in 

the sky encircling the lady.



U.S. Multimedia Registered Trademarks



Why Non Traditional Trademarks?

Distinctive

Sign/Mark



Possible Competition Concerns for National IP Offices 

TM

®

Overlapping 

ID/DP and 

TM/® Rights



Possible Competition Concerns for National IP Offices 

TM

®
ID/DP



Possible Competition Concerns for National IP Offices 



3D Trademark in Indonesia

RN-Lubricants LLC

Ritter GmbH



3D Trademark in Indonesia

FERRERO S.p.A. Allied Domecq Spirits & Wine Limited



3D Trademark in Indonesia

PT. LASALLEFOOD INDONESIA



Sound Mark in Indonesia

JINGLE MAMY POKO

UNI-CHARM CORPORATION

JINGLE MAMY POKO tetap kering



Sound Mark in Indonesia

JINGLE

HISAMITSU PHARMACEUTICAL CO., INC PT. MATAHARI DEPARTMENT STORE, TBK

JINGLE MATAHARI + LOGO



Conclusion?
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